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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe final rejection of clains 1-21. The appellants filed
an amendnent after final rejection on June 6, 1996, which was

denied entry. W affirmin-part.

! The application was filed Cctober 11, 1994.
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BACKGROUND

The invention at issue in this appeal relates to nmagnetic
disc drives. It adjusts fly height between the surface of a
disc and a slider supported on a flexure armin a nmagnetic
disc drive. The disc is first rotated at a testing rate,
which is less than its operating rate. At the testing rate, a
| aser is used to heat the flexure armto achi eve a desired
bend therein and, thus, a desired fly height. The increased
rate at which the disk is rotated during operation causes the
fly height to increase such that the slider flies close to the

surface wi thout touching asperities in the disc’s surface.

Claim1, which is representative for our purposes,
fol | ows:

1. A net hod of adjusting fly hei ght between a
di sc surface and a slider supported on a spring
| oaded flexure armin a disc drive, conprising the
steps of:

obtai ning the disc drive;

obtaining a | aser; and

heating the spring | oaded flexure armwth the
| aser, thereby deform ng a bend in the spring | oaded
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flexure armto achieve a desired fl exure arm bend
and thereby a desired fly height.

The references relied on by the patent exam ner in

rejecting the clains foll ow

Fechner 4,812,927 Mar. 14,
1989

Harnms et al. (Harns) 4,816, 743 Mar. 28,
1989

One et al. (Ome) 5,012, 369 Apr. 30,
1991

Murata et al. (Murata) 5,341, 256 Aug. 23,
1994

Buettner et al. (Buettner) 5,412, 519 May 2,
1995. (filed Aug.
26, 1993)

Claim1l stands rejected under 35 U.S.C. § 103 as obvi ous
over Ove in view of Murata. Cains 2 and 3 stand rejected
under § 103 as obvious over Ome in view of Murata further in
view of Buettner. Cains 4-7, 9, 10, and 12 stand rejected
under 8§ 103 as obvious over Oae in view of Murata further in
view of Fechner. dains 8 and 13-21 stand rejected under 8§

103 as obvious over One in view of Murata further in view of
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Fechner further in view of Buettner. Caim1ll stands rejected
under 8 103 as obvious over Ome in view of Miurata further in
vi ew of Fechner further in view of Harnms. Rather than repeat
the argunents of the appellants or examner in toto, we refer
the reader to the appeal brief and the exam ner’s answer for

the respective details thereof.

OPI NI ON

In reaching our decision in this appeal, we considered
the subject matter on appeal and the rejections and evi dence
advanced by the exam ner. W also considered the argunents of
the appellants and exam ner. After considering the record
before us, it is our viewthat the evidence and |evel of skill
in the art would have suggested to one of ordinary skill in
the art the invention of clainms 1 and 4-6. W cannot say,
however, that the evidence and |evel of skill in the art would
have suggested the invention of clains 2-3 and 7-21.

Accordingly, we affirmin-part.

We begin our consideration of the obviousness of the

clainms by finding that the references represent the |evel of
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ordinary skill in the art. See In re GPAC Inc., 57 F.3d 1573,

1579, 35 USP@2d 1116, 1121 (Fed. Cir. 1995) (finding that the
Board of Patent Appeals and Interference did not err in
concluding that the level of ordinary skill in the art was

best determ ned by the references of record); In re Celrich,

579 F.2d 86, 91, 198 USPQ 210, 214 (CCPA 1978) ("[T]he PTO
usual ly nmust evaluate ... the level of ordinary skill solely
on the cold words of the literature.”). O course, every
pat ent application and reference relies to sone extent upon
know edge of persons skilled in the art to conpl enent that

whi ch is disclosed therein. In re Bode, 550 F.2d 656, 660,

193 USPQ 12, 16 (CCPA 1977). Persons skilled in the art,
nor eover, nust be presuned to know sonet hi ng about the art

apart fromwhat the references teach. 1n re Jacoby, 309 F.2d

513, 516, 135 USPQ 317, 319 (CCPA 1962). Wth this in m nd,
we address the obviousness of clainse 1 and 4-6, clains 2 and

3, clainmse 7-12, and clains 13-21 seriatim

Qbvi ousness of dains 1 and 4-6

The appel |l ants make three argunents regarding clains 1

and 4-6. W consider these one-by-one. First, they argue,
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“one skilled in the art faced with the probl ens associ at ed
with prior art techniques of adjusting the fly height of a
slider carried by a spring | oaded flexure armwould not | ook
to the rotary head tape head art (i.e., to the Murata et al.
reference) for a solution.” (Appeal Br. at 10.) In short,

the appellants allege that Murata is not anal ogous art.

We find that the reference is analogous art. Art is
anal ogous if a reference either is within the field of an
i nventor's endeavor or is reasonably pertinent to the
particul ar problemw th which the inventor was involved. In
re Qetiker, 977 F.2d 1443, 1447, 24 USPQR2d 1443, 1445 (Fed.

Cr. 1992); Inre Cay, 966 F.2d 656, 658-59, 23 USPQR2d 1058,

1060 (Fed. Cir. 1992). Furthernore, a reference is reasonably
pertinent if, because of the matter with which it deals, it

| ogi cally woul d have commended itself to the inventor's
attention in considering his problem |If the reference’s

di scl osure has the sanme purpose as the clained invention, the
reference relates to the sane problem and that fact supports
use of that reference in a rejection. An inventor may have

been notivated to consider the reference when naking his
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invention. |If it is directed to a different purpose, the
i nventor would have had | ess notivation or occasion to

consider it. Cday, 966 F.2d at 659, 23 USPQ2d at 1061

Here, the problemw th which the appellants are invol ved
Is that of adjusting the height between the surface of a
magnetic disc and a slider in a magnetic di sc storage system
(Spec. at 2.) Because the slider functions to hold a head
over the disc, (lLd. at 1), the purpose of the clained
i nvention can be said to be adjusting the hei ght between the

di sc and t he head.

Simlarly, the purpose of the reference is to adjust the
position of a head in a nagnetic tape storage system Col. 1,
1. 6-8. The head’ s position includes an absol ute head
hei ght, which is the distance between a datum pl ane of a fixed
drum and a track edge of the head. I1d. at |l. 20-22. The
head is positioned over a magnetic tape to wite video and
audi o signals and erase recorded tracks. 1d. at |Il. 12-13.

In short, the purpose of Miurata is to adjust the height

bet ween the tape and the head. Accordingly, both the clained
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i nvention and the Miurata reference address the probl em of

adj usting the height between the surface of a nagnetic nedi um
and a head in a nagnetic storage system Therefore, the
reference reasonably pertains to the particular problemwth

whi ch the appellants were involved and i s anal ogous art.

Second, the appellants allege, “there is absolutely
nothing in the One et al., Mirata et al. or Fechner references
to suggest conbining these references to arrive at the nethod

and apparatus clained by Appellants.” (Appeal Br. at 10.)

We find that the prior art as a whol e woul d have
suggested conbining O and Murata -- Fechner has not been
applied to claiml1 -- to obtain the clained invention.

Qobvi ousness can be established by conbining teachings of the
prior art to produce a clained invention only where there is
sonme teaching, suggestion, or incentive supporting the

conbination. |n re Ceiger, 815 F.2d 686, 688, 2 USPQ2d 1276,

1278 (Fed. Cir. 1987). The question is whether there is
sonmething in the prior art as a whole to suggest the

desirability of nmaking the conbination. |1n re Rouffet, 149




Appeal No. 97-1647 Page 9
Application No. 08/321, 255

F.3d 1350, 1355, 47 USPQ2d 1453, 1456 (Fed. GCr. 1998); ln re
Beattie, 974 F.2d 1309, 1311-12, 24 USPQ2d 1040, 1042 (Fed.

Gr. 1992).

Here, Owne di scl oses a head suspensi on nmechani smfor
adjusting the fly height between the surface of a disc and a
slider supported on an armin a nagnetic disc drive. Col. 3,
1. 37-40. The initial static |load of the slider is adjusted
by nodi fying a feed di stance of a nechanical screw. Col. 6,

1. 20-22.

Mur ata, however, discloses a problem associated with
using a nechanical screw. Specifically, vibrations or
t enperature changes can | oosen the screw causing the height to
fluctuate. Col. 1, |Il. 62-66. This is undesirable. The
reference al so discloses a solution to the problem
Specifically, Mirata uses a |laser to pernmanently bend a base
of a head to thereby adjust the position of the head. Col. 4,
1. 26-45. The reference thereby adjusts the position of the
head wi t hout being influenced by vibrations and tenperature

changes. Col. 2, IIl. 23-25.
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By recogni zing the problemand offering a solution,
Murata woul d have suggested using a | aser to pernmanently bend
Onwe’s flexure armto thereby adjust the position of Oame’s head
to a position that would not fluctuate with vibrations or
tenperature changes. Thus, the prior art as a whol e woul d
have suggested the desirability of making the conbination to

obtain the clained invention.

Third and | ast, the appellants argue, “[s]ince the Miurata
et al. reference does not pertain to fly height adjustnent, a
conbi nation of the ... references would not result in the
clainmed invention in which a laser is used to pernmanently bend
a flexure armto thereby adjust the fly height.” (Appeal Br.

at 11.)

W find that the prior art woul d have suggested the
claimed invention. One cannot establish non-obvi ousness by
attacking references individually where a rejection is based

on conbi nati ons of references. In re Merck & Co., 800 F.2d

1091, 1097 231 USPQ 375, 380 (Fed. Cr. 1986). In determning

obvi ousness, furthernore, references are read not in isolation
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but for what they fairly teach in conbination with the prior

art as a whole. |[d. at 1097, 231 USPQ at 380.

Here, the rejection is based on the conbi nati ons of Owne
and Murata. Owe pertains to fly height adjustnment. The
appel lants admt, “[t]he nechanismtaught by Owe et al. relies
upon an adjustnment screw ... to thereby adjust the fly height
of the slider.” (Appeal Br. at 6.) As aforenentioned, Mirata
teaches using a |laser to pernanently bend a base of a head to
t hereby adjust the position of the head, col. 4, Il. 26-45,
rather than relying on a screw. The substitution of Mirata’'s
use of a laser for O’ s fly-height adjustnent screw would
result in the clainmed invention in which a laser is used to
permanent|ly bend a flexure armto thereby adjust the fly
hei ght. Therefore, we find that the prior art would have

suggested the invention of claim1.

When the patentability of dependent clains is not argued
separately, the clainms stand or fall with the clainms from
whi ch they depend. 1n re King, 801 F.2d 1324, 1325, 231 USPQ

136, 137 (Fed. Cir. 1986); In re Sernaker, 702 F.2d 989, 991,
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217 USPQ 1, 3 (Fed. Cir. 1983). Here, the appellants do not
argue separately the patentability of clains 4-6, which depend
fromclaim1l. Thus, these clains fall with claim1l.
Accordingly, we affirmthe rejection of clains 1 and 4-6 under

35 U.S.C. § 103.

Turning to the other clains, we recall that in rejecting
claims under 35 U. S.C. § 103, the patent exam ner bears the

initial burden of establishing a prinma facie case of

obvi ousness. A prima facie case is established when the

teachings fromthe prior art itself would appear to have
suggested the clainmed subject matter to a person of ordinary
skill in the art. |If the examner fails to establish a prim
faci e case, an obviousness rejection is inproper and will be

overturned. 1n re Rijckaert, 9 F.3d 1531, 1532, 28 USPQd

1955, 1956 (Fed. Cir. 1993). Wth this in mnd, we consider
t he obvi ousness of clainms 2 and 3, clains 7-12, and clains 13-

21 seriatim

OQbvi ousness of Cains 2 and 3
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The exam ner begins his rejection of clains 2 and 3 by
admtting that “Ove et al. in viewof Mirata et al. does not
di sclose to rotate [sic] the disc at a slower speed to
calibrate the flexure arm” (Final Rejection at 3.) He
opi nes, “Buettner et al. teaches to calibrate [sic] the fly
hei ght at various speeds disc rotation [sic] in the sane field
of endeavor for the purpose of elimnating the heads from
sliding on the disk for periods of tinme ....” (Ld.) The
exam ner ends the rejection by concluding that it would have
been obvious “to calibrate the fly height at various speeds
disc rotation [sic] as taught by Buettner et al. on the system
of O et al. in viewof Mirata et al. in order to elimnate
the heads fromsliding on the disk since it is shown that the
fly height is | ower at slower speeds of rotation.” (Ld. at

4.)

In response, the appellants assert, “there is no
suggestion in Buettner et al., or in any of the other cited
references, to bend the spring | oaded flexure armwhile the

disc is rotated at a reduced rate of rotation to achi eve the

desired fly height.” (Appeal Br. at 12.)
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W find that Ome, Miurata, and Buettner fail to teach or
to have suggested the step of rotating the disc as clained.
Claim2 recites in pertinent part “rotating the disc at a ..
rate of rotation which is | ess than a normal m ni num operati ng
rate ... during the step of heating the spring | oaded
flexure.” Conparison of the claimlanguage to One, Mirata,
and Buettner evidences that the references neither teach nor
woul d have suggested the cl ai med chronol ogical relation, viz.,

“during the step of heating the spring | oaded flexure.”

As aforenentioned, the exam ner admts that One in view
of Miurata does not disclose rotating the disc at a sl ower
speed to adjust the flexure arm which would adjust the fly
hei ght. Buettner does not renedy this defect. It discloses
an idle node in which the rotational velocity of a disk is
reduced to decrease the power consuned by a disk drive. Abs.,
[1. 1-2. Establishnent of the nobde includes reducing the
rotational velocity of the disk while nonitoring the
i nst ant aneous anplitude of a signal indicating clearance

bet ween the surface of the disk and the drive’'s head. Col. 5,
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I1. 3-6. Nunerical nethods are enployed to derive the fly
hei ght of the head at each neasurenent velocity. 1d. at II.
17-19. In short, Buettner teaches nonitoring fly height at

sl ow speeds. It does not teach adjusting fly height at slow
speeds as clained. The exam ner msinterpreted the reference
as teaching adjusting fly height at sl ow speeds, instead of

its actual teaching of nonitoring fly height at slow speeds.

For the foregoing reasons, the exam ner failed to show
that Ome, Miurata, and Buettner teach or woul d have suggested
the step of rotating the disc as in claim2 and its dependent
claim3. Therefore, we find the exam ner’s rejection does not

anount to a prim facie case of obvi ousness. Because t he

exam ner has not established a prim facie case, the rejection

of claine 2 and 3 over O in view of Murata further in view
of Buettner is inproper. Therefore, we reverse the rejection
of the clains under 35 U.S.C. §8 103. Next, we consider the

obvi ousness of clains 7-12.

Qovi ousness of dains 7-12
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The exam ner begins his rejection of clains 7-12 by
admtting that “Ove et al. in viewof Mirata et al. does not
di sclose to use [sic] a sensor to detect the contact between
the disc and the head.” (Final Rejection at 4.) He notes,
“Fechner teaches to use [sic] an acoustic sensor to detect
contact between the disc and the head in the sane field of
endeavor for the purpose of alerting the user so that the a
[sic] technician may repair the problem of head to disk
interaction (col. 2).” (lLd. at 5.) The exani ner ends the
rejection by concluding that it would have been obvious “to
use an acoustic sensor to detect contact between the disc as
taught by Fechner on the systemof Owne et al. in view of
Murata et al. in order to alert the user so that the a [sic]
technician may repair the problem of head to disk

interaction.” (Ld.)

W find that Ome, Miurata, and Fechner fail to teach or to
have suggested the controller as clained. Caim7 recites in
pertinent part “a controller coupled to the sensor and the
| aser which controls operation of the |aser based upon the

sensor out put Comparison of the claimlanguage to One,
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Murat a, and Fechner evi dences that the references neither
teach nor woul d have suggested the clained coupling to the
sensor and the clained basing control of the [aser on the

sensor’s out put.

As aforenentioned, the exam ner admts that One in view
of Murata does not even disclose a sensor to detect contact
bet ween the disc and the head. Fechner, in turn, discloses
net hods and apparatus for detecting interference between the
head and recordi ng di sks of a head/di sk assenbly in magnetic
disk drives. Col. 1, Il. 5-9. The reference enploys a
transducer to detect acoustic stress waves corresponding to
i nteracti on between the disks and the heads. Col. 3, II. 35-
38. The exam ner neglected to identify any teaching,
suggestion, or incentive in Fechner or el sewhere for coupling

the output of the transducer to a laser for control thereof.

For the foregoing reasons, the examner failed to show
that Owe, Miurata, and Fechner teach or woul d have suggested
the controller of claim7 and its dependent clains 8-12.

Therefore, we find the exam ner’s rejection does not anbunt to
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a prinma facie case of obvi ousness. Because t he exam ner has

not established a prima facie case, the rejection of clains 7-

12 over Ome in view of Murata further in view of Fechner is
i nproper. Therefore, we reverse the rejection of the clains
under 35 U. S.C. 8 103. Next, we consi der obvi ousness of

clainms 13-21.

Qovi ousness of Cains 13-21

The exam ner begins his rejection of independent clains
13 and 16 by admtting that “Ome et al. in view of Mirata et
al. in view of Fechner does not disclose to rotate [sic] the
disc at a slower speed to calibrate the flexure arm” (Fina
Rejection at 5.) He opines, “Buettner et al. teaches to
calibrate [sic] the fly height at various speeds disc rotation
[sic] in the same field of endeavor for the purpose of
elimnating the heads fromsliding on the disk for periods of
time ....” (Ld. at 6.) The exam ner ends the rejection by
concluding that it would have been obvious “to calibrate the
fly height at various speeds disc rotation as taught by
Buettner et al. on the systemof Ome et al. in view of Mirata

et al. in view of Fechner in order to elimnate the heads from
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sliding on the disk since it is shown that the fly height is

| oner at slower speeds of rotation.” (ld.)

In response, the appellants assert, “the Exam ner has
incorrectly interpreted the Buettner et al. patent as teaching

fly height adjustnent at sl|low speeds, instead of its actua

teaching of calibrating or nonitoring fly height changes as a

result of slow speeds. (Appeal Br. at 8.)

W find that the exam ner failed to show that Owe,
Mur at a, Fechner, and Buettner teach or woul d have suggested
the invention of clainms 13 and 16. At the outset we note the
great breadth of clainms 13 and 16. Caim 13 recites the step
of “adjusting fly height” wthout limting the adjusting to
the use of a laser to heat a flexure armto achieve a desired
bend therein and, thus, a desired fly height. Caim1l6
recites “a heating device which heats the flexure arni w thout
specifying that the heating deforns the flexure armto achieve
a desired bend therein and, thus, a desired fly height.

Clains are not interpreted in a vacuum however, but are part
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of and are read in light of the specification. Slinfold Mg.

Co. v. Kinkead Indus., Inc., 810 F.2d 1113, 1116, 1 USPQd

1563, 1566 (Fed. Cir. 1987).

Wth this in mnd, we interpret claim13 as rotating the
disc at a rate of rotation which is less than a normal m ni num
operating rate during the step of adjusting fly height.
SSimlarly, we interpret claim116 as rotating the disc at a
rate of rotation which is | ess than a normal m ni num operati ng
rate during the heating of the flexure arm Conparison of the
cl ai ml anguage to One, Miurata, Fechner, and Buettner evidences
that the references neither teach nor woul d have suggested

t hese chronol ogi cal rel ations.

As aforenenti oned, the exam ner admts that One in view
of Miurata in view of Fechner does not disclose rotating the
disc at a slower speed to calibrate the flexure arm i.e., to
heat the flexure armto adjust fly height. As explained in
our consideration of clainms 2 and 3, Buettner does not renedy
this defect. W incorporate this explanation by reference

t her et o.
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For the foregoing reasons, the examner failed to show
that Owe, Miurata, Fechner, and Buettner teach or woul d have
suggested rotating the disc at a rate of rotation which is
| ess than a normal m ninmum operating rate during the step of
adjusting fly height of claim13 and its dependent clains 14
and 15. Simlarly, he failed to show that the references
teach or woul d have suggested or the rotating the disc at a
rate of rotation which is | ess than a normal m ni num operati ng
rate during the heating of the flexure armof claim16 and its
dependent clains 17-21. Therefore, we find the exam ner’s

rejection does not anount to a prima facie case of

obvi ousness. Because the exam ner has not established a prim
facie case, the rejection of clains 13-21 over Ome in view of
Murata further in view of Fechner further in view of Buettner
is inproper. Therefore, we reverse the rejection of the

clainms under 35 U.S.C. § 103.

We end our consideration of the clains by concluding we
are not required to raise or consider any issues not argued by

the appellants. Qur reviewing court stated, “[i]t is not the
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function of this court to examne the clainms in greater detai
than argued by an appell ant, |ooking for nonobvi ous

di stinctions over the prior art.” 1n re Baxter Traveno

Labs., 952 F.2d 388, 391, 21 USPQ2d 1281, 1285 (Fed. Cr

1991).

37 CF.R 8 1.192(a), as anmended at 37 CF.R
8 1.192(a), as anended at 60 Fed. Reg. 14518 (Mar. 17, 1995),
was controlling when the appeal brief was filed. Section

1.192(a) stated as foll ows.

The brief . . . nmust set forth the authorities and
argunments on which the appellant will rely to
mai ntain the appeal. Any argunents or authorities

not included in the brief will be refused
consi deration by the Board of Patent Appeals and
Interferences, unless good cause is shown.

Also at the time of the brief, 37 CF. R § 1.192(c)(8)(ivV)
stated as fol |l ows.

For each rejection under 35 U. S.C. 103, the argunent
shall specify the errors in the rejection and, if
appropriate, the specific limtations in the
rejected clains which are not described in the prior
art relied on in the rejection, and shall explain
how such |imtations render the clainmed subject
matt er unobvi ous over the prior art. |[If the
rejection is based upon a conbi nation of references,
the argunent shall explain why the references, taken
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as a whole, do not suggest the clainmed subject
matter, and shall include, as nmay be appropriate, an
expl anation of why features disclosed in one
reference may not properly be conbined with features
di scl osed in another reference. A general argunent
that all the Iimtations are not described in a
single reference does not satisfy the requirenents
of this paragraph.

In summary, section 1.192 provides that just as the court is
not under any burden to raise or consider issues not argued by
the appellants, the Board of Patent Appeals and Interferences

is also not under any such burden.

CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
clains 1 and 4-6 under 35 U. S.C. 8 103 is affirned. H s
decision to reject clainms 2-3 and 7-21 under 8 103 is

reversed. Accordingly, we affirmin-part.
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No period for taking subsequent action concerning this

appeal nmay be extended under 37 CF. R § 1.136(a).

AFFI RVED- | N- PART
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