THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of
clainms 10 through 15 and 21 through 30, all of the clains pending
in the present application. Cains 1 through 9 and 16 through 20

have been cancel ed.

! Application for patent filed February 16, 1993.
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The invention relates to a conputer system architecture
having a video subsystem In particular, the video subsystem
i ncludes a video display adaptor, a nonitor cable and a video
di splay nonitor designed so that the nonitor identification pins
are reused to provide a bidirectional serial |ink between the
adapt or and the nonitor.

The i ndependent claim 10 is reproduced as foll ows:

10. A video subsystem of a conputer system conpri sing:

a video adapter device;

a video nonitor device; and

a display cable electrically connecting said video nonitor
to said video adapter; said display cable including at | east one
monitor identification |line;

said video nonitor having neans to generate selected, fixed
monitor identification information on said at | east one nonitor
identification |ine;

sai d video adapter having neans to receive said nonitor
identification information via said at | east one nonitor
identification |ine;

said video adapter and said video nonitor having nmeans for
generating a comunications |link for dynam c conmuni cati ons
bet ween sai d video adapter and said video nonitor via said at
| east one nonitor identification |ine;

said video nonitor generating said fixed nonitor

identification information on said at |east one nonitor
identification line before a triggering event; and
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after said triggering event, said video nonitor ceasing
generating said nonitor identification information on said at
| east one nonitor identification Iine and said video adapter and
said video nonitor generating said communi cations |ink along said
at | east one nonitor identification |ine.

The Exam ner relies on the follow ng references:
Dewa 5,113, 497 May 12, 1992

Abbi ate et al (Abbiate) 0, 463, 269 Jan. 2, 1992
(Eur opean Patent Application)

"Monitor ldentification Range Extension”, |BM Techni cal
Di sclosure Bulletin, Vol. 33, No. 6A p. 351, (Novenber 1990)
(hereinafter 1BM.

Clains 10 through 15 and 21 through 30 stand rejected under
35 U.S.C. §8 103 as being unpatentable over IBM Dewa and Abbi ate.

Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the briefs and answer for the
respective details thereof.

OPI NI ON

W w il not sustain the rejection of clainms 10 through 15
and 21 through 30 under 35 U.S.C. § 103.

The Exam ner has failed to set forth a prim facie case.
It is the burden of the Exam ner to establish why one having
ordinary skill in the art would have been led to the clai nmed

i nvention by the express teachings or suggestions found in the

prior art, or by inplications contained in such teachings or



Appeal No. 97-1564
Appl i cation 08/ 017, 794

suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6
(Fed. Cir. 1983). "Additionally, when determ ning obvi ousness,
the clainmed invention should be considered as a whole; there is
no legally recognizable "heart' of the invention." Para-O dnance
Mg. v. SGS Inporters Int’l, Inc., 73 F.3d 1085, 1087, 37 USPQd
1237, 1239 (Fed. G r. 1995), citing W L. CGore & Assocs., Inc. v.
Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309 (Fed. Gr
1983), cert. denied, 469 U S. 851 (1984).

Appel | ants argue on pages 7 through 11 of the brief that
| BM Dewa and Abbi ate, together or individually, fail to teach or
suggest a video subsystem having a nonitor, adapter and cable
desi gned such that the nonitor generates a fixed nonitor
identification code on the static nonitor identification |Iines
and after a triggering event, a handshaki ng process, between both
t he adapter and nonitor, the nonitor identification pins are
reused to provide an electrical pathway for a dynamc
bidirectional serial |ink between the adapter and the nonitor as
recited in Appellants’ clains. On pages 15 through 24 of the
brief, Appellants argue that | BM Dewa and Abbi ate, either al one
or in conbination, do not disclose or suggest a nonitor having
means to generate fixed nonitor identification information on
monitor identification lines before a triggering event and
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generation nmeans within the adapter and nonitor for generating a
dynam ¢ communi cation |ink between the adapter and the nonitor
after the triggering event using the nonitor identification |Iines
as recited in Appellants’ clains.

The Exam ner argues on pages 3 through 6 of the answer that
| BM t eaches a video nonitor that generates fixed nonitor
identification information on the nonitor identification line to
a video adapter device. The Exam ner argues that Dewa teaches a
triggering event by witing to an inherent 1/0 address (1/0
port), reading the data stored in the inherent |1/0O address and
then conparing the wite data with the read data to determ ne
whet her to use an 8-bit interface hard disk controller or 16-bit
interface hard disk controller. Finally, the Exam ner argues
t hat Abbi ate teaches a dynam c comruni cations |ink.

However, the Exam ner’s argunments do not provide the
requi red evidence showi ng Appellants’ clainmed limtations. In
particul ar, the Exam ner has failed to show that the references
teach a video nonitor having nmeans to generate fixed nonitor
identification information on nonitor identification |ines before
a triggering event and generation neans within the adapter and
video nonitor for generating a dynam c conmuni cation |ink between

the adapter and the video nonitor after the triggering event
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using the nonitor identification lines as recited in Appellants’
clains. W are not inclined to dispense with proof by evidence
when the proposition at issue is not supported by a teaching in a
prior art reference, comon know edge or capabl e of

unquesti onabl e denonstration. Qur review ng court requires this
evidence in order to establish a prima facie case. In re Knapp-
Monarch Co., 296 F.2d 230, 232, 132 USPQ 6, 8 (CCPA 1961). 1Inre
Cofer, 354 F.2d 664, 668, 148 USPQ 268, 271-72 (CCPA 1966).

In addition, the Federal Crcuit states that "[t]he nere
fact that the prior art may be nodified in the manner suggested
by the Exam ner does not nmake the nodification obvious unless the
prior art suggested the desirability of the nodification." 1In re
Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84 n. 14
(Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900, 902, 221
USPQ 1125, 1127 (Fed. G r. 1984). "Qobviousness nay not be
est abl i shed using hindsight or in view of the teachings or
suggestions of the inventor." Para-Ordnance Mg. v. SGS
| nporters Int’'|l, 73 F.3d at 1087, 37 USP@@d at 1239, citing W L.
Gore & Assocs., Inc. v. Grlock, Inc., 721 F.2d at 1551, 1553,
220 USPQ at 311, 312-13. Upon review ng | BM Dewa and Abbi at e,

we fail to find any suggested desirability of nodifying IBMto
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establish a dynam ¢ communi cation |ink on the nonitor
identification lines after a triggering event as recited in
Appel  ants’ cl ai ns.

We have not sustained the rejection of clainms 10 through 15
and 21 through 30 under 35 U.S.C. 8 103. Accordingly, the
Exam ner's decision is reversed.

REVERSED

M CHAEL R FLEM NG
Adm ni strative Patent Judge

ERROL A. KRASS )
Adm ni strative Patent Judge )
)
g
JERRY SM TH ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS
) AND
) | NTERFERENCES
)
)
)
)
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