TH'S OPINILON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal pursuant to 35 U . S.C. §8 134 fromthe
final rejection of clainms 2 through 11 and 13.
Claim 13 is representative and is reproduced bel ow
13. A dye containing polarizing filmwhich
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conprises, in a filmsubstrate, at |east one disazo dye
represented by the formula (1) in the formof the free acid

0-Me-O
Al—N=N N=N—Bl )

R1

wherein Me is copper, A'is a phenyl group which is substituted
by at | east one nenber selected fromthe group consisting of
sul fo, sulfanoyl, nitro, C-C, al kyl, C-C, al koxy, carboxy,

hal ogen, and unsubstituted am no or am no substituted by one
or two substituents selected fromC-C, al kyl, hydroxy or
cyano-substituted C-C, al kyl carbonyl; or a napthyl group which
is substituted by at |east one of sulfo or hydroxy, B'is a 1-
napht hol or 2-naphthol residue which is substituted by sulfo
or by sulfo and at | east one nenber selected fromthe group
consi sting of hydroxy, unsubstituted am no and am no
substituted by one or two substituents selected fromC-C,

al kyl, C-C, al kyl carbonyl, carbanoyl, sulfanoyl, unsubstituted
phenyl , unsubstituted benzoyl, and phenyl or benzoyl
substituted by sulfo, amno or C-C, al koxy, and in which its
hydroxy group is adjacent to the azo group and is linked with
the transition nmetal Me to formthe conplex, and Rt is a C-C,
al koxy; and at |east two kinds of dyes selected from

a group [A] consisting of disazo dyes represented by the
followwng formula (I1) in the formof free acid
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wherein Me copper, A2 is a phenyl group which is substituted
by at | east one nenber selected fromthe group consisting of
sul fo, sulfanoyl, nitro, C-C, al kyl, C-C, al koxy, carboxy,
hal ogen, and unsubstituted am no or am no substituted by one
or two substituents selected fromC-C, al kyl, hydroxy or
cyano-substituted C-C, al kyl and C-C, al kyl carbonyl; or a
napht hyl group which is substituted by at | east one of sulfo
or hydroxy, B? is a l1l-naphthol or 2-naphthol residue which is
substituted by sulfo or by sulfo and at | east one nenber

sel ected fromthe group consisting of hydroxy, unsubstituted
am no and am no substituted by one or two substituents
selected from C-C, al kyl, C-C, al kyl carbonyl, carbanoyl,

sul fanoyl, unsubstituted phenyl, unsubstituted benzoyl, and
phenyl or benzoyl substituted by sulfo, amno or C-C, al koxy,
and in which the hydroxy group is adjacent to the azo group
and is linked with the transition netal Me to formthe
conplex, and R is hydrogen, C-C, alkyl, sulfo or
unsubstituted am no or am no substituted by C-C,alkyl, C-C,
al kyl car bonyl, C-C, al kyl sul fonyl or carbanoyl,

a group [B] consisting of trisazo dyes represented by the
following formula (I11) in the formof free acid

Ks
Vs—U=U U=U—aBs

O0—WNe-0
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wherein A*and B® are sanme or different and are phenyl group
which is substituted by at | east one nenber selected fromthe
group consisting of sulfo, sulfanoyl, nitro, C-C, alkyl, C-C,
al koxy, carboxy, hal ogen, unsubstituted am no and ani no
substituted by C-C, al kyl, hydroxy or cyano-substituted C-C,
al kyl, C-C, al kyl carbonyl, phenyl, sulfophenyl, disulfophenyl,
benzyl or carbanmoyl; or naphthyl group which is substituted by
at | east one nenber selected from sul fo, hydroxy,
unsubstituted am no and am no substituted by C-C, al kyl,
hydroxy or cyano-substituted

C-C, alkyl, C-C, al kyl carbonyl, phenyl, sulfophenyl,

di sul f ophenyl, benzyl or carbanmoyl, R is hydrogen, C-C,

al kyl , C-C,
al koxy, sulfo
or K3 ROH unsub
stitute U="1-B3 d

am no V—U=} U= m or

am no subst
ituted + OH by C-
C, al kyl

, C-GC, al kyl carbonyl, C-C, al kyl sul fonyl or carbanoyl, R is
hydr ogen, hydroxy or C;-C, al koxy; copper conplex salts
t hereof ; and

a group [C] consisting of C.I. Direct Yellow 12, C.1I.
Direct Yellow 28, C. 1. Direct Yellow 44, C. I. Direct Orange
26, C.I. Direct Oange 39, C 1. Drect Orange 107, C. 1. D rect
Red 2, CI. Direct Red 31, C.I. Direct Red 79, C.I. Direct Red
81 and C. 1. Direct Red 247. --
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The references of record relied upon by the exam ner are:

kunura et al. (Okunura) 4,895, 677 Jan.
23, 1990
Qgino et al. (Qgino) EP 530, 106 Mar. 3, 1993

(Eur opean Patent Application)

The appealed clains stand rejected 35 U.S.C. § 103 as
unpat ent abl e over QOgino or QOgino in view of Okunura.

W w il sustain the stated rejections.

The subject nmatter on appeal is broadly directed to a
polarizing filmcontaining a m xture of dyestuffs. More
specifically, the subject matter on appeal is directed to a
dye-containing polarizing filmconprising, in the film
substrate, at |east one disazo dye represented by the
structural fornmula (1) shown in appealed claim13 which is in
conbination in the filmwth at |east two kinds of dyes
selected fromthe dyes referred to as group [A]; group [B];
and group [C] as shown in appealed claim13. In their brief
at page 4, appellants characterize the clained polarizing film
as having a neutral color and as having the capability of
preventing light from passing through the filnms at the

"crossed state" over the visible radiation wave |ength region,
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particularly from400 to 700 nm Additionally, the clained
polarizing filmis characterized as exhibiting excellent
pol ari zing activity as well as having excellent durability to
wat er and heat.

As evi dence of obviousness of the herein clained
polarizing film the examner relies principally on the QOgino
reference. Simlar to the herein clained polarizing film
Qgi no al so di scloses a dye-containing polarizing film
conprising a polarizing filmmterial and a netal -containing
dye represented by the generic fornula (1) which is shown in
the abstract and page 1 of the publication. The netal-
cont ai ning dye represented by formula (1) of Ogino nmay be used
either as the sole dye incorporated into the filmsubstrate or

in conbination of "two or nore" dyes. See Qgino at page 7,

lines 16 and 17. Additionally, the netal -containing dye
represented by the formula (1) of Ogino nay al so be used in
conbi nation with other organic dyes for the purpose of
correcting the hue and inproving the polarizing activity. See
Qgino at page 7, lines 17 and 18. Also see clains 13 and 14
of the Qgino patent publication. As clearly evident fromthe
argunents presented by appellants in their briefs and the
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findings of the exam ner in her answer, Ogino's structural
formula (1) generically includes the identical disazo dyes
represented by appellants' structural forrmula (1); appellants’
group [A] disazo dyes represented by appellants' structura
formula (11); and appellants' group [B] trisazo dyes which are
represented by appellants' structural forrmula (I11), as
defined in the appealed clains. Further, with respect to the
organi c dyes defined as appellants' group [C, Qgino discloses
each of the 11 nenbers of this group. See Qgino at page 7,
lines 18 through 46.

In their reply brief at pages 4 and 5, appellants argue
that there is no notivation in Ogino that would have directed
those skilled in the art to the specific conbination of dyes

as clained which achi eve the objects of appellants' invention,

i.e., dyes which provide for a polarizing film having
excel l ent polarizing activity which causes no discol oration or
deterioration of polarizing activities under high tenperature
and high humdity conditions, and causes no light to break
through the "cross state" over the visible wave | ength region,
particularly from 400- 700 nanoneters. Based on this argunent,
appel l ants apparently believe that the appealed clains are
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inherently imted to polarizing filns having all of the above
capabilities. However, none of these objects or features are
expressly set forth in any appealed claim and we will not
construe the clainms as so limted. It has been consistently
held that no limtation of the specification should be read
into a claimwhere no express statenment of the limtation is

included in the claim In re Prater, 415 F.2d 1393, 1404-05,

162 USPQ 541, 550-51 (CCPA 1969). Appel I ants further argue
that since Ogino does not disclose the specific conbination of
dye groups required by the clainmed invention, Qgi no cannot

make the presently clained invention prima facie obvious.

However, even assum ng that QOgi no did not expressly disclose
that two or nore dye conpounds fromhis formula (1) dyes could

be conbined in his invention, it would have been prim facie

obvi ous to conbine the dyes in the manner cl ai med by
appellants (i.e., the conbination of dyes of formula group |

group [A], and group [B]) because it is prim facie obvious to

conbi ne two or nore components or two or nore conpositions
each of which is taught by the prior art to be individually
useful for the same purpose to forma third conposition which

is to be used for the very sanme purpose. In re Susi, 440 F.2d
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442, 445, 169 USPQ 423, 426 (CCPA 1971). In this regard,
Qgi no' s exanpl es descri be the individual use of dyes falling
within the classes of dyes required by the appeal ed cl ai ns.
See, e.g., gino's exanple 1 dye, at page 8, which is a group
[A] dye; Qgino's exanple 2 dye, at page 9, which is a fornula
| dye; and Ogino's exanple 4, at page 13, which is a group [ B]
dye. Moreover, respecting appellants' characterization of
Qgino as a prior art reference which is no nore than a
"dictionary" of dye chem cals, the exam ner accurately points
out in her answer at page 7 that such a prior art "dictionary"
islimted to those dye chem cals which have utility in
form ng heat and hum dity resistant polarizing filns.
Mor eover, the exam ner specifically found that "all of said
dyes in said dictionary are clained by the current applicants
for the same utility as disclosed and clainmed in the
reference.” This factual finding of the exam ner has not been
contested by appellants and appears accurate, at least with
respect to appellants' clained dyes as represented by their
formula (1) dyes; the group [A] dyes; and the group [ B]
trisazo dyes.

In light of the foregoing, we agree wth the exam ner
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that the disclosures of Ogino establish a prinma facie case of

obvi ousness for the subject matter defined by appeal ed cl aim
13. W recognize that appellants have asked for separate
consi deration of each of the dependent clains on appeal. W
have revi ewed the subject matter defined by these cl ains.
However, we agree with the examner's inplicit conclusion that

such subject matter woul d have been prima facie obvious in

view of the teachings of Ogino. |In this regard, appellants
dependent clains sinply define features that are either

expressly disclosed in OQgino or at |least prinma facie obvious

fromthe disclosures of this reference. For exanple,
dependent claim2 sinply defines appellants' disazo dye
represented by appellants' formula (1) as a copper conpl ex
salt. Not only does Ogino indicate that his netal -containing
dyes represented by his forrmula (1) include netal selected
from copper, Ogino shows numerous exanpl es of these copper
dyes. See the dyes represented by the structural fornula
nunbers 1 through 8 at pages 10 and 11 of Qgino. Respecting
dependent claim4 which calls for the conbination of one kind
of disazo dye represented by appellants' formula (1) and two
ki nds of dyes selected fromappellants' group [C], we again
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observe that Qgino indicates that any organic dye may be used
in conbination with his fornula (1) dyes for the purpose of
correcting the hue and inproving the polarizing activity.
Thus the use of conbined organic dyes in conbination with

Qgino's formula (1) dye conpound woul d have been prina facie

obvi ous under the legal theory set forth in In re Susi, supra.

Appel  ants argue that evidence of unexpected results is

of record which rebuts the prim facie case of obvi ousness

established by the applied prior art. 1In this regard,
appellants refer to the conparative exanple 1 in the
specification at pages 27 and 28 in the conparative exanpl es
set forth in the declaration of record. Respecting this

evi dence, we agree with the examner that it is insufficient

to rebut the prima facie case of obviousness. |In submtting

evi dence to establish unobvious results, it is appellants’
burden to indicate how the exanples asserted to represent the
claimed invention are considered to relate to the exanpl es
intended to represent the prior art, and particularly to

i ndicate how the prior art exanples represent the cl osest
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prior art.* Moreover, such evidence relied upon nust be
reasonably commensurate in scope to the subject matter

clained. See Ex parte Celles,

22 USPQ2d 1318, 1319 (Bd. of Pat. App. & Int. 1992) and cases
cited therein. It is our view, as it was the view of the
exam ner, that appellants have failed to neet their |egal
burden in the above respects. First of all, with respect to
the exanples said to represent the clained invention, Table 1
at page 29 of the specification illustrates seven exanpl es
apparently within the scope of the clainmed invention. The
appeal ed cl ai s, however, are nmuch broader in scope, covering
t housands of dye conbinations with no restriction on the
relative amounts of the individual dyes. Thus, it is not
apparent to us, and appellants have not attenpted to
establish, that there is an adequate basis for reasonably
concluding that the great nunber and variety of dye

conbi nations included by the clains, would behave in the sane

manner as the tested dye conbinations. As we stated earlier,

Y This principle is particularly applicable in the present
appeal , since co-applicant Kazuya Qgino is a co-inventor of
the applied prior art Ogino reference.
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we have not construed appellants' clains as inherently limted
to polarizing filnms having all the characteristics and
properties attributed to them by appellants. Wth respect to
t he conparison set forth in the declaration of record, the
exam ner correctly points out that the dye "reci pes" conpared
are not the dye "recipes" suggested by the primary reference.
In this regard, the conparative showi ngs in the declaration
all involve conparisons of various organic dyes with other
known di rect dyes which are not even identified or described
by their chemcal forrmula. |In contrast, Ogino describes the
i ndi vidual use of dyes falling within appellants’' al koxi de
di sazo dyes represented by the clainmed formula (1) (See dyes 1
t hrough 8 at pages 10 and 11 of QOgino); dyes falling within
appel l ants' group [A] disazo dyes (See dyes 9 through 14, 20
and 21 of Qgino at pages 11 and 12; and dyes falling within
appel lants' group [B] triazo dyes (See dyes 1 through 29 at
pages 15 through 20 of Qgino).

Upon consi deration anew of the evidence of obvi ousness
relied upon by the exam ner, and wei ghi ng such evi dence of
obvi ousness agai nst the evidence of nonobvi ousness relied upon
by appellants, it is our judgenent that the evidence of
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obvi ousness outwei ghs the evidence of nonobvi ousness. W,
therefore, agree with the exam ner's concl usion that one
having ordinary skill in this art would have found the clained
invention as a whol e obvious within the neaning of 35 U S.C §
103.

The decision of the exam ner is affirned.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED
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