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The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Ex parte BARBARA ROSS BERLIN and DAVID W BERLIN

Appeal No. 1997-1436
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ON BRI EF?

Bef ore CALVERT, MElI STER, and NASE, Administrative Patent Judges.
NASE, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 13 and 14, which are all of the clains

pending in this application.?

! Application for patent filed April 10, 1995.

2. On June 1, 1999, the appellants filed a request (Paper
No. 21) to cancel the oral hearing scheduled for June 7, 1999.
Such request has been granted.

®  Cains 13 and 14 were anended subsequent to the fina
rejection. While the exam ner has approved entry of the
(continued. . .)
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W REVERSE

3C...continued)
anmendnent (Paper No. 8, filed February 6, 1996), we note that
thi s anendnent has not been clerically entered.
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BACKGROUND

The appel lants' invention relates to the conbination of a
stuffed doll and an audi o device. An understanding of the
i nvention can be derived froma reading of exenplary claim 13,

whi ch appears in the appendi x to the appellants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Hal | Vandi s 4,710, 145 Dec. 1,
1987

Koguchi et al. (Koguchi) 4,913,676 Apr
3, 1990

St one 5, 059, 149 Cct. 22,
1991

Claim 13 stands rejected under 35 U.S.C. § 103 as being

unpat ent abl e over Hall Vandis in view of Koguchi

Claim 14 stands rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Hall Vandis in view of Koguchi as applied to

claim 13, and further in view of Stone.
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper
No. 14, mailed June 27, 1996) and response to reply brief
(Paper No. 16, nmiled Septenber 27, 1996) for the exam ner's
conpl ete reasoning in support of the rejections, and to the
appel l ants' brief (Paper No. 13, filed May 6, 1996) and
response to examner's answer (i.e., reply brief) (Paper No.
15, filed August 27, 1996) for the appellants' argunents

t her eagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. Upon evaluation of all the evidence before us, it
I's our conclusion that the evidence adduced by the examner is

insufficient to establish a prima facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll

not sustain the examner's rejection of clains 13 and 14 under



Appeal No. 1997-1436 Page 5
Application No. 08/419, 174

35 U.S.C. 8 103. Qur reasoning for this determnation

fol |l ows.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See In re R jckaert, 9 F.3d 1531, 1532, 28

UsSPQ2d 1955, 1956 (Fed. Cir. 1993). A prinma facie case of

obvi ousness i s established by presenting evidence that woul d
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clained

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cr. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

Wth respect to the rejection of claim13, the exam ner
determ ned (answer, p. 4) that

[i]t woul d have been obvious to one of ordinary skill in
the art to have provided a Hall Vandis doll with the
function of sound activated recordi ng, as taught by
Koguchi, in order to create an eavesdroppi ng device to
nonitor child or other peoples' private word and acti ons.
The controls disclosed by Hall Vandis can easily be

nodi fied and control of such an additional function for
the sane el ectronic assenbly woul d have been well within
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the skill of one of ordinary skill and would not have
requi red undue experinmentation to achieve.

These sane determ nations are incorporated by the examner in

the rejection of claim14 (answer, p. 4).

The appel |l ants argue (brief, pp. 6-9, and reply brief,
pp. 1-4) that the conbination of Hall Vandis and Koguchi woul d
not produce the subject nmatter of clains 13 and 14. W agree

for the reasons set forth bel ow

On page 3 of the answer, the exam ner set forth the

follow ng factual inquiries from G ahamyv. John Deere Co.

383 U.S. 1, 148 USPQ 459 (1966), that are to be applied for
establ i shing a background for determ ni ng obvi ousness under

35 U S.C 8§ 103:

1. Det erm ning the scope and contents of the prior art.

2. Ascertaining the differences between the prior art
and the clains at issue.

3. Resol ving the level of ordinary skill in the

pertinent art.

Whil e the exam ner did broadly determ ne the scope and content

of Hall Vandi s and Koguchi, the exam ner did not ascertain the
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di fferences between Hall Vandis and claim 13. Accordingly, we

will do so.

Hal | Vandi s di scloses a therapeutic doll figure having a
doll body with at |east a head section 10 and a torso section
12. Hall Vandis teaches that a transport, such as a tape
transport 50, with a recordable nedium such as a tape
cassette, is located within the doll body and is capabl e of
havi ng a nessage recorded thereon and whi ch nessage may al so
be reproduced therefrom A speaker 80 is |ocated within the
dol| for generating the reproduced nmessage. A nicrophone 82
can be | ocated on the doll and connected to the tape transport
for recording a nessage on the tape cassette. Further, a
manual |y actuated on-off switch 66, a record switch 84 and a
play switch 86 are provided for the tape transport. Hal
Vandi s further discloses that the tape transport 50 including
the associated electrical circuitry 64 can be conveniently
nmounted wthin a rectangul arly shaped casing 70
| ocated within the torso section 12 of the doll body toward
the rearward portion thereof. Hall Vandis al so teaches that

the tape transport 50 including the circuitry 64 can be
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conveni ently powered by conventional batteries 74, such as
Ccell 1.5 volt batteries, |located wthin another

rectangul arly shaped

conpartnent or casing 76 forned in the torso section 12 of the

dol| body near the rearward portion thereof.

Based on our analysis and review of Hall Vandis and claim
13, it is our opinion that the only difference is the
limtation that the audi o device include "a sound activated
switch connecting said source of power and said first neans."”
In that regard, the remaining limtations of claim13 are
readabl e on Hall Vandis' doll figure as follows:
The conbination of a stuffed doll having an exterior covering
and an interior space (Hall Vandis' doll figure and casing
70), and an audi o device (Hall Vandis' tape transport 50,
etc.) conprising, an audi o device nounted within said interior
space (Hall Vandis' tape transport 50 is nounted within casing
70), said audio device conprising a first nmeans to record
sounds (Hall Vandis' record switch 84 and m crophone 82), a

second neans to
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pl ay al oud those sounds recorded by said first neans (Hal
Vandis' play switch 86 and speaker 80), said first neans

i ncludi ng neans for receiving data for playing sounds al oud on
sai d second neans (Hall Vandis' tape transport 50 plays
previously recorded tape cassettes), said audi o device

i ncluding a source of power (Hall Vandis' batteries 74), and
sai d audi o device having a master control sw tch having
operative and inoperative positions (Hall Vandis' on-off
switch 66) to selectively control said first and second neans,
wher eby sounds recorded by said first neans wll be played
al oud only when said master control switch is manually noved
to said operative position (sounds recorded by Hall Vandis'
tape transport 50 through m crophone 82 can only be played

t hrough speaker 80 when the on-off switch 66 is nmanually noved

to the on position).

Koguchi di scl oses a noving aninmal toy 1 wherein when a
notor 22 is started upper and | ower beaks 4 are pivoted up and
down sinultaneously to widely open and cl ose the beaks, and at

t he
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same time a head 3 is slowy rotated, twi sting the head

si deways. \Wen a voice is uttered against the toy, it is
recei ved through a m crophone 135 by a voice recordi ng and
repr oduci ng device 134 contained on printed circuit board 133
and after a specified recording tine el apses, the voice is
reproduced by a speaker 138.

Koguchi teaches (colum 7, lines 40-68) that when a
switch knob 19 is turned fromthe off position to the on
position, a switch mechanismis turned on, however, with no
voi ce entered to the m crophone 135, the voice recording and
reproduci ng device 134 prevents the notor 22 from bei ng
energi zed and the notor is in a standby condition. Wen a
voi ce higher than a specified level is uttered toward the toy
1, it enters the m crophone 135 and is recorded in the voice
recording circuit for a preset recording tinme of, say, severa
seconds. As the preset recording tinme is up, the voice
recording circuit is stopped and the voice reproducing circuit
Is energized. At the sanme tine the notor 22 is also started
by the notor control circuit. The voice reproduced by the
voi ce reproducing circuit is generated through the speaker 138

at the abdom nal portion of the toy 1. The voice or sound is
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reproduced by the speaker 138 for the sane length of tine that
it was recorded. Then when the voice reproduction is
finished, the voice recording circuit inhibits input of any
voi ce from m crophone 135 until the notor 22 conmes to a
conplete stop in order to prevent erroneous operations.

Several seconds after

the notor 22 has stopped, the m crophone 135 returns to the

standby node for receiving a voice.

From t he teachi ngs of Koguchi, we conclude that Koguch
woul d not have suggested providing Hall Vandis with a sound
activated swtch connecting Hall Vandis' batteries (i.e., the
source of power) and Hall Vandis' recording neans (i.e., the
first neans). W reach this conclusion based upon the failure
of Koguchi to teach or suggest a sound activated switch

connecting his batteries and his recordi ng neans.

The exam ner's determnation that the limtation that the

audi o device include "a sound activated switch connecting said
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source of power and said first means” woul d have been
suggested by (1) Koguchi's recording circuit which is
activated when the switch knob 19 is in the on position and
when a voice higher than a specified level is uttered toward
the toy 1, and (2) the ability of one of ordinary skill to
have nodified the controls disclosed by Hall Vandis to contro
an additional function is not supported by evidence. Evidence
of a suggestion, teaching, or notivation to nodify a reference
may flow fromthe prior art references thenselves, the

know edge of one of ordinary skill in the art, or, in sone
cases, fromthe nature of the problemto be solved, see

Pro-Mold & Tool Co. v. Geat lLakes Plastics, Inc., 75 F.3d

1568, 1573, 37 USPRd 1626, 1630 (Fed. Cir. 1996),

Para- O di nance Mqg. v. SGS Inports Intern., Inc., 73 F.3d

1085, 1088, 37 USPQRd 1237, 1240 (Fed. Cir. 1995), although

"the suggestion nore often cones fromthe teachings of the

pertinent references,” In re Rouffet, 149 F.3d 1350, 1355, 47

USPQ2d 1453, 1456 (Fed. Cir. 1998). The range of sources
avai |l abl e, however, does not dimnish the requirenent for
actual evidence. That is, the showi ng nust be clear and

particular. See, e.g., CR Bard, Inc. v. M3 Sys., Inc., 157
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F.3d 1340, 1352, 48 USP@@d 1225, 1232 (Fed. Cir. 1998). A
broad concl usory statenent regardi ng the obvi ousness of
nodi fying a reference, standing alone, is not "evidence."

E.q., McElnurry v. Arkansas Power & Light Co., 995 F.2d 1576,

1578, 27 USPQ2d 1129, 1131 (Fed. Cir. 1993); ln re Sichert,

566 F.2d 1154, 1164, 196 USPQ 209, 217 (CCPA 1977).

For the reasons set forth above the exam ner has not
established that it woul d have been obvious to provide Hal
Vandi s' doll figure with "a sound activated switch connecting
said source of power and said first nmeans” as set forth in
claims 13 and 14. Accordingly, the decision of the exam ner

toreject clains 13 and 14 under 35 U.S.C. § 103 is reversed.

CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject

clains 13 and 14 under 35 U.S.C. 8 103 is reversed.
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REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

| AN A. CALVERT )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JAMES M ©MEI STER ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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