TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 20

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 1997-1247
Application 08/484, 196

ON BRI EF

Bef ore THOVAS, BARRETT, and LALL, Adm nistrative Patent
Judges.

LALL, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clainms 25
to 34, all the other clains having been cancel ed.

The di scl osed invention pertains to an integrated circuit
with rows and colums of fl oating-gate programmabl e nenory
cells having slot trench isolation structures anong the nenory
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cel | s.

The trenches are dielectric filled and are segnented. The
invention is further illustrated bel ow by clai m 25.

25. A programmabl e nenory device having a nenory array
formed in a sem conductor body including a plurality of nmenory
cells arranged into rows and col ums conpri si ng:

a plurality of parallel and spaced apart slot trenches,
said slot trenches formed i n sequences between said col umms,
said slot trenches |located at the crossings of diagonals with
respect to said rows and columms, each of said slot trenches
ext endi ng bel ow said surface of said sem conductor body
bet ween sai d col ums;

a plurality of floating gates formed on a surfce (sic) of
sai d sem conductor body but separated from said surface of
sai d sem conductor body by a gate dielectric, said floating
gat es positioned between said slot trenches;

a plurality of control gates, each of said control gates
extendi ng over at |east one of said floating gates and a
portion of said slot trenches, said control gates running
perepndi cular (sic) to said slot trenches and parallel of each
ot her, exactly two of said control gates running over each of
said slot trenches away fromthe periphery of the array of
said rows and colums of nenory cells; and

a plurality of source/drain regions fornmed in said
sem conduct or body between said control gates and between said
sl ot trenches.

The references relied on by the Exam ner are:

GIl et al. (GI1) 5, 045, 489 Sep. 3, 1991
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Japanese Publi shed Pat ent Applications

Sei ya 61- 184883 Aug. 18, 1986
Koyanma 62- 84550 Apr. 18, 1987

Clains 25 to 34 stand rejected under 35 U S.C. § 112,
second paragraph. Cdains 25 to 31 and 34 stand rejected under
35 U.S.C. §8 103 over Koyanm, and clains 32 and 33 over Koyamm,
Gl and Seiya.

Reference is made to Appellant’s brief and the Exam ner's
answer for their respective positions.

OPI NI ON

We have considered the record before us, and we wl|
reverse the rejection of clains 25 to 34 under 35 U.S.C. §
112, second paragraph. W will also reverse both rejections
under 35 U.S.C. § 103.

At the outset, we note that Appellant has elected [brief,
page 2] clainms 25 to 33 and 34 as group I, and claim 34 as
group Il. W will take both the groups together for the
section 112 rejection first and treat the two groups

separately for the section 103 rejections.
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Rejection under 35 U S.C. § 112

The second paragraph of 35 U.S.C. § 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In making this determ nation, the definiteness of the |anguage
enpl oyed in the clains nust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
by one possessing the ordinary |evel of skill in the pertinent
art. 1d.

The Exami ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
8§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision, not whether
nore suitable | anguage or nodes of expression are avail abl e.
Sone |atitude in the manner of expression and the aptness of
terms is permtted even though the claimlanguage is not as
preci se as the Exam ner m ght desire. |If the scope of the

i nvention sought to be
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pat ent ed cannot be determ ned fromthe | anguage of the clains
with a reasonabl e degree of certainty, a rejection of the
clainms under 35 U . S.C. § 112, second paragraph, is
appropri at e.

In the instant case, the Exam ner points to the “the
crossi ngs” (claim25) aslacking an antecedent basis, and
“perepndi cul ar” (claim25) being not the sane “perpendicul ar”
being argued in the brief. The Exam ner al so asserts [answer,
page 3] that the specification and the draw ngs do not
distinctly illustrate the orientation defined by “exactly two
of said control gates running over each of said slot trenches
away fromthe periphery [of the array of said rows and col ums
of menory cells].” the periphery [of the array of said rows
and colums of nenory cells].”

Appel | ant responds to each of these points on page 4 of
the brief. W agree with Appellant that an artisan woul d have
recogni zed that the word “the” in the phrase “the crossing” is
bei ng used as an article and does not require an antecedent
basis. Simlarly, the word “perepndicular” sinply is a

typographical error. Furthernore, an artisan would have
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understood the recited orientation defined by “exactly two ...
[...cells]” by virtue of the geonetrical characteristics of an
array.

We therefore conclude that the Exam ner’s position does
not pass nuster under the above case |law for the section 112,
second paragraph rejection.

Rej ection under 35 U S.C. § 103

Bef ore we di scuss the two groups of clainms, we note the
general discussion of an obviousness rejection. In rejecting
clainms under 35 U . S.C. § 103, it is incunbent upon the
Exam ner to establish a factual basis to support the | ega

concl usi on of obviousness. See In re Fine, 837 F.2d 1071,

1073, 5 USP@@d 1596, 1598 (Fed. G r. 1988). 1In so doing, the

Exami ner is expected to

make the factual determ nations set forth in Gahamv. John

Deere Co., 383 U S 1, 17, 148 USPQ 459, 467 (1966), and to
provi de a reason why one having ordinary skill in the
pertinent art would have been led to nodify the prior art or

to conbine prior art references to arrive at the cl ai ned
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I nvention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or
know edge generally available to one

having ordinary skill in the art. Uniroyal, Inc. v. Rudkin-

Wley Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed.

Cr.), cert. denied, 488 U S. 825 (1988); Ashland G1l, lnc. V.

Delta Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ

657, 664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986);

ACS Hosp. System ., Inc. v. Mntefiore Hosp., 732 F.2d 1572,

1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These show ngs by
t he exam ner are an
essential part of conplying with the burden of presenting a

pri ma facie case of obvi ousness. Note In Re Cetiker, 977 F.2d

1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992).

Furthernore, the Federal Circuit states that “[the] nere
fact that the prior art may be nodified in the manner
suggested by the Exam ner does not nake the nodification
obvi ous unless the prior art suggested the desirability of the

nmodi fication.”
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In Re Fitch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84

n.14 (Fed. Cr. 1992), citing In Re Gordon, 773 F.2d 900, 902,

221 USPQ 1125, 1127 (Fed. Gr. 1984). “Qoviousness nay not be
est abl i shed using hindsight or in view of the teachings or

suggestions of the inventor.” Para-Ordnance Mg. V. SGS

Inporters Int’l, 73 F.3d 1085, 1087, 37 USPQ@d 1237, 1239

(Fed. Cr. 1995), citing W_Lish. Gore & Assocs., v. Garlock,

Inc., 721 F.2d 1540, 1551, 220 USPQ 303, 311 (Fed. Gr. 1983).

Clains 25 to 33

We consider claim?25 as the representative claim After
review ng the positions of the Exam ner [answer, pages 4 to 6]
and Appellant [brief, page 3], we are convinced that Koyans,
the base reference used for the obviousness rejection, does
not disclose the clainmed limtation of [see figs. 8 and 9 of
the specification for the configuration] “plurality of
paral |l el and spaced apart slot trenches ... located at the

crossings of diagonals with respect to said rows and col ums.”

The trenches in Koyama, 15a and 15b, form a continuous grid-
li ke set of grooves and, in such a configuration, the clained

phrase “slot trenches |ocated at the crossings of diagonals”
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woul d not have any significance or rel evance. W also do not

find how Koyama

coul d suggest the clainmed configuration of the slot trenches.
Therefore, we do not sustain the obviousness rejection of
claim25, and its grouped clains 26 to 31 over Koyansa.

Wth respect to clainms 32 and 33, the Exam ner has added
two other references, GII and Seiya. However, they, singly
or together, do not cure the deficiency noted above. Thus, we
al so do not sustain the obviousness rejection of clains 32 and
33 over Koyama, G Il and Seiya.

daim34

We have eval uated the Exami ner’s position [answer, pages
5 and 6] and Appellant’s argunents [brief, page 3] and
concl ude that claim 34 would not have been obvi ous over
Koyana. W agree with Appellant that Koyama does not disclose
or teach the clainmed limtation of “said trenches being filled
with a dielectric material.” Wereas we agree with the
Exam ner that item 16 (fig. 2a) in Koyama is an insul ator

(dielectric) and can be considered as “filling” the trench 15,
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we can not ignore the fact that the other part of the trench
is in direct contact wth the substrate; see itens 11, 15 and
17 in fig. 2b. The configuration of the latter part of the
trench is thus opposite to the above clained Iimtation.
Therefore, we do not sustain the obviousness rejection of

cl ai m 34 over Koyansa.

I n conclusion, we do not sustain the Exam ner’s
rejections of clains 25 to 34 under 35 U.S.C. § 112, second
par agr aph, and under 35 U. S.C. § 103.

DECI SI ON

The decision of the Examiner rejecting clains 25 to 34

under 35 U.S.C. § 112, second paragraph and under 35 U. S. C
§ 103 is reversed.

REVERSED

JAMVES D. THOVAS )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
LEE E. BARRETT )
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Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

PARSHOTAM S. LALL
Adm ni strative Patent Judge

PSL: pgg

Carlton H. Hoel

Texas I nstrunments | ncorporated
Patent Departnent M S 219

P. O Box 655474

Dal | as, TX 75265
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