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TH S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a | aw journal and
(2) is not binding precedent of the Board.
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ON BRI EF

Bef ore ABRAMS, STAAB and CRAWFORD, Admini strative Patent Judges.

ABRAMS, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe decision of the examner finally

rejecting clains 2, 4, 5, 7-9 and 11-13, which constituted all of

! Application for patent filed May 22, 1995. According to appellants,
this application is a continuation of Application 08/151,804, filed Novenber
15, 1993.



Appeal No. 97-1224
Appl i cation 08/ 445, 866

the clainms remaining of record in the application. Subsequently,
claims 5 and 11 were canceled, leaving clains 2, 4, 7-9, 12 and
13 before us on appeal.

The appellants’ invention is directed to an apparatus for
cutting cardboard bl anks to produce picture nmounts having fram ng
cut outs with beveled interior apertures. The subject matter
before us on appeal is illustrated by reference to claim 13,

whi ch has been reproduced in an appendi x to the Anended Brief on

Appeal .

THE REJECTI ON

Clainms 2, 4, 7-9, 12 and 13 stand rejected under 35 U. S. C
8§ 112, first paragraph, as being based upon a specification which
“does not provide support for the invention as now cl ai ned”
(Answer, page 2). 2

The rejection is explained in the Exam ner's Answer and
Suppl enent al Answer.

The opposing viewpoints of the appellants are set forth in

the Brief and the Reply Brief.

’Rej ections of claim 11l under 35 U.S.C. § 112, second paragraph, and 35
U S.C. § 102(e) becane noot when claim 11 was cancel ed after the fina
rejection.



Appeal No. 97-1224
Appl i cation 08/ 445, 866

OPI NI ON

After consideration of the positions and argunents presented
by both the exam ner and the appellants, we have concl uded t hat
the rejection should not be sustained. Qur reasons for this
deci sion fol |l ow

The appellants’ invention requires that a cutting bl ade nove
in first and second | ongitudinal directions which are transverse
of one another in order to cut out a rectangular opening in a
cardboard bl ank, and that the blade be oblique to the blank to
create a bevel ed edge. The bl ade nust snoothly enter and exit
t he bl ank, and nust be reoriented with respect to the blank in
order to nake the transverse cuts. This rejection is based upon
the examner’s belief that the specification does not enable one
of ordinary skill in the art to nmake and use the invention, in
that no structure is disclosed for performng these two tasks.
According to the examner, “there is no structure set forth for
the bl ade perform ng a penetration novenent obliquely downwardly
into the cardboard and a return or retraction novenent,” or for
“raising the blade and reorienting the knife at a new oblique

angle to performa transverse cut” (Answer, pages 2 and 3).
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The appel l ants’ argunment which we find to be dispositive of
the issue of enablenent is that providing structures for
acconplishing these tasks woul d have been within the skill of the
artisan, w thout undue experinentation, and therefore the
enabl enment rejection is not well taken. The appellants have
provi ded evi dence in support of this position in the form of
several patents.

It is well established case law that the test regarding the
enabl enment requirement of 35 U.S.C. § 112, first paragraph, is
whet her the disclosure, as filed, is sufficiently conplete as to
enabl e one of ordinary skill in the art to make and use the
claimed i nvention w thout undue experinentation. See Atlas
Powder Co. v. E.I. du Pont de Nemours & Co., 750 F.2d 1569, 1576,
224 USPQ 409, 413 (Fed. Cir. 1984). 1In the present case, we
appreciate the examner’s disconfiture over the |lack of infor-
mation and illustration regarding the two features to which
obj ection was taken. However, we share the appellants’ opinion
that the level of skill inthis art is such that one of ordinary
skill in the art would have been able, w thout undue experi -

mentation, to fashion nechani snms which would permt the blade
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to enter and exit the blank in a suitable manner, and provide for
reorienting the blade with respect to the blank so that second
cuts transverse to the first cuts could be acconplished. This
conclusion is supported by evidence in the formof the patent to
Mood (cutting blade entry and exit) and to Schnetzer (rotatable
cutting bl ades), which were noted by the appellants. As our
reviewi ng court nade clear in In re Gaubert, 524 F.2d 1222, 1226,
187 USPQ 664, 667 (CCPA 1975), citing Mrtin v. Johnson, 454 F. 2d
746, 172 USPQ 391 (CCPA 1972),

[e] nablenent is the criterion, and every detail need

not be set forth in the witten specification if the

skill in the art is such that the disclosure enables

one to nmake the invention.

It would appear that the examner’s basis for the rejection
is premised on the m staken belief that only material set forth
in the appellants’ disclosure is available to denonstrate

enabl ement. As the case | aw cited above indicates, that belief

isin error.
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The deci sion of the exam ner is reversed.

REVERSED

NEAL E. ABRAMS )

Adm ni strative Patent Judge )
)
)

LAWRENCE J. STAAB ) BOARD OF PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)

MURRI EL E. CRAWFCORD )

Adm ni strative Patent Judge )
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