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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe final rejection of clains 1-18 and 31-40. The
appellants filed an anendnent after final rejection on

February 6, 1996, which was denied entry. W affirmin-part.

! The application, now entitled “Tool Set for Navigating
Through an El ectronic Book,” was filed Novenber 3, 1993.
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BACKGROUND

The invention at issue in this appeal relates to personal
digital assistants (PDAs). A user can store “electronic
books,” e.g., lists of telephone nunbers, in a PDA. The
invention hel ps a user “navigate” through such a book. Mre
specifically, it allows himto determ ne where he is | ocated
wi thin the book, what other material is available in the book,

and how to get to other |ocations in the book.

Claim 1, which is representative for our purposes,

foll ows:

1. A net hod of controlling the display of an electronic
book on a display screen of a hand-held styl us-based conputer
havi ng a processor connected to the display screen, a nenory
connected to the processor, one or nore buttons, and a styl us,
t he net hod conpri si ng:

openi ng a book package which contains the el ectronic book
and which resides, at least in part, in the nenory of the
conput er;

di splaying a view of a current page of the electronic
book on the display screen, the view including at |east one
navi gati on button;

di spl aying a navigation dialog box on the display screen
when the navigation button is selected by interaction of the
stylus with the display screen, the navigation dialog box
having at | east a bookmark button and a return to nmenu button;
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pl aci ng a bookmark at a presel ected page when the
bookmark button is selected by interaction of the stylus with
t he display screen; and

di splaying a nenu page in the el ectronic book when the
return to nenu button is selected by interaction of the stylus
with the display screen, the nmenu page listing one or nore
destinations within the el ectronic book which can be reached
by selecting a correspondi ng destination fromthe nmenu page.

The references relied on by the patent exam ner in

rejecting the clains foll ow

capps 5,367, 453 Nov. 22, 1994
(filed Aug. 2, 1993)

Marcelle M Soviero (Soviero), "Your Wrld According to
Newt on,"” _  Popul ar Science, Sept., 1992, 45-49.

Sl ate Corp., PenBook™brochure, approximtely 1991.°?

Clains 1-18 and 31-40 stand rejected under 35 U S. C
§ 103 as obvi ous over Capps, Soviero, and Slate. (Exam ner’s
Answer at 3.) Rather than repeat the argunents of the
appel lants or examner in toto, we refer to the appeal and
reply briefs and the exam ner’s answer for the respective

detail s thereof.

2 See Information Disclosure Statenent of Novenber 3,
1993.
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OPI NI ON
In reaching our decision in this appeal, we considered
the subject matter on appeal and the rejections and evi dence
advanced by the exam ner. W also considered the appellants’
and exam ner’s argunents. After considering the record before
us, it is our viewthat the evidence and level of skill in the

art woul d
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not have suggested to one of ordinary skill in the art the
invention of clainms 1-18, 32-34, and 39-40 but woul d have
suggested the invention of clainms 31 and 35-38. Accordingly,

we affirmin-part.

We begin our consideration of the obviousness of the
clains by finding the references to represent the | evel of

ordinary skill in the art. See In re GPAC Inc., 57 F.3d 1573,

1579, 35 USPQ2d 1116, 1121 (Fed. Cr. 1995) (finding the Board
did not err in concluding the level of ordinary skill in the
art was best determ ned by the references of record); In re
Celrich, 579 F.2d 86, 91, 198 USPQ 210, 214 (CCPA 1978)
("[T] he PTO usual ly nust evaluate ... the level of ordinary
skill solely on the cold words of the literature.”). O
course, every patent application and reference relies to sone
extent upon know edge of persons skilled in the art to

conpl enent that which is disclosed therein. 1n re Bode, 550

F.2d 656, 660, 193 USPQ 12, 16 (CCPA 1977). Persons skilled
in the art nust be presunmed to know sonet hi ng about the art

apart fromwhat the references disclose. 1n re Jacoby, 309

F.2d 513, 516, 135 USPQ 317, 319 (CCPA 1962).
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We next recall that in rejecting clains under 35 U. S. C.
8 103, the patent exam ner bears the initial burden of

establishing a prima facie case of obviousness. A prinma facie

case is established when the teachings fromthe prior art
itself woul d appear to have suggested the cl ai ned subj ect
matter to a person of ordinary skill in the art. |If the

examner fails to establish a prima facie case, an obvi ousness

rejection is inproper and will be overturned. |[n re
Rijckaert, 9 F.3d 1531, 1532, 28 USPQ@d 1955, 1956 (Fed. G r
1993). Wth this in mnd, we analyze the exam ner’s

rejections.

Rejection of dains 1-13 and 39

Regar di ng i ndependent claim 1, the exam ner notes Capps
t eaches a pen-based conputer system conprising a CPU ROM
RAM mass storage, display, and button area. (Exam ner’s
Answer at 3.) He admts Capps does not teach a return to nenu
button. (ld. at 4.) Based on Soviero’s depiction of a nenu
button and the exam ner’s assertion that a table of contents
is inherent to a book, the exam ner concludes it would have

been obvious to design a return to nmenu button in Capps so
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that a user can sanple various topics included in the

el ectronic book in any desired order. (ld.) 1In response, the
appel l ants argue that none of the references suggest

di splaying a nmenu button in a navigation dialog box together
with a bookmark button. They urge that although Soviero
teaches a nenu button, nothing in the reference suggests that
actuating the button will display a page listing book

destinations. (Appeal Br. at 11.)

We find that the references would not have suggested the
steps of displaying a navigation dialog box and di spl ayi ng a
menu page of claiml1. The claimrecites in pertinent part the
steps of “displaying a navigation dialog box ... having at
| east a bookmark button and a return to nenu button; ...” and
“di splaying a nenu page in the el ectronic book when the return
to menu button is selected ..., the menu page listing one or
nore destinations within the el ectronic book which can be
reached by selecting a corresponding destination fromthe nenu

page.” (Appeal Br. at 16.)
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Soviero primarily describes Apple Conputer’s Newton PDA
The reference briefly predicts that Sharp’s OZ-9600 el ectronic
organi zer would be forthcom ng. Regarding the QZ-9600,
Soviero depicts a “MENU’ button on the organizer’'s screen. P
48. The reference offers no description of the function of

t he button.

Sl at e di scl oses PenBook™software. According to the
reference, PenBook™is el ectronic book software that behaves
i ke a paper book while using the power of high performance
conputers. P. 1. Slate notes the software permts a user to
create bookmarks, which et him®“zip” to frequently-used
sections of a docunent. P. 2. The reference depicts a nenu

bar, which includes a “Bookmark” command. P. 3.

Conmpari son of the claimlanguage to the references’
t eachi ngs evi dences the references woul d not have suggested
the clai ned di splaying of a navigation dialog box. The
claimed navigation dialog box features a bookmark button and
a return to nenu button. Capps teaches neither a navigation

di al og box, bookmark button, nor return to nenu button.
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Al t hough Sovi ero teaches a MENU button, it does not acconpany
the button with a bookmark button or place it in a navigation
dialog box. In contrast, the MENU button stands-al one.

Al t hough Sl ate teaches the “Bookmark” comrand, it does not

acconpany the command with a return to nmenu button.

Conparison of the claimlanguage to the references’

t eachi ngs al so evi dences the references woul d not have
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suggested the clained displaying of a nenu page. The cl ai ned
menu page i s displayed when the return to nenu button is
selected. As aforenentioned, neither Capps nor Slate teaches
a return to nenu button. Although Soviero teaches a MENU
button, it is unclear what contents are displayed when the
button is selected. Thus, it is uncertain whether it perforns
the function of the clained return to nmenu button. For the
foregoi ng reasons, the exam ner failed to show the references
woul d have suggested di splaying a navigation dialog box or

di splaying a nmenu page as in independent claiml and its
dependent clains 2-13 and 39. Accordingly, we find the
examner’s rejection of these clains does not anbunt to a

prima facie case of obvi ousness. Because the exam ner has not

established a prima facie case, the rejection of clains 1-13

and 39 is inproper. Therefore, we reverse the rejection of

the clains 1-13 and 39 under 35 U.S.C. § 103.

Rejection of dains 14-18 and 40

Regar di ng i ndependent claim 14, the exam ner nekes a
bl anket obvi ousness rejection. Caim1l4 is rejected “per the

rationale of clainms 1-3 as it applies to nenus.” (Exam ner’s
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Answer at 6.) The rejection |acks analysis. The exam ner

fails to map the
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claimlanguage to the disclosures of Capps, Soviero, or Slate.
Their is no indication of what |anguage is m ssing fromany of
the references. In addition, the exam ner omts an

expl anation of the proposed conbination of the references or
why one of ordinary skill in the art would have been notivated
to formthe conmbination. In response the appellants observe

t he di scussions regarding nenus in the cited art describe, at
best, basic features unrelated to the suite of navigation

features of the clainmed invention. (Appeal Br. at 14.)

W find the references woul d not have suggested the step
of displaying a browser of claim14. The claimrecites in
pertinent part the steps of “displaying a browser ..., the
browser listing a plurality of subjects contained in the book,
the browser also indicating in which of said subjects the

current page resides ....” (Appeal Br. at 18.)

Conmpari son of the claimlanguage to the references’
t eachi ngs evi dences the references woul d not have suggested
the clained displaying a browser. The clained browser

features an indicator 276, which shows where a user is
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| ocated with respect to subjects in an el ectronic book.

(Spec. at 15.) Neither Capps, Soviero, nor Slate suggests
such an indicator. For the foregoing reasons, the exam ner
failed to show the references woul d have suggest ed di spl ayi ng
a browser as in independent claim14 and its dependent cl ains
15-18 and 40. Accordingly, we find the exam ner’s rejection

of these clainms does not anpbunt to a prinma facie case of

obvi ousness. Because the exam ner has not established a prina
facie case, the rejection of clains 14-18 and 40 is i nproper.
Therefore, we reverse the rejection of clains 14-18 and 40

under 35 U.S.C. 8§ 103.

Rejection of Cains 31 and 35-38

We begin our consideration of the obviousness of clains
31 and 35-38 by recalling that during patent exam nati on,
pendi ng cl ai ms must be given their broadest reasonable
interpretation. Limtations fromthe specification are not to

be read into the clains. In re Van Geuns, 988 F.2d 1181,

1184, 26 USPQR2d 1057, 1059 (Fed. Cir. 1993); In re Prater, 415

F.2d 1393, 1404, 162 USPQ 541, 550 (CCPA 1969). Wth this in

m nd, we address the appellants’ argunents.
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Regardi ng claim 31, the appellants generally argue that
Capps, Soviero, and Slate fail to suggest the sixth and

sevent h
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elenments (i.e., the last two elenents) of the invention.
(Appeal Br. at 9-11). Admtting that Slate teaches the
creation of bookmarks and the use of a pull-down nenu entitled
Booknmar ks, they specifically argue Slate does not have a

navi gation button for displaying a navigation dial og box.

(Appeal Br. at 10.)

Gving claim3l its broadest reasonable interpretation
we find the clainmed invention does not define over the
ref erences. The references woul d have suggested the claims
sixth and seventh el enents. These suggestions will be

addressed seriatim

The sixth elenment of claim 31 specifies “neans for
mar ki ng one or nore of the pages in the book by interaction of
the stylus with the display screen, those pages that have been
mar ked havi ng associ at ed bookmark buttons di splayed in a
navi gati on di al og box appearing on the display neans when a
navi gation button is selected ....” (Arendnent A at 6.) The
appellants admt Slate allows users to place bookmarks at

vari ous pages in an electronic book. (Appeal Br. at 6.) The
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reference’s creation of bookmarks woul d have suggested the
cl ai mred “means for marking one or nore of the pages in the
book by interaction of the stylus with the display screen,

" Once created, Slate’'s bookmarks permt a user to tap a

stylus to “zip” to frequently-used sections of a docunent.

P. 2.

A user accesses the bookmarks through a pull-down nenu.
P. 3. The pull-down nenu woul d have suggested “those pages
t hat have been marked havi ng associ at ed bookmark buttons
di spl ayed in a navigation dialog box appearing on the display
means when a navigation button is selected ....” One of
ordinary skill in the art would have understood the pull-down
menu nmust contain an icon or nane of each bookmark wi th which
the user can interact to “zip” to the section marked by the
bookmar k. The icon or nane woul d have suggested a bookmark
button. One al so would have understood the pull-down nenu
appears when a user select the “Bookmarks” conmmand.® The

command woul d have suggested the navigation button.

3 This understanding is reflected in the operation of the
bookmarks in the well known and Netscape web browser.
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The seventh el enent of claim 31 specifies “navigation
means for changing the current page to a marked page and
di splaying it when a bookmark button associated with the
mar ked page is selected fromthe navigation dialog box by
interaction of the stylus with the display screen.”
(Amendnment A at 6.) As aforenentioned, Slate s bookmarks
permt a user to tap a stylus to “zip” to marked sections.
One of ordinary skill in the art would have understood that
when a user “zips” to a marked section, the current page is
changed to the marked page. Therefore, we find the references

di scl ose the sixth and seventh el ements of claim 31.

Regardi ng claim 35, the appellants observe the
di scussions regarding nmenus in the cited art describe, at
best, basic features unrelated to the suite of navigation
features of the clainmed invention. (Appeal Br. at 14.) This
assertion is irrelevant. Gving the claimits broadest
reasonabl e interpretation, we find that the clainmed invention

does not define over the references.

The claimspecifies a browser as foll ows:
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a browser represented by a browser w ndow di spl ayed

on the display neans, the browser window listing a

plurality of subjects describing sections of the

contents of the electronic book, wherein the first

page of a section described by a subject is selected

when that subject is selected fromthe browser

Wi ndow. (Amendnment A at 7.)

The references woul d have suggested the cl ai ned browser.
Soviero’s notepad screen is a browser window for the entire
contents of its PDA, i.e., the PDA's electronic book. A
plurality of subjects, e.g., Wo, Wiat, and Wen, are listed
pictorially (i.e., by icons) along the bottom of the w ndow.
Who descri bes an address book; What describes a to-do |ist;
and When describes a calendar. Wen one of the subjects is
selected fromthe widow, the first page of the section
described by the subject is selected. For exanple, pressing
“Who” takes a user to the first page of the address book. P
46. One of ordinary skill in the art woul d have understood
t he dedi cated function buttons 64 of Capps to operate in the

sane manner. Therefore, we find the references woul d have

suggested the browser of claim 35.
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Regarding claim 36, giving the claimits broadest
reasonabl e interpretation, we find the clainmed invention does
not define over the references. The claimspecifies in
pertinent part “neans for displaying on said display neans
handwitten notes marked on the display neans with said

stylus.” (Anendnent A at 7.)

The references woul d have suggested the neans for

di splaying handwitten notes. Capps recogni zes an “ink
object” entered into a PDA. The object is a note handwitten
with a stylus. The PDA preferably displays the handwitten
note. Col. 7, Il. 39-46. Soviero simlarly displays
handwitten notes, e.g., “Cean this up ...,” “Schedule This

.7 P. 46. Slate features a “Mark-up” node wherein a user
can add notes in his owm handwiting. P. 2. Therefore, we
find the references woul d have suggested the nmeans for

di spl ayi ng handwitten notes of claim 36.

Regarding claim 37, giving the claimit broadest
reasonabl e interpretation, we find that the clainmed invention

does not define over the references. The claimspecifies in
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pertinent part a “handwiting recogni zer for recognizing and
converting handwiting on the display screen into at | east one

predetermned format.” (Amendnent A at 7.)

The references woul d have suggested the handwiting
recogni zer. As aforenentioned, Capps recognizes a handwitten
words entered into a PDA. It converts the note froma
handwitten ink object I, fig. 4a, to a word object Win a
predeterm ned format. Fig. 4b. Therefore, we find the
references woul d have suggested the handwiting recogni zer of

cl ai m 37.
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Regarding claim 38, giving the claimit broadest
reasonabl e interpretation, we find that the clainmed invention
does not define over the references. The claimspecifies in
pertinent part “a page nunber dial og box displayed when a page
nunber button is selected, the page nunber dial og box having a
field in which a page nunber handwitten with the stylus is
recogni zed by the handwiting recognizer, wherein the nmeans
for specifying one of said plurality of pages as the current
page specifies the page having the recogni zed page nunber as

the current page.” (Amendnent A at 7.)

The prior art woul d have suggested the page nunber dial og
box and neans for specifying. Slate teaches a “Find” dialog
box, which is displayed when a user scrawls “F’ on the screen.
The di al og box has a field in which text entries are
recognized. P. 2. Simlarly, the use of “Go To” dial og boxes
in personal and portable conputers to facilitate noving to a
specific page was old and well known in the art at the tinme of
the invention. A user would generally type the nunber of a
page to which he wanted to nove into the Go To dial og box to

junp to the page. Oficial notice is taken thereof. As



Appeal No. 97-1223 Page 22
Appl i cation No. 08/147, 143

af orenenti oned, Capps recognizes handwiting entered into a
PDA. At the tinme the invention was nmade, therefore, it would
have been obvious to one having ordinary skill in the art to
whi ch the invention pertains to conbine the handwiting
recogni zer of Capps with the dial og boxes of Slate and the
prior art as a whole to permt entry of page nunbers in
handwiting to obtain the clainmed invention as specified in
claim38. The notivation to have done so woul d have been to
replace a bul ky keyboard with a small stylus, which is central
to the ideas of a PDA. Therefore, we find the prior art would
have suggested the page nunber dial og box and neans for

speci fying of claim 38.

Rejection of dains 32-34

Rel evant to claim 32, the exam ner concludes it would
have been obvious to define a bookmark to convey the content
of the marked page using text or inmage so that the user has a
better idea of the information book marked and can traverse
easily to the various pages that are book marked. (Exam ner’s
Answer at 9.) In response the appellants observe there is no

teaching in the references whatsoever directed at providing a



Appeal No. 97-1223 Page 23

Appl i cation No. 08/147, 143

m ni ature representation of the marked page. (Appeal Br. at

13.)

We find the references woul d not have suggested the
representati on of bookmarks of claim32. The claimrecites in
pertinent part “the bookmark buttons are represented in the
navi gation di alog box as mniature copies of the pages with
which they are associated.” (Appeal Br. at 6.) Conparison of
the claimlanguage to the references’ teachings evidences that
the references woul d not have suggested the cl ai ned
representation. As aforenentioned, one of ordinary skill in
the art woul d have understood Sl ate’s bookmarks to be
represented by an icon or nane. Neither representation,
however, woul d have suggested a mniature copy of a page. For
t he foregoing reasons, the examner failed to show the
references woul d have suggested representi ng a bookmark button
as in claim32. Accordingly, we find the exam ner’s rejection

of this claimdoes not anbunt to a prinma facie case of

obvi ousness.
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Rel evant to claim 33, the exam ner notes Capps teaches
scroll buttons 66a and 66b. (Exam ner’s Answer at 5.) W
find the references would not have suggested the button of
claim33. The claimrecites in pertinent part “the navigation
di al og box includes a button which when sel ected changes the
current page to the page that had nost recently been di spl ayed

before the current page.”

Conparison of the claimlanguage to the references’
t eachi ngs evidences the references woul d not have suggested
the clained button. Capps scroll buttons are not |located in a
navi gati on di al og box. The references would not have
suggested such a location. For the foregoing reasons, the
exam ner failed to show the references woul d have suggested
the button of claim33. Accordingly, we find the exam ner’s

rejection of this claimdoes not amount to a prinma facie case

of obvi ousness.

Regardi ng cl aim 34, the exam ner rejects the clai munder
the sane rationale used to reject clains 1-13 and 39.

(Exam ner’s Answer at 7.) W find the references woul d not
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have suggested the nenu page button of claim34. daim 34
recites in pertinent part “the contents of the el ectronic book
i ncl ude one or nore nmenu pages which provi de navi gati onal
assistance within the el ectronic book, the nenu page

i mredi ately preceding the current page becom ng the current
page when a nenu page button in the navigation dialog box is

selected ...." (Arendnent A at 6.)

Conparison of the claimlanguage to the references’
teaching evidences the references would not have suggested
the cl ai ned nmenu page button. The clainmed nmenu page is
di spl ayed when the nenu page button is selected. Neither
Capps nor Sl ate teaches a nmenu page button. Al though Soviero
teaches a MENU button as aforenmentioned, it is unclear what
contents are displayed when the nenu button is sel ected.

Thus, it is unclear whether it perforns the function of the
cl ai mred nenu page button. For the foregoing reasons, the
exam ner failed to show the references woul d have suggested

t he nenu page button of claim34. Accordingly, we find the
examner’s rejection of this claimdoes not anbunt to a prim

faci e case of obvi ousness. Because the exam ner has not
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established a prima facie case, the rejection of clainms 32-34

is inmproper. Therefore, we reverse the rejection of clains

32-34 under 35 U.S.C. § 103.

We end our consideration of the obviousness of the clains
by concluding we are not required to raise or consider any
i ssues not argued by the appellants. Qur review ng court
stated, “[i]t is not the function of this court to exam ne the
clainms in greater detail than argued by an appellant, | ooking

for nonobvi ous distinctions over the prior art.” [In re Baxter

Travenol Labs., 952 F.2d 388, 391, 21 USPQ2d 1281, 1285 (Fed.

Gir. 1991).

37 CF.R 8 1.192(a), as anended at 60 Fed. Reg. 14518
(Mar. 17, 1995), was controlling when the appeal brief was

filed. Section 1.192(a) stated as foll ows.

The brief . . . must set forth the authorities and
argunments on which the appellant wll rely to
mai ntain the appeal. Any argunents or authorities

not included in the brief may be refused
consi deration by the Board of Patent Appeals and
I nterferences, unless good cause is shown.
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Also at the tinme of the brief, 37 CF.R 8 1.192(c)(8)(ivV)
stated as foll ows.

For each rejection under 35 U. S.C. 103, the argunent
shal | specify the errors in the rejection and, if
appropriate, the specific limtations in the
rejected clains which are not described in the prior
art relied on in the rejection, and shall explain
how such Iimtations render the clainmed subject
mat t er unobvi ous over the prior art. |If the
rejection is based upon a conbi nati on of references,
the argunent shall explain why the references, taken
as a whol e, do not suggest the clainmed subject
matter, and shall include, as rmay be appropriate, an
expl anation of why features disclosed in one
reference may not properly be conbined wth features
di scl osed in another reference. A general argunent
that all the [imtations are not described in a
single reference does not satisfy the requirenents
of this paragraph.

In summary, section 1.192 provides that just as the court is
not under any burden to raise or consider issues not argued by

t he appellants, the Board of Patent Appeals And Interferences

is al so not under any such burden.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1-18, 32-34, and 39-40 under 35 U.S.C. 8 103 is
reversed. The exam ner’s decision to reject clains 31 and 35-
38 under § 103

i s sustained.

No time period for taking subsequent action in connection

with this appeal may be extended under 37 CF. R 8§ 1.136(a).

AFFI RVED- | N- PART

JERRY SM TH
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