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DECI SI ON ON APPEAL
This is an appeal pursuant to 35 U . S.C. §8 134 fromthe
final rejection of clains 5 through 7 and 14, all of the
claims remaining in the application.
The subject matter on appeal relates to a nmethod for
producing mlled glass fibers which are distinguished by high

apparent densities coupled with correspondingly |arge average
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| engths. As described in the specification at page 3, lines
24 through 33, glass fibers, obtained at the spinning stage,

are cut directly and, without previous drying, are ground to

mlled glass fibers in a m xer defined as having a Froude
nunber nuch greater than 1, with the addition of |iquids, such
as water and then dried. The formula for calculation of the
Froude nunber is given at page 4, line 15 of the specification
and appears in appealed claim14, which representative claim
i s reproduced bel ow

14. A process for the manufacture of mlled gl ass

fibers having an average | ength of about 100 to 400

Fm an apparent density of about 1 to 0.2 g/cnf and a

di aneter of 10 to 14 Fm conpri sing spinning gl ass

fibers into bundles, cooling said bundles with water

to formwet bundles, directly cutting such wet

bundl es, wi thout previous drying, grinding said cut

wet bundles to mlled glass fibers in a solid m xer

wi th a Froude nunber Fr of

R W

Fr= >>1

g

where R = radius of the mxing elenments in the m xer,
W = angul ar velocity of the m xing elenents, and
g = gravitational acceleration
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with the addition of a liquid, and then drying to
get the mlled glass fibers.

No prior art references have been relied upon by the
exam ner, and no prior art rejections are before us. |Instead,
t he appeal ed clains stand rejected under 35 U S.C. § 112,
first paragraph, as well as under 35 U. S.C. § 112, second
par agr aph.

We do not sustain the stated rejections of the appeal ed
cl ai ns.

Al t hough the exam ner indicates in his answer at page 2
that the stated rejection under 35 U S.C. § 112, first
paragraph, "has little to do with enablenent", at page 3 of
hi s answer, the exam ner explains that there does not appear
to be a "witten description of the claimlimtation of howto

grind fibers with a

m xer to produce mlled fibers, in the application as filed."
(emphasi s added). Thus, it appears that the exam ner's real
concern is wth the enabl ement requirenment of 35 U S.C. § 112,

first paragraph, not the witten description requirenent.
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I n appel l ants' specification at page 4, lines 21 through
26, appellants indicate that glass fibers, wthout previous
drying, "are ground to mlled fibers in a high-efficiency
m xer, with the addition of, e.g., water."

In reviewi ng the issues generated by the stated
rejection, we initially point out that the burden is on the

exam ner to

establish a reasonabl e basis to question the adequacy of an

appellant's disclosure. |In re Marzocchi, 439 F.2d 220, 223-

224, 169 USPQ 367, 370 (CCPA 1971). Further, as instructed

by the court in In re Marzocchi, 439 F.2d at 223, 169 USPQ at

369:

a specification disclosure which contains a teaching
of the manner and process of naking and using the
invention in terns which correspond in scope to

t hose used in describing and defining the subject
matter sought to be patented nust be taken as in
conpliance with the enabling requirenent of the
first paragraph of 8 112 unless there is reason to
doubt the objective truth of the statenents
cont ai ned therein which nmust be relied on for
enabl i ng support. (enphasis added)

Basically, it is the examner's position that the m xers

described in appellants' specification are incapable of
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provi di ng

sufficient friction to produce a mlled fiber. However, the
exam ner has provided no objective evidence to support his
argunent. In short, the exam ner has provided no reason to
doubt the objective truth of the statenents contained in
appel l ants' specification referred to above which clearly
indicate that high-efficiency mxers are capable and do, in
fact grind fibers to produce a mlled fiber. Accordingly, the
exam ner's stated rejection of the appeal ed clains under 35

US C 8§ 112, first paragraph, is reversed.

The exam ner's rejection of the appeal ed clai nms under 35
U S.C 8 112, second paragraph, is also reversed, essentially
for the reasons set forth in appellants' brief. The exam ner
shoul d be aware that the purpose of the second paragraph of §

112 is to basically ensure with a reasonabl e degree of

particularity an adequate notification of the nmetes and bounds

of what is being clained. See, In re Hammack, 427 F.2d 1378,

1382, 166 USPQ 204, 208 (CCPA 1970). As the court stated in

In re Moore, 439 F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA
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1971), whether the clains of an application satisfy the
requi renents of the second paragraph of § 112 depends on a
determ nation as to

whet her the clainms do, in fact, set out and circum
scribe a particular area with a reasonabl e degree of
precision and particularity. It is here where the
definiteness of the | anguage enpl oyed nust be

anal yzed -- not in a vacuum but always in |ight of
the teachings of the prior art and of the particul ar
application disclosure as it would be interpreted
by one possessing the ordinary |evel of skill in the
pertinent art. (enphasis added)

Basically, the exam ner has overl ooked these fundanent al
principles of lawin setting forth his stated rejection of the
appeal ed clains herein under 35 U S.C. 8§ 112, second

par agraph. As an exanple, the exam ner contends that in
appealed claim14, line 9, the expression ">>" is indefinite

as to its neaning.

However, as appellants point out in their brief at page 6,
this term">>" is a recogni zed scientific synbol which neans
"much greater”. Indeed, in context, what the clained
invention requires and defines is the use of a solid m xer
havi ng a Froude nunber as defined by the equation in claim 14.
The exam ner has sinply not net his initial burden of
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expl ai ni ng why one of ordinary skill in the art would not
understand what m xers are within or without the scope of the
clainmed invention. Accord-ingly, the examner's stated
rejection of the appealed clains under 35 U S.C. § 112,
second paragraph, nust al so be reversed.

The deci sion of the exam ner is reversed.

REVERSED

JOHN D. SM TH )
Adm ni strative Patent Judge )

)

)
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Adm ni strative Patent Judge )
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