Paper No. 17
THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today

(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte DAVI D BAKER

Appeal No. 97-1080
Appl i cation 08/201, 7331

ON BRI EF

Bef ore CALVERT, MElI STER, and PAK, Adm nistrative Patent Judges.

MElI STER, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
Davi d Baker (the appellant) appeals fromthe final rejection
of 1, 2, 6, 8-11 and 16. Cains 3-5 and 12-15, the only other
clains remaining in the application, stand allowed. W reverse.
The appellant’s invention pertains to (1) a spacecraft, (2)
a liquid punping arrangenent and (3) to an apparatus.

| ndependent clains 1, 8 and 16 are further illustrative of the

! Application for patent filed February 25, 1994.
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appeal ed subject matter and copies thereof may be found in
t he appendix to the appellant’s brief.

The references relied on by the exam ner are:

Szwar gul ski 3,520, 330 July 14, 1970
Mandr oi an 3,898, 017 Aug. 5, 1975
Dowdy et al. (Dowdy) 4,957, 157 Sep. 18, 1990

Clains 1, 2, 6, 8-10 and 16 stand rejected under 35 U S. C
8 103 as bei ng unpatentabl e over Dowdy in view of Mandroi an.

Claim 11 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Dowdy in view of Mandroi an and Szwar gul ski .

Both of the above-noted rejections are bottonmed on the
exam ner’s position that:

The patent Dowdy et al., Figures 1b, 3a and
3b and in colum 3, line 26 through colum 4,
line 12, discloses [a] two phase cl osed-

| ooped thermal control system consisting of a
heat source (16), a capillary evaporator

(26), radiator/heat exchanger (20), a cool ant
reservoir (50) and a power controlled

el ectrical heater (54). The patent of Dowdy
et al. fails to disclose a first and second
check val ves | ocated at second and third

| ocations. The features called for by the
claimare directed to inlet/outlet type check
val ves for a punp connected to a fluid
circuit. Such details are not limted to
spacecraft but can be found in any system
requiring a punp connected to a fluid
circuit. The patent of Mandroian, in Figures
1 and 10 and in colum 1, lines 45-59, in
colum 2, lines 46-54 and in colum 4, I|ines
25-30, discloses first (40) and second (45)
bal | check val ves |ocated at second and third
| ocati ons which are just before and just
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after the liquid (20) punping reservoir (15)
for the purpose of restricting fluid flowin
an upstream or downstreamdirection in a heat
actuated punping system It would have been
obvious at the tinme the invention was nade to
a person having ordinary skill in the art to
enploy in Dowdy et al. first and second bal
check val ves | ocated just before and just
after the liquid punping reservoir for the
pur pose of restricting fluid flowin an
upstream or downstream direction as di scl osed
i n Mandroi an. [Answer, pages 4 and 5.]

We do not agree with the examner’s position. The nere fact
that the incorporation of Mandroian’s first and second ball check
valves into the device of Dowdy would result in Dowdy’'s fluid
being restricted to either an upstream or downstream direction
does not serve as a proper notivation for conbining the teachings
of Dowdy and Mandroi an as the exam ner apparently believes.
Instead, it is well settled that it is the teachings of the prior
art taken as a whol e which nust provide the notivation or
suggestion to conbine the references. See, e.g., Uniroyal, Inc.
V. Rudkin-Wley Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438
(Fed. G r. 1988) and Interconnect Planning Corp. v. Feil,

774 F.2d 1132, 1143, 227 USPQ 543, 550-51 (Fed. G r. 1985).

Essentially what the exam ner has done is treated the
reservoi r/ heater arrangenent 50, 54 of Dowdy as though it were a

punp for nmoving fluid around conduit |oop 18, 24 and thereafter
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concluded that it woul d have been obvious to utilize check val ves
as taught by Mandroian in Dowdy’s conduit |oop for the purpose of
directing the fluid flowin a desired direction. The problemis,
however, that Dowdy does not utilize the reservoir/heater
arrangenent 50, 54 as a punp for noving the fluid around the
conduit loop 18, 24 in a desired direction. Instead, Dowdy
utilizes the reservoir/heater arrangenent 50, 54 as a neans to
mai ntain the conduit | oop at a generally constant pressure,

t hereby preventing any adverse affects such as a rupture of the
conduit |loop due to an undesired increase in pressure (see,
generally, colum 3). Wile, of course, in the broadest sense
the reservoir/ heater arrangenent 50, 54 of Dowdy m ght be
considered a punp, Dowdy sinply utilizes the reservoir/heater
arrangenment 50, 54 to either add or renove fluid fromthe conduit
| oop, as distinguished fromnoving fluid around the conduit | oop
in a desired direction. Absent the appellant’s own disclosure we
are at a loss to understand why one of ordinary skill in this art
woul d have been notivated to single out the check val ves of
Mandr oi an (which are used in arrangenent wherein a heat-activated
punpi ng systemis utilized to nove fluid along a conduit in a
desired direction) and incorporate theminto the disparate

teachi ngs of Dowdy. In our view, the exam ner has inpermssibly
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relied upon the appellant’s own teachings in arriving at a
concl usi on of obviousness. As the court stated in Uniroyal,
837 F.2d at 1051, 5 USPQ2d at 1438, "it is inpermssible to use
the clains as a frame and the prior art references as a npsaic
to piece together a facsimle of the clained invention."

Wth respect to the rejection of claim 11l based on the
conbi ned teachi ngs of Dowdy, Mandroian and Szwargul ski, we have
carefully reviewed the reference to Szwargul ski but find nothing
t herein which woul d overcone the deficiencies of Dowdy and
Mandr oi an that we have noted above.

The decision of the exam ner is reversed.

REVERSED

CHUNG K. PAK
Adm ni strative Patent Judge

| AN A, CALVERT )
Adm ni strative Patent Judge )
)
)
JAMES M MEI STER ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
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