TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL
This is an appeal fromthe examner’s final rejection of
claims 10-18. dains 19 and 20, which are the only other
claims remaining in the application, stand w thdrawn from

consi deration by the exam ner as being directed toward a
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nonel ected i nventi on.

THE | NVENTI ON

Appel l ants claima process for producing el astane fibers
from pol yurea pol yuret hanes wherein recited anounts of a
pol ydi met hyl si | oxane and an et hoxyl at ed pol ydi net hyl si | oxane
are added to the spinning solution before the solution is spun
to formthe fibers. Appellants state that these additives
cause distinctly less streaking in dyed and finished textiles
(specification, page 2, lines 18-30). Caim110 is
illustrative and reads as foll ows:

10. In the production of elastane fibers from pol yurea
pol yur et hane by dry spinning or wet spinning, renoving the
spi nning solvent, finishing, optionally twi sting a solution
thereof to formfilanments wi nding the spun filanments, the
i mprovenent which conprises adding to the spinning solution

bef ore spi nni ng,

A) from0.8 to 2% by wei ght of pol ydi net hyl sil oxane with
a viscosity of 50 to 300 cSt and

B) from0.2 to 0.6% by wei ght of ethoxyl ated
pol ydi met hyl si |l oxane with a viscosity of 20 to 150 cSt

(viscosities measured with a falling ball viscosineter at
25EC) the percentages being based on the sil oxane content of
the final fiber, whereby fabrics formed of the resulting yarn
exhi bit reduced defects when dyed.
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THE REFERENCES

Chandl er 3,296, 063 Jan. 3,
1967 Koerner et al. (Koerner) 4,105, 567 Aug.
8, 1978

Hanzel et al. (Hanzel) 4,296,174 Cct. 20,
1981

Ejima et al. (Eim) 4, 840, 846 Jun. 20,
1989

Schmal z 5, 045, 387 Sep. 3,
1991

Anderson et al. (Anderson) 5, 288, 516 Feb. 22,
1994

THE REJECTI ONS

Clainms 10-18 stand rejected under Hanzel, Ejima, Anderson
or Chandler, in view of Schmal z and Koerner, and under 35
U S C 8§ 112, second paragraph, as being indefinite for
failing to particularly point out and distinctly claimthe
subject matter which appellants regard as the invention.

OPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejections are not well
founded. Accordingly, we reverse these rejections.

Rej ection under 35 U S.C. § 112, second paragraph
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The relevant inquiry under 35 U.S.C. 8§ 112, second
par agr aph, is whether the claimlanguage, as it would have
been interpreted by one of ordinary skill in the art in |ight
of appellants’ specification and the prior art, sets out and
circunscribes a particular area with a reasonabl e degree

of precision and particularity. See In re More, 439 F. 2d

1232, 1235, 169 USPQ 236, 238 (CCPA 1971).

The exam ner argues that the phrase “dry spinning or wet
spinning” is indefinite as to what is appellants’ invention
(answer, page 6). In what is apparently the exam ner’s
expl anation of the rejection, the exam ner argues that “[t]he
primary references to Hanzel et al, Anderson et al, E im et
al, teach the well known process of spinning and heating to
remove solvent, finishing and w nding of polydinethylsil oxane
to produce spandex fibers”. See id. It is not clear from
this argunment why the exam ner considers the clains, as they
woul d have been interpreted by one of ordinary skill in the
art in light of appellants’ specification and the prior art,

to fail to set out and circunscribe a particular area with a
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reasonabl e degree of precision and particularity, and the
exam ner provides no other argument in support of the
rejection. Moreover, appellants define “dry spinning” and
“wet spinning” (supplenental brief filed March 7, 1996), and
t he exam ner does not chall enge these definitions.

For the above reasons, we conclude that the exam ner has
not set forth a prima facie case of indefiniteness. W
therefore reverse the rejection under 35 U S.C. § 112, second

par agr aph.

Rej ection under 35 U . S.C. § 103

Chandl er, which appears to be the applied reference which
is closest to appellants’ clainmed invention, discloses adding
a m xture of polyanylsiloxane and pol ydi net hyl sil oxane to a
spi nning solution for making spandex fibers (col. 3, lines 38-
42 and 60-64). The only applied reference which discloses
et hoxyl at ed pol ydi net hyl sil oxane is Schmalz, and in this
reference, the ethoxylated pol ydi net hyl sil oxane is applied to

the surfaces of polyolefin fibers to render them hydrophilic
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(col. 1, lines 5-10; page 4, lines 56-62). The exani ner has
not explained, and it is not apparent, why the conbi ned

teachi ngs of the applied references would have | ed one of
ordinary skill in the art to use Schmal z' s et hoxyl at ed

pol ydi met hyl si | oxane, which is a conponent of a conposition
used to render the surfaces of polyolefin fibers hydrophilic,
in Chandler’s conposition which has the purpose of providing a
[ ubricating finish to spandex fibers (col. 1, lines 12-15).

In the other applied references, polydinethylsiloxane is
applied to the surfaces of fibers to forma lubricating finish
thereon, and in all of the references except Hanzel the fibers
are not spandex fibers. The exam ner argues that because
Schmal z di scl oses et hoxyl at ed pol ydi net hyl si | oxane and Koer ner
teaches that it was known to add additional materials to
spandex fibers before spinning a solution to formfibers, it
woul d have been obvious to one of ordinary skill in the art to
add et hoxyl at ed pol ydi met hyl sil oxane to the additives in the
primary references in order to inpart desired characteristics
to the products (answer, page 4). The exam ner does not point

out where Koerner discloses spandex fibers, and in the portion
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of the reference relied upon by the exam ner (col. 12, lines
46-59) it appears that a solution is nmade for application to
fibers as a surface finish. Al so, the exam ner does not
expl ain why the applied references would have | ed one of
ordinary skill in the art to apply to spandex fibers Schmal z’ s
et hoxyl at ed pol ydi met hyl si | oxane which is a conponent of a
conposition applied to polyolefin fibers to render the
surfaces hydrophilic.

As indicated by the above di scussion, the exam ner used
i nper m ssi bl e hi ndsi ght based on appell ants’ discl osure when
rejecting appellants’ clains as being obvious. See WL. Core
& Associates v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ
303, 312-13 (Fed. Cir. 1983), cert. denied, 469 U S. 851
(1984); In re Rothernel, 276 F.2d 393, 396, 125 USPQ 328, 331
(CCPA 1960). Consequently, we do not sustain the rejection
under 35 U. S.C § 103.

DECI SI ON

The rejections of clainms 10-18 under 35 U.S.C. § 103 over
Hanzel , E i ma, Anderson or Chandler, in view of Schmal z and

Koerner, and under 35 U . S.C. 8§ 112, second paragraph, are
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rever sed

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge

TERRY J. OVENS
Adm ni strative Patent Judge

PAUL LI EBERVAN
Adm ni strative Patent Judge
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