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PATE, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe exam ner's refusal to
allow clains 2 through 10 and 14 as anended after final rejec-
tion. These are the only clains remaining in the application.

The clained invention is a plate and screw assenbly
for orthopedic repair and bone surgery. The screw portion of
the assenbly is characterized by a shaft having threads
thereon. The forward portion of the shaft has a tip "shaped
as a drill."™ A further understanding of the clained subject
matter can be had by reference to the appeal ed cl ai nms
appended to the appellants' Brief.

The references of record relied upon as evi dence of

obvi ousness are:

Col l'i son 2,494, 229 Jan. 10, 1950
MHarrie et al. (MHarrie) 4, 360, 012 Nov. 23, 1982
Gustilo 4,463, 753 Aug. 7, 1984
Stednitz 4,537, 185 Aug. 27, 1985
Wagenknecht 4,978, 350 Dec. 18, 1990
Bor zone 5,242, 447 Sept. 7, 1993
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THE REJECTI ONS

The Exam ner's Answer is equivocal with respect to
the rejections on appeal. Wile page 3 of the Exami ner's
Answer only includes the rejection of clainms 2 through 5, 8, 9

and 14 under

35 U.S.C. 8 102, the Examner's Answer |lists all references in
paragraph 9 of the Answer that were relied upon in the Fina
Rej ection. Furthernore, the exam ner in the second paragraph
on page 4 of the Answer discusses these references and
responds to appellants' argunments with respect thereto. Since
the Answer does not specifically state that the rejections
made in the Final Rejection have been w thdrawn, and the

exam ner includes the references in the Answer and di scusses
the sane, for the sake of conpleteness, we will consider al
rejections made in the Final Rejection as the appellants have
done in the Brief. Qur intention to do so was conveyed to the
appel l ants' representative at Oral Hearing.

The exam ner has withdrawn all standing 35 U.S. C
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8§ 112, second paragraph, rejections, save the rejection of
claim8. See the Advisory Action (Paper No. 6). Wth respect
to claim8, the exam ner states that it is not clear what "the
part" refers to in the claim

The exam ner has rejected clains 14, 2 through 5, 8
and 9 under 35 U.S.C. 8§ 102(b) as anticipated by Collison.

The exam ner has rejected clains 6 and 7 under
35 U S.C 8 103 as unpatentable over Collison. According to
t he exami ner, Collison discloses all of the elenments of clains

6

and 7 but does not disclose the specific length of the drill
part. According to the examner, it would have been obvi ous
to make the drill part 3 to 18 mllimeters long or, nore
particularly, 4 to 12 mllineters long, as a matter of design
choice, in order to provide screws for different size bones.
The exam ner has rejected claim10 under 35 U S. C
8 103 as unpatentable or Collison in view of Qustilo.
According to the examner, Collison fails to disclose the

i ndentation in the head being a hexagonal socket. GQustilo is
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cited to show a bone fixation device having a shaft with a
head 11 and a tip 2. The head has a central indentation 8

whi ch is a hexagonal socket for admtting an instrument or
tool to screw the device into a bone. Therefore, the exam ner
is of the opinion that it would have been obvious to provide
the screw of Collison with a hexagonal socket as taught by

Gustil o.

CPI NI ON
We have carefully reviewed the rejections on appea
in light of the argunents of the appellants and the exam ner.
As a result of this review, we have determ ned that the
applied prior art provides evidence sufficient to establish
the unpatentability

of clains 14, 3, and 6 through 10. The prior art does not

establish the unpatentability of clainms 2, 4 and 5.
Furthernore, with respect to the rejection of claim38 under 35
US C 8§ 112, we are in agreenent with the appellants that the

nmetes and bounds of the claimcan readily be determ ned.
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Therefore, we will reverse the rejection of claim8. CQur
reasons foll ow

Turning first to the 35 US.C. 8§ 112 rejection with
respect to claim8, we are in agreenent with the appellants
that the term"the part of the shaft adjacent the tip" in
claim8 can readily be seen as referring to "a part of the
shaft adjacent the tip" in independent claim1l4. As such, the
meaning of claim8 is clear in this regard, and one of
ordi nary skill would have no trouble determ ning the netes and
bounds of dependent claim8. Accordingly, the rejection of
this claimunder 35 U S.C. § 112, second paragraph, is
reversed.

Anticipation is established only when a single prior
art reference discloses, either expressly or under the
princi pl es of inherency, each and every el enent of the clained

invention (lLn re Paul sen, 30 F.3d 1475, 1478-79, 31 USPQd

1671, 1673 (Fed. Cir. 1994)). It does not require either the
i nventive concept of the clainmed subject matter or recognition
of inherent properties that may be possessed by the reference

(Verdegaal Bros. Inc. v.
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Union Gl Co., 814 F.2d 628, 633, 2 USPQd 1051, 1054 (Fed.

Cr.), cert. denied, 484 U S. 827 (1987)), or that the

reference teach what the applicant is claimng, but only that
the claimon appeal "reads on" sonething disclosed in the
reference, i.e., all limtations of the claimare found in the

reference (Kalman v. Kinberly-dark Corp., 713 F.2d 760, 772,

218 USPQ 781, 789 (Fed. Cir. 1983), cert. denied, 465 U. S
1026 (1984)).

Claim 14 stands rejected as being anticipated by
Collison. Collison discloses a bone plate assenbly conpri sing
a bone plate 3 having screw holes 4 therein. The bone
fixation device or screw is used to connect the bone plate to
t he bone. The screw of Collison has a shaft with a head, the
head having a cruciate profile for contact with a driving
tool. The shaft of the screw has an upper portion with
threads 13 thereon and a frustoconical portion that narrows
down into a cylindrical pilot portion that extends fromthe

threads 13 to the tip of the screw This pilot portion has
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very shallow threads (col. 4, line 6). The shaft also has a
pointed tip and a conical portion that extends fromthe point
back to the cylindrical pilot portion. Fornmed in the

cylindrical pilot portion are two recesses or pockets 16 for

the collection of bone chips. Gving claim14 its

br oadest reasonable interpretation,? we construe the term

"shaped as a drill" as being broader than claimterm nol ogy
that requires the structure to be a drill or to function as a
drill. In our view, the term nology "shaped as a drill"

shoul d be construed to require structure that in shape has
sonme characteristics simlar to that of a drill. The pilot
portion of Collison, which is sonmewhat |ong and cylindrical,
has fine threads on the outside and has two chip collecting
recesses or pockets 16, and, in our view, satisfies the claim
limtation of being shaped as a drill. W nust enphasize that

t he | anguage of the claimdoes not state that this part of the

2]lnre Zletz, 893 F.2d 319, 321, 13 USPQ2d 1320, 1322
(Fed. Cir. 1989). dains in prosecution before the Patent and
Trademark O fice are given their broadest reasonable
i nterpretation.
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shaft adjacent the tip portion is a drill or functions like a
drill but nerely says that it is shaped as a drill or, as we
interpret it, has sone characteristics that a drill has.

We have carefully reviewed appellants' argunents in
the Brief, but these argunments seemto be directed to the fact
that the part of the shaft adjacent the tip does not performa
drilling function. 1In our view, however, the claimlimtation
I's broader than requiring this part of the shaft to performa
drilling function. Appellants argue that this portion of the
shaft in Collison perforns as a tap. Even if this is true,
the tap portion of the shaft of Collison resenbles or has the
appearance of a drill, i.e., with a cylindrical structure with
chip cutouts and tapering on the front end via a conica
section to a pointed tip. Therefore, the argunents in the
Brief directed to the tap function of this part of the
Col lison screw are not convincing. Wth respect to clains 2,
4 and 5, these dependent clains are actually directed to dril
structure or a structure that has sone actual drill function.
Wth respect to claim4, Collison does not show a cutout or

spiral flute as on a spiral drill. Nor does Collison show a
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structure that can be regarded as shaped as a double |ipped

drill. Finally, wth respect to claim2, Collison does not
show a structure that is shaped as a drill that is both self-
drilling and self-cutting. Therefore, the rejection of clains

2, 4 and 5 under 35 U.S.C. §8 102 is not sustai ned.

Wth respect to claim3, we are in agreenment with
the exam ner that the slightly threaded pilot portion has a
m nor di aneter which is of smaller dianeter than the root
portion of the screw threads 13 of Collison. Therefore, in
this respect, it can be seen that Collison anticipates the
cl ai med subject nmatter of dependent claim 3.

Wth respect to clains 6 and 7 rejected under 35
US. C 8§ 103, Collison clearly recognizes that screws of his
invention will be nade of various lengths. In colum 4
starting at line 47, Collison discusses the need for
| onger screws to go through both cortices of the bone when
surgically necessary. In view of this teaching of Collison,
it is self-evident that the art has recogni zed that bone
screws of various |lengths are necessary and that the cortices

of bones are of variable thicknesses necessitating the screw

10
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portion and the pilot portion of Collison's screws to be
various | engths depending on their use. Therefore, we are in
agreenent with the exam ner that Collison provides evidence of
a recognition in the art that the exact length of the screw
portion and pilot portion of the bone fixing screw would have
been obvi ous as a design choice entirely dependent on the
exact bone environnent of use.

Wth respect to claim8, we note that Collison
di scl oses a ground relief on threads 13 so that they wll
enter the bone nore easily. See colum 4, line 28. This
ground relief of Collison anticipates the Iimtation of claim
8.

Finally, with respect to clains 9 and 10, we are in
agreenent with the exam ner that it would have been obvious to

substitute the hexagonal socket of Gustilo for the cruciate

driving surface found in the head of Collison. Both driving

profiles are well known in the art and are well known

substitutes one for the other.

11
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SUMVARY
The rejections of clainms 14, 3 and 6 through 10 have
been affirmed. The rejections of clains 2, 4 and 5 have been
reversed.
No tinme period for taking any subsequent action in

con- nection with this appeal may be extended under 37 CFR §

1.136(a).
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