THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE
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AND | NTERFERENCES

Appeal No. 1997-0818
Application No. 08/102,470

Before JOHN D. SMTH, GARRI S, and WALTZ, Adninistrative Patent

Judges.
JOHN D. SMTH, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal pursuant to 35 U . S.C. §8 134 fromthe
final rejection of clainms 1 through 7.

The subject matter on appeal is directed to a process for
maki ng a porous ceram c conposite having a binodal pore size
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distribution. Appellants’ claimed nmethod includes the steps
of m xing an organosilicon precursor, water, a catalyst, and,
inmportantly, particles of a conbustible naterial (e.g., ethyl
cellul ose, acrylic polyner beads, sawdust or graphite) having
a dianeter in a range of 500 angstrons to 500 microns to form
a mxture, pouring the mxture into a nold, allow ng the
m xture to gel to forma ceranm c conposite, drying the ceramc
conposite and heating the ceram c conposite in either air or
oxygen at a tenperature range which is sufficiently high
enough to burn away the conbustible material particles.
Further details of the appeal ed process are shown in
representative appealed claim1 which is reproduced bel ow

1. A process for making a porous ceram c conposite with a
bi rodal pore size distribution conprising the steps of:

a. mxing an organosilicon precursor froma group
consi sting of tetranmethoxysilane, tetraethoxysilane,
t etrapropoxysil ane and tetrabutoxysilane, water, a catal yst
and particles of a conbustible material having a dianeter in a
range of 500 angstrons to 500 microns to forma m xture;

b. pouring said mxture into a nold;

c. allowing said mxture to gel to forma ceramc
conposite;

d. drying said ceram c conposite; and

e. heating said ceram c conposite in either air or oxygen
to burn away said particles of said conbustible material.
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The references of record relied upon by the exam ner are:

Fox et al. (Fox) 4,818, 732 Apr. 4,
1989

MacKenzi e et al. (MacKenzie) 5,215,942 Jun
1, 1993

The appeal ed clains stand rejected under 35 U . S.C. § 103
as unpat ent abl e over MacKenzie in view of Fox.

We cannot sustain the stated rejection.

In contending that the process defined by appeal ed cl aim
1 finds substantial identical correspondence in the disclosure
of the primary reference, MacKenzie, the examner inplicitly
argues that dianond particles in MacKenzie's reaction m xture
are “particles of a conbustible material” which forma
conponent of a ceram c conposite which are burned away when
the conposite is heated “in either air or oxygen.”
Particularly, conpare step e) of appealed claiml.

In traversing the examner’s stated rejection based
principally on the MacKenzie prior art disclosures, appellants

explain in their briefs that the fundanental purpose of

MacKenzie’'s invention is to incorporate dianond particles into
a ceramc conposite, not to “burn away” the particles by
heating the ceramic in an air or oxygen atnosphere. Moreover,

whi | e MacKenzi e recogni zes that di anond may deconpose to
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graphite when heated above 1000EC and that di anond oxi di zes at
t enper at ures above about 600EC (see MacKenzie at colum 2,
lines 62 through 67), it is clearly MacKenzie s purpose to
bot h avoi d oxidation and graphitization when heating the
porous conposite. Conpare MacKenzie at columm 6, lines 31

t hrough 43; colum 7, lines 32 through 37; MacKenzie's
patented clainms 1 and 15. Thus, the examner’s ultimte | egal
concl usi on of obviousness based primarily on the MacKenzie’s
di scl osures is based on an erroneous factual finding, i.e.,

t hat MacKenzie’s dianond particles are “particles of a
conbustible material” which are burned away “in either air or
oxygen” during the heating of the ceramc conposite. The
exam ner’ s stated obviousness rejection of the appeal ed clains
based on MacKenzie is further underm ned by MacKenzie’'s
failure to disclose that any porous ceram c conposite

i ncorporating dianond therein possesses a binodal pore size
distribution as required by the appeal ed process. Since the
exam ner’s “secondary reference” to Fox has not been relied on
in the manner which renmedi es the basic deficiencies in
MacKenzi e, we are constrained to reverse the stated rejection

of the appeal ed clains based on the conbi ned teachi ngs of
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MacKenzi e and Fox.
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The deci sion of the exam ner is reversed.

REVERSED

John D. Smith )
Adm ni strative Patent Judge )
)
)
)
Bradley R Garris ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Thomas A. Wl tz )
Adm ni strative Patent Judge )
JDS: t dl
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