TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 97-0773
Appl i cation 08/101, 391!

Bef ore COHEN, ABRAMS, and STAAB, Adm nistrative Patent Judges.

ABRAMS, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

1 Application for patent filed August 2, 1993. According
to appellant, this application is a continuation of Application
07/ 856, 754, filed March 24, 1992; which is a division of
Appl ication 07/669,679, filed March 14, 1991, now U. S. Patent
5,112, 312.
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This is an appeal fromthe decision of the examner finally
rejecting clains 23-28, which constitute all of the clains
remai ning of record in the application.

The appellant's invention is directed to a vascul ar access
system The subject matter before us on appeal is illustrated by
reference to claim 23, which reads as foll ows:

23. A vascul ar/ venous access system conpri si ng:

(a) a flexible catheter having a distal end, a proxinmal
end, and an axi al bore extending therethrough, said catheter
bei ng configured for use in central applications; and

(b) a needl e cannul a di sposed within the bore adjacent
the distal end of the catheter with the sharp end of the
needl e cannul a extendi ng outwardly beyond the distal end of
the catheter and the opposite end of the needl e cannul a

extendi ng through the wall of the catheter between the
distal end and proximal end of the catheter.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Gut t man 3,225,762 Dec. 28, 1965
Monestere, Jr. et al. 3,915, 168 Cct. 28, 1975
(Monest ere)

Vai | | ancourt 4,205, 675 Jun. 3, 1980

Vai | | ancourt 4,863, 431 Sep. 5, 1989
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THE REJECTI ONS

Clainms 23-28 stand rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Guttman in view of Monestere, Vaillancourt ‘675
and Vaillancourt ‘168.°%

The rejections are explained in the Exam ner's Answer.

The opposing viewpoints of the appellant are set forth in

the Brief and the Reply Brief.

OPI NI ON

I n reaching our decision on the issues raised in this
appeal, we have carefully assessed the clains, the prior art
appl i ed against the clains, and the respective views of the
exam ner and the appellant as set forth in the Answer and the
Briefs. As a result of our review, we have determ ned that the
rejection should be sustained. Qur reasoning in support of this
concl usion foll ows.

In the case of a Section 103 rejection, the exam ner bears
the initial burden of presenting a prina facie case of
obvi ousness (see In re Rijckaert, 9 F.3d 1531, 1532, 28 USPQd

1955, 1956 (Fed. Cir. 1993)), which is established when the

2An obvi ousness-type double patenting rejection was overcone
by the filing of a termnal disclainmer (Paper No. 12).
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teachings of the prior art itself would appear to have suggested
the clained subject matter to one of ordinary skill in the art
(see Inre Bell, 991 F.2d 781, 783, 26 USPQ2d 1529, 1531 (Fed.
Cr. 1993))). This is not to say, however, that the clained

i nvention nust expressly be suggested in any one or all of the
references, rather, the test for obviousness is what the conbi ned
teachi ngs of the references woul d have suggested to one of
ordinary skill in the art (see Cable Electric Products, Inc. v.
GCenmark, Inc., 770 F.2d 1015, 1025, 226 USPQ 881, 886-87 (Fed.
Cr. 1985)), considering that a conclusion of obviousness may be
made from common know edge and common sense of the person of
ordinary skill in the art w thout any specific hint or suggestion
in a particular reference (see In re Bozek, 416 F.2d 1385, 1390,
163 USPQ 545, 549 (CCPA 1969)), with skill being presuned on the
part of the artisan, rather than the |l ack thereof (see In re
Sovish, 769 F.2d 738, 743, 226 USPQ 771, 774 (Fed. Cr. 1985)).

| nsof ar as the references thensel ves are concerned, we are bound
to consider the disclosure of each for what it fairly teaches one
of ordinary skill in the art, including not only the specific
teachi ngs, but also the inferences which one of ordinary skill in

the art woul d reasonably have been expected to draw t herefrom
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(see In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA 1966)
and In re Preda, 401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA
1968)).

Claiml is directed to “[a] vascul ar/venous access systent
conprising a flexible catheter having an axial bore therethrough
and “configured for use in central applications,” and a needl e
cannul a di sposed within the bore adjacent to the distal end of
the catheter with a sharp end extendi ng beyond the distal end of
the catheter and the opposite end extendi ng through the wall of
the catheter between the distal and the proximal ends. It is the
exam ner’s position that Guttman discloses all of the structure
recited in claim1, except for the hollow needle, a feature which
woul d have been obvious to add in view of the teachings of
Monestere. Insofar as claim1l is concerned, the thrust of the
appellant’s argunents is that the GQuttman catheter is not
“configured for use in central applications,” which require a
much greater length than catheters not intended for such use, and
that Guttman has a hub, which limts its length so that it can be
used only in peripheral applications.

GQuttman certainly discloses a “vascul ar/ venous access
system” In the enbodi nent shown in Figure 5, this system

conprises a flexible catheter 31 having a distal end and a
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proxi mal end, and an axi al bore extending therethrough, as
required by claiml1l. A needle 10 is disposed within the bore of
the catheter adjacent the distal end with its sharp end 11
ext endi ng outwardly beyond the distal end and its opposite end
extending through a slit 33 in the wall of the catheter between
the distal end and the proximal end. As is the case in the
appel lant’ s invention, intravenous access i s gained by neans of
the sharp end of the needle, which is then wthdrawn so that the
cat heter can be advanced.

We agree with the exam ner that claim 23 does not
di stingui sh over Guttman insofar as the “central applications”
[imtation is concerned. An object of the Guttman invention is
to provide an intravenous catheter “which may be of any desired
length” (colum 1, lines 39-41), and with regard to the
enbodi nrent of Figure 5 the patentee states in colum 2, |lines 62-
65 t hat

[t] his enmbodi nent of this invention allows the

insertion of a catheter of any length desired. The

| ength of the catheter is no longer limted by the

stylet 10 or other device used to insert it.
From our perspective, this would have indicated to one of
ordinary skill in the art that the Guttman catheter is not
limted to peripheral applications, as argued by the appell ant,
but also is capable of being used in applications wherein a
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| onger length of catheter is required, which would be the case in
central applications. |In this regard, we find no recitation in
the Guttman patent which woul d suggest to the artisan that its
use is restricted to peripheral applications, nor has the
appel | ant provi ded evi dence whi ch woul d support such a position.
The fact that GQuttman di scl oses a hub on the proxinal end of
the catheter does not negate the above conclusion. It is our
opi nion that one of ordinary skill in the art, having been taught
by Guttman that the catheter can be of “any length desired,”
woul d have understood that the hub nust be | ocated a sufficient
di stance fromthe distal end of the catheter as not to foreclose
inserting the “length desired” into the vascular system Thus,
the nere fact that the Guttman catheter is equi pped with a hub
does not nmean that it is limted to peripheral applications.
Guttman di scl oses a boreless needle 11 installed in the
distal end of the catheter, whereas claim1l1l requires that the
needl e be a cannula. However, at the tinme of the appellant’s
invention it also was known to utilize cannulae for this purpose,
as evidenced by Monestere and Vaillancourt ‘675. It is our view
that one of ordinary skill in the art would have found it obvious
to replace the boreless needle of Guttnman with a cannula, for the

wel | - known advant age of allow ng flashback to a flash chanber as
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an indication that access has been achi eved, which would have
been known to the artisan (see, for exanple, Monestere, colum 2,
line 56 et seq.).

For the reasons expressed above, it is our opinion that the
teachings of the applied references establish a prima facie case
of obviousness with regard to the subject matter of independent
cl ai m 23.

The appel |l ant has taken the position that the subject matter
of dependent clainms 24 and 26-28 is patentable over the prior art
relied upon “based upon the |l ength of the catheter being
sufficient to facilitate use in central applications” (Brief,
page 5). As expl ained above, it is our opinion that this
requi renent does not patentably distinguish over Guttman. This
being the case, we also will sustain the rejection of clains 24
and 26- 28.

Claim25 was separately argued. It requires that the length
of the catheter inserted into a patient “is not limted by a hub
so as to facilitate use in central applications.” The
appellant’s position is that this claimis not rendered obvious
by the applied prior art “based upon the om ssion of a hub”
(Brief, page 4). However, the |anguage recited in the claimdoes

not omt a hub fromthe catheter, but requires that the catheter
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not be “limted” by a hub. As we explained above, we believe one
of ordinary skill in the art would have recogni zed that a hub on
the catheter nmust not be placed so close to the distal end as to
inhibit the catheter frombeing inserted to the | ength desired.
Therefore, this requirenent of claim25 would have been prim
facie obvious, and the rejection of this claimis sustained.

The decision of the examner is affirned.

AFFI RVED

I rwi n Charl es Cohen
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

Neal E. Abrans
Adm ni strative Patent Judge

Lawr ence J. Staab
Adm ni strative Patent Judge
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