THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not
written for publication in a law journal and (2) is not binding
precedent of the Board.

Paper No. 33

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte KANTI JAIN

Appeal No. 1997-0689
Application No. 08/047, 238!

HEARD: Cct ober 20, 1999

Before HAI RSTON, LALL, and GROSS, Administrative Patent Judges.
GROSS, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1, 12, 14, 18, and 23 through 27. d ains
2 through 11, 13, 15 through 17, 19 through 22, 28 through 30,
and 32 are allowed. Caim31 is objected to for an
informality. Appellant has submtted a proposed correction to

claim 31 which the exam ner (Answer, page 3) has agreed to

1 Application for patent filed April 13, 1993.
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enter by Exam ner's Amendnent upon resolution of the appeal to
place claim 31 in condition for allowance.

The appellant's invention relates to a wi ndow system
whi ch uses diffraction gratings and spectrally selective
coatings to control entry of heat and light into a room
Claimlis illustrative of the clained invention, and it reads
as foll ows:

1. A transm ssively controll able energy efficient w ndow
system for controlling radiation entering an interior space,
conpri si ng:

a) a fixed diffraction grating wi ndowane (10) capable
of deflecting the infra-red spectral conponent of an input
radi ati on beam by a certain range of angl es;

b) a novabl e diffraction grating wi ndowane (14)
capabl e of deflecting the infra-red spectral conponent of an
i nput radiation beam by a certain range of angles, and
sel ectively juxtaposable in or out of optical series with said
fixed diffraction grating wi ndowpane (10) so as to either
permt at |east sone of said infra-red spectral conponents of
t he beam defl ected fromsaid fixed wi ndowane to enter the
interior space or to deflect the beamfurther so as to prevent
said infra-red spectral conponents fromentering the interior
space; and

(c) a window franme for holding said fixed diffraction
grating wi ndowpane and said novable diffraction grating
wi ndowpane in adjacent parallel planes.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:
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Tietig 2,280, 358 Apr. 21, 1942

Lueder 3, 236, 290 Feb. 22, 1966

Gerritsen (Cerritsen 1) 5,009, 484 Apr. 23,

1991

Cerritsen et al. 5, 048, 925 Sep. 17, 1991
(Cerritsen 11)

Zhang et al. (Zhang) 5, 164, 856 Nov. 17, 1992

Claim 23 stands rejected under 35 U S.C. § 112, first

par agr aph, as bei ng non-enabl ed by the specification.

Clainms 1, 12, 14, 18, 23 through 27 stand rejected under
35 U.S.C. §8 103 as bei ng unpatentabl e over Zhang in view of
Gerritsen Il, further in view of Gerritsen | (for clam 14),
Tietig (for claim18), or Lueder (for claim25).

Ref erence is nade to the Exam ner's Answer (Paper No. 25,
mai | ed February 1, 1996) for the exam ner's conplete reasoning
in support of the rejections, and to the appellant's Bri ef
(Paper No. 24, filed Novenber 20, 1995) and Reply Brief (Paper
No. 28, filed March 20, 1996) for the appellant's argunents
t her eagai nst .

OPI NI ON

We have carefully considered the clainms, the applied
prior art references, and the respective positions articul ated
by the appellant and the examner. As a consequence of our

3



Appeal No. 1997-0689
Application No. 08/047, 238

review, we will affirmthe enabl enent rejection of claim23
and reverse the obviousness rejection of clains 1, 12, 14, 18,
and 23 through 27.

Claim 23 requires nounting the novable diffraction
grating wi ndowpane for "rotational repositioning with respect
to said fixed diffraction grating w ndowpane." The exam ner
asserts (Answer, page 5) that there is no enabling disclosure
for such rotational repositioning. Appellant (Brief, page 10)
points only to original claim23 for enablenent, stating that

"round

w ndowpanes presented in various forns as Figure 13 properly
reflect the | anguage of original claim23." (It should be
noted that Figure 13, to which appellant refers, is not part
of the original disclosure and has not been entered by the
exam ner.)

We agree with the exam ner that the specification as
originally filed does not provide enablement for claim23.
Nowhere in the specification is there any nention of
rotational repositioning, and all figures are directed to
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w ndowpanes that nove vertically, not rotationally. W
bel i eve that round wi ndows are old and well-known, and that
one of ordinary skill in the art would recogni ze that round
wi ndows woul d be easier to rotate than square or rectangul ar
ones. However, we do not believe that the nounting of such a
wi ndow for "rotational repositioning with respect to said
fixed diffraction grating w ndowpane" such that it is

"sel ectively juxtaposable in or out of optical series with
said fixed diffraction grating w ndowpane" (as required by
claim1l1, fromwhich claim 23 depends) woul d be quite as clear
to the skilled artisan as appell ant asserts.

To "rotate” is defined in The Random House Col | ege
Dictionary as "to cause to turn around an axis or center
point; revolve" or "to turn around on or as on an axis." Thus
rotational repositioning nust involve turning around an axis

or

center point. Since the repositioning is "with respect to
said fixed diffraction grating w ndowane," the axis about
whi ch t he novabl e wi ndowpane nust rotate appears to be the
fixed diffraction grating wi ndowane. However, it is unclear
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how t he novabl e wi ndowpane woul d be nounted to rotate in this
manner. Further, Figure 13, which was proposed to illustrate
claim 23, seens to suggest that the rotation is actually about
the center of the novabl e wi ndowpane. Yet, it is unclear how
such a rotation would make t he novabl e wi ndowpane "sel ectively
j uxt aposabl e in or out of optical series with said fixed
diffraction grating w ndowpane." In addition, the exam ner
has identified other possible neanings for "rotational
repositioning" (Answer, pages 5-6), thereby further suggesting
a need for an explicit disclosure of what is neant by
"rotational repositioning.” Since there is no such
di scl osure, we nust affirmthe rejection of claim23 as being
nonenabl ed.

As to the obviousness rejections, Zhang is directed to a
w ndow using two pol arizers, one fixed and one novable. The
pol ari zers create an optical shade by passing or bl ocking
incomng |ight depending on the relative positions of the two
pol arizers. Gerritsen Il uses diffraction gratings in a
w ndow
to focus light in a particular direction regardl ess of the
angl e of incidence. The exam ner states (Answer, page 8) that
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[i]t would have been obvious to one of ordinary

skill to substitute the diffraction grating patterns

of Gerritsen, et al ('925) for the polarizing

patterns of Zhang, et al in the interest of not only

controlling the amount of light entering the room

but rather, [the] range of entrance angles, the

range of exit angles, and the particul ar spectrum

mani pul ated, as taught by Gerritsen, et al ('925).
It is unclear to us how one woul d substitute Gerritsen Il's
diffraction gratings for the polarizers of Zhang such that
nmovi ng one diffraction grating relative to the other would
vary the amount of light transmtted (the purpose of Zhang)
and still maintain a constant direction of transmtted |ight
(the purpose of Gerritsen Il). "[A] proposed nodification
[is] inappropriate for an obviousness inquiry when the

nodi fication render[s] the prior art reference inoperable for

its intended purpose. 1n re Gordon, 733 F.2d 900, 902, 221

USPQ 1125, 1127 (Fed. Cir. 1984)." In re Fritch, 972 F. 2d

1260, 1265-1266 n. 12, 23 USPQ2d 1780, 1783 n. 12 (Fed. G
1992) .

The exam ner contends (Answer, pages 13-14) that
"nmobility of the respective planes in and out of optical

series . . . is fairly suggested by Zhang, et al, who, in the
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sane field of endeavor, disposed optical elenents in series to

control |ight

entering the room" Zhang does use nultiple elenents that

nmove in and out of optical series to control the anmount of

l'i ght

entering the room However, the diffraction gratings of

Gerritsen Il are for focusing light rather than for varying

t he amount of light entering. As Zhang's polarizers and

Gerritsen Il1's diffraction gratings do not have simlar

functions, substitution of the diffraction gratings for the

polarizers is akin to conparing apples to oranges.
Furthernore, neither Zhang nor Gerritsen Il is concerned

with controlling infrared light, or rather, the anount of heat

that is generated by the incomng light. The exam ner states

that "[t]he particular selection of an infrared conponent for

control would have offered only advantages wel | - known and

obvious to those skilled in the art, and is not considered to

represent a patentable advance.” (Answer, page 8). The

exam ner, however, provides no expl anation how one woul d

select controlling only the infrared |light w thout defeating

t he purpose of Zhang, to vary the brightness in the room
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Addi tionally, the exam ner has pointed to no teachings from

the prior art suggesting a desire for the ability to transmt

infrared radiation during one period and reflect, deflect, or

absorb infrared radi ati on during anot her

period, as required by claiml1l. Therefore, we nust reverse

t he obvi ousness rejection of clainms 1, 12, 23, 24, 26, and 27.
Wth respect to clains 14, 18, and 25, Gerritsen |

Tietig, and Lueder do not cure the deficiencies in the

conbi nati on of

Zhang and Cerritsen Il. Accordingly, we will reverse the
rejections of clains 14, 18, and 25.

CONCLUSI ON

We have affirned the rejection of claim 23 under 35
US C 8 112, first paragraph. W have reversed the
rejection of clainms 1, 12, 14, 18, and 23 through 27 under 35
US C 8§ 103. As aresult, the decision of the examner is
affirmed-in-part.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).
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AFFI RVED- | N- PART

KENNETH W HAI RSTON
Adm ni strative Patent Judge

BOARD OF PATENT

PARSHOTAM S. LALL APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

ANI TA PELLMAN GROSS
Adm ni strative Patent Judge
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CARL C. KLING

ANVI K CORP.

6 SKYLI NE DRI VE
HAWTHORNE, NY 10532-2165
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