TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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! Application for patent filed April 22, 1994. According
to appellant, this application is a continuation of
Application No. 07/971,855 filed January 8, 1993, now
abandoned.
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This is a decision on an appeal fromthe final rejection
of clainms 9, 11 and 18 through 25 which are all of the clains
pending in the application.

The subject matter on appeal relates to a nmethod for
nmol di ng a product fromrecycled plastic which has been
presorted conprising the steps of kneading the recycled
presorted plastic substantially continuously so that it is
si mul t aneously comm nuted, m xed, heated, nelted and
honogeni zed and t hen passing the kneaded plastic to an
internedi ate buffer reservoir for intermediate storage therein
and thereafter supplying the kneaded plastic to an injection
nmol di ng equi pment and ef fecting quasi-continuous fl ow of
plastic material from said kneadi ng step, said passing step,
said storage step and said supplying step. This appeal ed
subject matter is adequately illustrated by independent claim
9, a copy of which taken fromthe appellant’s Brief is
appended to this decision.

The references relied upon by the exam ner as evidence of
obvi ousness are:

Ni chol s 2,382, 655 Aug. 14,
1945
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Niim et al. (Niim) 5, 286, 187 Feb. 15,
1994
Japanese Patent (Aoki) 52-7018 Feb. 26
1977

Al of the clains on appeal stand rejected under the
first paragraph of 35 U.S.C. 8§ 112 as bei ng based upon a
di scl osure which is nonenabling and which does not set forth
the best node for practicing the here clained invention.

The appeal ed clains also stand rejected under 35 U. S. C.
8 103 as being unpatentabl e over Japanese ‘018 or Niim taken
with Nichols.

We refer to the Brief and Reply Brief and to the Answer
for a conplete exposition of the opposing viewoints expressed
by the appellant and the exam ner concerning the above noted

rej ections.

OPI NI ON
For the reasons which follow, we cannot sustain the
rejections before us on this appeal.
As support for her 8§ 112, first paragraph, rejection of

t he appeal ed clains, the exam ner states that “[t] he
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di scl osure at the bottom of page 7 and page 8 [of the subject
specification] states that pressure is built up in storage
space 12 such as by a piston but does not teach how a piston
can be arranged or used to build up pressure in the system or
any type of best nold [sic, node]” (Answer, page 4). W do
not consider the exam ner’s position on this matter to be well
f ounded.

In the first place, the enabl enent and best node
requirenents in the first paragraph of 8 112 relate to the
i nventi on which has been clained, and, as properly indicated
by the appellant, none of the appealed clains are directed to
an invention which includes use of the piston referred to on
specification pages 7 and 8. |ndeed, again as the appell ant
has properly indicated, certain of the clainms on appeal are
directed to an invention which would exclude use of such a
pi ston. Mreover, and in any event, it is our opinion that
the exam ner has failed to advance acceptabl e reasoni ng
i nconsi stent with enablement in accordance with her initial

burden of proof. Inre Strahilevitz, 668 F.2d 1229, 1232, 212

USPQ 561, 563 (CCPA 1982). Further regarding the issue of
enabl ement, we consider the appellant to have proffered
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evidence (i.e., the here applied Nim patent) which reflects
that his disclosed use of a piston would be known to those

skilled in the art and t hus enabl ed. In re Howarth, 654 F.2d

103, 105, 210 USPQ 689, 691 (CCPA 1981). Finally, the record
before us contains utterly no evidence of conceal nent by the
appel lant as required by the best nobde provision of § 112,

first paragraph. Spectra-Physics v. Coherent, 827 F.2d 1524,

1535, 3 USPd 1737, 1745 (Fed. Cir. 1987).

For the above stated reasons, the exam ner’s rejection of
the clains on appeal under the first paragraph of 35 U S.C. §
112 cannot be sustai ned.

We al so cannot sustain the examner’s 8 103 rejection of
the clains on appeal as bei ng unpatentable over Japanese ‘018
or Niim taken with Nichols. 1In essence, we agree with the
appellant’s basic position that, even if one with an ordinary
| evel of skill in the art were to conbine the applied
references, the resulting conbination would not correspond to
t he net hod defined by the appealed clains. Specifically, the
applied references whether taken individually or in

conbi nation sinply woul d not have suggested the here cl ai ned
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step of kneading recycled plastic so that it is sinmultaneously
comm nut ed, m xed, heated, nelted and honobgeni zed.

It appears to be the exam ner’s opinion that such a
mul ti -operational step would have been suggested by N chols
notw t hstanding the fact that patentee’s nmethod incl udes
di screte and segregat ed operational steps such as the chopping
step (see elenment 31 of the patent drawing), the m xing step
(see elenent 18 of the patent drawing), and the nelting step
(see elenment 15 of the patent drawing). According to the
exam ner, “[t]he steps [of N chols] are simultaneously and
continuously occurring since the material continuously flows
fromthe chopping 31 to the screw conveyor 18 and both operate
si mul taneousl y” (Answer, page 9). However, we do not share
the examner’s inplicit belief that the here claimed kneadi ng
step enconpasses conmm nuting, mxing, heating, nelting and
honogeni zi ng operations which are perforned simnultaneously
al beit on disparate segnents on the plastic materi al
fl owstream From our perspective, such an interpretation
woul d be unreasonabl e and inconsistent with the appellant’s

specification disclosure (ILn re Sneed, 710 F.2d 1544, 1548,

218 USPQ 385, 388 (Fed. G r. 1983)), and the exam ner has not

6
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expl ai ned why this specification disclosure would support her
contrary perspective.

In sunmary, we have not sustained either the 8 112 or the
8§ 103 rejections of clainms 9, 11 and 18 through 25 which the

exam ner has advanced on this appeal.
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The decision of the exam ner i s reversed.

REVERSED

EDWARD C. KI M.I N
Adm ni strative Patent Judge

BOARD OF PATENT

BRADLEY R GARRI S APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PAUL LI EBERVAN
Adm ni strative Patent Judge
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Frank J. Jordan
Jordan and Hanburg
122 East 42nd Street
Suite 3303

New York, NY 10168
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APPENDI X

9. A net hod for nolding a product fromrecycled plastic
whi ch has been presorted, conprising the steps of:

kneadi ng the recycled presorted plastic substantially
continuously so that it is sinultaneously comm nuted, m xed,
heat ed, nelted and honogeni zed;

passi ng the kneaded plastic to an internedi ate buffer
reservoir;

internedi ately storing the kneaded plastic at a
controlled tenperature in said internedi ate buffer reservoir

suppl ying the kneaded plastic, after said internedi ate
storage, to injection nolding equipnent;

nol di ng said kneaded plastic into a product in said
i njection nolding equi pnent, said nolding step being affected
intermttently; and

af fecting quasi-continuous flow of plastic material from
sai d kneadi ng step, said passing step, said internedi ate
storing step, and said supplying step with said internedi ate
storing step conpensating for the difference in the plastic
material flowing fromstep to step.
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