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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Bef ore URYNOW CZ, JERRY SM TH and GROSS, Adnini strative Patent
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JERRY SM TH, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clainms 1-17, which constitute

all the clains in the application.

1 Application for patent filed August 24, 1994.
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The di scl osed invention pertains to a deadbolt
receptacle unit for receiving a deadbolt cylinder in a
deadbolt receiving slot. The receptacle unit has a detecting
unit formed therein for detecting the presence of the deadbolt
cylinder in the receiving slot. A non-audible signal is
generated to indicate that the deadbolt cylinder is present in
the receiving slot. The signals can be nonitored for a
plurality of receptacle units so each of the dead-bolts can be
nmonitored froma single |ocation

Representative claim1l is reproduced as foll ows:

1. A dead-bolt receptacle unit, conprising:

a dead-bolt receiving slot into which a dead-bolt
cylinder is inserted,;

a dead-bolt detecting unit formed in the dead-bolt
receptacle unit, the dead-bolt detecting unit detecting a
presence of the dead-bolt cylinder in the dead-bolt receiving
sl ot, and generating a non-audi bl e dead-bolt detecting signal
based on the detected presence of the dead-bolt cylinder in
t he dead-bolt receiving slot.

The exam ner relies on the follow ng references:

Jam son 4,178, 587 Dec. 11, 1979
Heaton et al. (Heaton) 5,111,184 May 05, 1992
Pease, Jr. et al. (Pease) 5,311, 168 May 10, 1994
G eenwal dt 5,499, 014 Mar. 12, 1996

(filed July 01,
1994)



Appeal No. 97-0655
Appl i cation 08/294,913

The follow ng rejections have been maintained fromthe
final rejection:

1. Cdainms 1, 4 and 13-17 stand rejected under 35
U S C 8§ 103 as bei ng unpat entabl e over the teachings of
Pease taken al one.

2. Cainms 2, 3 and 5-12 stand rejected under 35 U S. C

8 103 as being unpatentabl e over the teachings of Pease in
vi ew of Heat on.

The followi ng new rejections were nmade in the
exam ner’s answer:

3. Cains 13-17 stand rejected under 35 U.S.C. § 103
as bei ng unpatentabl e over the teachings of Pease in view of
G eenwal dt.

4. Caim1l stands rejected under 35 U.S.C. § 102(b) as
bei ng antici pated by the disclosure of Jam son.

Rat her than repeat the argunments of appellant or the
exam ner, we make reference to the briefs and the answer for
the respective details thereof.

CPI NI ON

We have carefully considered the subject matter on

appeal, the rejections advanced by the exam ner and the
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evi dence

of anticipation and obvi ousness relied upon by the exam ner as
support for the rejections. W have, |ikew se, reviewd and
taken into consideration, in reaching our decision, the

appel lant’s argunents set forth in the briefs along with the
exam ner’s rationale in support of the rejections and

argument s

in rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the obviousness evidence relied upon and the
| evel of skill in the particular art would not have suggested
to one of ordinary skill in the art the obviousness of the
invention as set forth in clains 1-17. However, we are also
of the view that the invention as broadly recited in claim1
is fully net by the disclosure of Jam son. Accordingly, we
affirmin-part.

In rejecting clains under 35 U . S.C. 8§ 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@2d 1596, 1598 (Fed. Cr. 1988). 1In
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so doing, the exam ner is expected to nmake the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to

nodi fy the prior art or to conbine prior art references to
arrive at the clainmed invention. Such reason nust stemfrom
sone teaching, suggestion or inplication in the prior art as a
whol e or know edge generally avail able to one having ordi nary

skill in the art. Uniroval ., Inc. v. Rudkin-Wley Corp., 837

F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed. Cr.), cert.

deni ed, 488 U. S. 825 (1988); Ashland O 1l, Inc. v. Delta Resins

& Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657, 664

(Fed. Cir. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. G
1992) .
1. The rejection of clains 1, 4 and 13-17 under

-5-



Appeal No. 97-0655
Appl i cation 08/294,913

35 U.S.C. §8 103 as unpatentabl e over Pease taken
al one.

Wth respect to this rejection, appellant has
indicated that clains 1 and 4 stand or fall together as one
group and clains 13-17 stand or fall together as a second
group [brief, page 4]. Therefore, we will consider this
rejection only with respect to independent clains 1 and 13.

Wth respect to i ndependent claim 1, the exam ner
observes that Pease discloses an alarmin which a non-audible
i ndi cator displays the status of the alarmas well as the
position of the deadbolt. For purposes of this observation,
it should be noted that the non-audible indicator of Pease is
considered to be the flashing circuit 26 and |ight source 32
[answer, page 4]. The exam ner al so notes that the enbodi ment
of Pease’s invention shown in Figure 5 shows the use of a
magnet nounted in doorfrane 80 for detecting the presence of
the deadbolt. Figure 5 of Pease illustrates that the nagnet
80 is located in a recess of the door frame which is aligned
with the deadbolt |ock assenbly. The exam ner al so observes
t hat Pease di scl oses one deadbolt detector |ocated in the |ock

assenbly (deadbolt nechanism 16) and a second deadbol t
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detector located in the receptacle unit (magnet 80) [answer,
page 5]. Regardless of these teachings just noted, the

exam ner also maintains that any | ocation of the deadbolt
detecting unit would have been obvi ous. Appel | ant
devotes a |large portion of the brief to arguing that the

obj ectives of Pease and appellant’s invention are
substantially different. Although we recognize the different
ci rcunst ances for which appellant’s invention and Pease’s
devi ce

wer e designed, a case for obviousness cannot be overcone by
sinply noting the different intended uses for a clained
invention and the prior art. Appellant does ultimtely assert
that the different objectives between the present invention
and the system of Pease result in two significant structural

di fferences between Pease and the present invention.

First, appellant argues that Pease does not teach that
t he deadbolt detecting unit is formed in the deadbolt
receptacle unit as clained [brief, pages 8-9]. As we noted

above, the exam ner has viewed the magnet 80 of Pease as
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satisfying this [imtation of the claim After a careful
consi deration of the disclosure and drawi ngs of Pease, we
agree with appellant that magnet 80 cannot neet the
recitations of claiml1. First, it can be seen fromFigure 5
of Pease that magnet 80 only works with switch 22' when the
deadbolt is outside the receptacle (unlocked condition). That
i's, when the deadbolt is in the |locked position, switch 14 is
in the dashed position of Figure 5 and switch 22' and magnet
80 are disconnected fromthe device. Second, magnet 80 works
in conjunction with switch 22' and not with deadbolt 18.
Figure 7B of Pease clearly shows that the switch 22' and the
deadbolt 18 are not axially aligned.

Therefore, magnet 80 only determ nes when switch 22' is near
the magnet and is not related in any way to the condition of
the deadbolt in the receptacle unit. Basically, magnet 80
only determnes if the door has been opened fromits closed

condition when the deadbolt is in the unl ocked position.

From t he above di scussion, it is clear that Pease does

not teach a unit fornmed in the receptacle unit for detecting
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the presence of the deadbolt cylinder in the deadbolt

receiving slot as recited in claim1. The exam ner has al so

essentially concluded that the | ocation of the detecting unit
i s an obvi ous design choice and that there is no discl osed
advantage to the placenent within the receptacle unit as

clai med. Appellant responds that he has disclosed the
benefits of placing the detecting unit wthin the deadbolt
receptacle unit, and the exam ner has pointed to no teaching
whi ch suggests this placenent [reply brief, pages 2-3].

We agree with appellant. The exam ner has di sm ssed a
key feature of appellant’s clainmed invention as being obvi ous
even though there is not the slightest hint in the applied
prior art that the clained feature woul d have been desirable
or advantageous. W are not inclined to permt the exam ner
to
di spense with the requirenent that the exam ner present
evi dence to support conclusions of obviousness. It appears to
us that the exam ner has decided that the invention is so
sinple that any related prior art teaching would be sufficient
to support a hol ding of obviousness. Although we agree that
the clained invention is relatively sinple, the exam ner has
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sinply failed to address the specific [imtations of the
invention as set forth in independent claiml1l. Therefore, we
do not sustain this rejection of clains 1 and 4.

Wth respect to independent claim 13, this claimis
simlar to independent claim1l except that it recites a
plurality of deadbolt receiving units and an RF transmtter
for sending sensed deadbolt signals to a single indicator.
The exam ner essentially applies Pease in the same manner as
consi dered above and asserts that plural devices and
wirel ess transm ssion woul d have been obvious to the artisan
[ answer, page 8].

Pease fails to teach or suggest the invention of claim
13 for the sane reasons di scussed above with respect to claim
1. Additionally, there would be no basis to add plural
devices or wireless transm ssion to the Pease device. The
Pease device is designed to alert an intruder at the |ocation
of the I ock that
the alarmsystemis present. A plurality of such devices and
a central indicator woul d defeat the very purpose for which
Pease was designed. Therefore, we do not sustain this
rejection of clains 13-17.
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2. The rejection of clainms 2, 3 and 5-12 under
35 U.S.C. §8 103 as unpatentabl e over Pease in
vi ew of Heat on.

These clains all recite the feature of the deadbolt
detecting unit |located within the deadbolt receptacle unit for
detecting the presence of the deadbolt cylinder in the
deadbolt receptacle unit. As discussed above, Pease al one
does not teach or suggest this feature of the clained
i nvention. Heaton was cited by the exam ner as a teaching of
an optical receiver. Since Heaton does not overcone the
deficiencies of Pease discussed above, we do not sustain this
rejection of the clains.

3. The rejection of clainms 13-17 under 35 U.S.C
8 103 as unpatentabl e over Pease in view of
G eenwal dt .

This rejection was added as a new ground of rejection
in the exam ner’s answer. G eenwal dt was added to the
previ ous rejection based on Pease taken alone to support the
exam ner’s position that a plurality of transmtters would
have been obvious. G eenwal dt does not overcone the
deficiencies of Pease

di scussed above. Additionally, a plurality of RF transmtters
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as recited in independent claim13 would destroy the very
pur pose for which Pease was desi gned as di scussed above.
Therefore, we do not sustain this rejection of clains 13-17.

4. The rejection of claim1 under 35 U S. C
§ 102(b) as being anticipated by Jam son.

Anticipation is established only when a single prior
art reference discloses, expressly or under the principles of
i nherency, each and every el enent of a clainmed invention as
wel | as disclosing structure which is capable of perform ng

the recited functional limtations. RCA Corp. v. Applied

Digital Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. Cir.); cert. dismssed, 468 U S. 1228 (1984); WL.

Gore and Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,

1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert. denied, 469

U S. 851 (1984).
The exam ner indicates how he “reads” claim1 on
Jam son on page 10 of the answer. Appellant argues that
Jam son is simlar to Pease and suffers the sane deficiencies

[reply brief]. Appellant also argues that Jami son is directed
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to an al arm system and, therefore, has a different operation
than the cl ai nmed invention.

At the outset, we observe that any differences between
Jam son and the disclosed invention based on purpose and
function are not relevant to this rejection under 35 U S.C. 8§
102. The only question we nust consider is whether all the
structural details of claiml1l are present in the disclosure of

Jam son. W

note that swtch body 28 of Jam son is designed to receive a
deadbol t cylinder therethrough [colum 3, lines 50-52].
Therefore, switch body 28 is a deadbolt receptacle unit.

State control neans 26 is formed in switch body 28 and detects
the presence of the deadbolt in switch body 28. The signal in
Jam son is disclosed to be either audible or silent (non-

audi ble) [colum 1, line 25]. Thus, we agree with the

exam ner that all the details of independent claiml are fully
met by the structure disclosed by Jam son. Appellant’s reply
brief does not point to any limtation of claim1l which is not
met by the disclosure of Jam son. Therefore, we sustain the
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rejection of claim1 based on Jam son.

In summary, we have not sustained any of the
exam ner’ s obviousness rejections of the clainms based on
Pease, Heaton and G eenwal dt. However, we have sustained the
rejection of claiml based on Jam son. Therefore, the
deci sion of the exam ner rejecting clainms 1-17 is affirmed-in-

part.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

STANLEY M URYNOW CZ, JR )
Adm ni strative Patent Judge )
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)

|
JERRY SM TH ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND

) | NTERFERENCES

)

)
ANI TA PELLMAN GROSS )

Adm ni strative Patent Judge

N—r
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bl on, Spivak, Mdelland, Mier
and Neust adt

1755 Jefferson Davis Hwy.

Fourth Fl oor

Arlington, VA 22202

JS/ ki
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