TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 17

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte EDMUND D. D S| LVA
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Appl i cation 08/ 359, 6641

ON BRI EF

Bef ore FRANKFORT, STAAB and CRAWFORD, Adnini strative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of claims 1 through 8 and 18 through 20. dains 9
through 17, the only other clainms remaining in the

appl i cati on,

ppplication for patent filed Decenber 20, 1994.
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have been withdrawn from further considerati on under 37 CFR

8§ 1.142(b) as being directed to a non-elected invention.?

Appel lant's invention as represented in the clains before
us on appeal relates to a systemfor marking a contai ner
subjected to a process to indicate the status of the
container. Mre specifically, as explained on page 1 of the
speci fication, the systeminvol ves

mar ki ng and/ or identifying a disposable plastic bag

or container having an interior for holding a

m xture of nethylene blue and a bl ood conponent,

such as plasnma. The system marks the bag to

i ndi cate whet her the bag has been subjected to a

process, such as an illum nation process, used to

treat the m xture, such as for sterilization

I ndependent claim1l1 is representative of the subject
matter on appeal and a copy of that claimappears in the

Appendi x to appellant's brief.

The prior art references of record relied upon by the

2 aim1 was anended subsequent to the final rejection in a paper filed
May 15, 1996 (Paper No. 9). According to the advisory action (Paper No. 10,
mai | ed May 23, 1996), this amendnent corrected the § 112 problemnnoted in the
final rejection and was to be entered upon the filing of the appeal. W note,
however, that this anendnent has not as of yet been clerically entered.
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exam ner in rejecting the appeal ed cl ains are:

Al fandar i 2,547, 242 Apr .
03, 1951

Hy men 4, 656, 907 Apr. 14,
1987

G ark 4,936, 175 Jun. 26,
1990

Clainms 1 through 7, 18 and 19 stand rejected under 35
U S. C 8§ 103 as being unpatentable over Cark in view of

Al f andari .

Claims 8 and 20 stand rejected under 35 U.S.C. §8 103 as
bei ng unpatentable over Cark and Al fandari as applied to

claims 1 and 18 above, and further in view of Hymen.

Rat her than reiterate the examner's full statenent of
t he above-noted rejections and the conflicting viewpoints
advanced by the exam ner and appel |l ant regardi ng those
rejections, we nake reference to the exam ner's answer (Paper

No. 13, nmiled Septenber 5, 1996) for the exam ner's reasoning
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in support of the rejections, and to appellant's brief (Paper
No. 12, filed August 14, 1996) for appellant's argunents

t her eagai nst .

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellant's specification and clai ns,
to
the applied prior art references, and to the respective
positions articul ated by appellant and the exam ner. As a
consequence of our review, we have made the determ nations
whi ch foll ow

Turning first to the examner's rejection of clains 1
through 7, 18 and 19 under 35 U.S.C. 8§ 103, we note that the
exam ner urges (answer, page 3) that Cark shows a punching
system having all the recited |limtations, except for a
wor kpi ece hol der (neans for holding) that is inside a housing
for the cutting/punching process, but outside the housing for
wor kpi ece | oading. To address this difference the exam ner
| ooks to Alfandari, taking the position (answer pages 3-4)that

Al fandari shows that it is well known to have a tray
(39) having a tool passageway (47), said tray (39)
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bei ng slidable into a housing (defined by walls 52,

52, 53, 54, 10) for cutting in order to protect the

operator (see lines 22-43 of colum 1). It would

have been obvious to one of ordinary skill in the

art to have nodified Cark by making the workpiece

hol der (tray 23 with apertures) novable froma

position outside a housing to a position inside the

housi ng, as taught by Al fandari, in order to shield

the operator from possible contact with the cutting

el enents, while naintaining the easy workpi ece

| oading. dark's punches could extend thru the

housi ng from above, since Al fandari teaches a too

(23) that extend through the housing.

Li ke appellant (brief, pages 5-8), we are of the opinion
that the exam ner’s above position is based on inperm ssible
hi ndsi ght gl eaned from appell ant’s own di scl osure and not from
any fair teaching or suggestion found in the applied prior art
references thenselves. 1In this regard, we consider that the
exam ner has used appellant’s own disclosure and the clai nmed
invention itself as a blueprint for piecing together unrel ated
el enments fromdi sparate references in the prior art so as to
defeat patentability of the systemdefined in appellant’s

i ndependent clains 1 and 18 on appeal .

Absent the disclosure of the present application, it is
our opinion that one of ordinary skill in the art woul d not
have been notivated to nodify the printing plate registering
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device of Cark in light of the shoul der pad cutting nmachi ne
of Alfandari so as to arrive at the subject matter set forth
in appellant’s clains 1 and 18 on appeal. G ven the critica
nature of the alignnment between the masking flat (97) carrying
the image to be printed and the printing plate (99) in dark
(see colum 1 therein) and the inportance of having the
operator confirm such

al i gnnment, we see no way that one of ordinary skill in the art
woul d have been notivated to make a conbination |ike that
suggested by the exam ner. Moreover, we see no problemin

C ark

of the operator being exposed to a cutting operation as
mentioned in Al fandari, and thus no reason to enploy the
receptor (36) of Alfandari in C ark, where the operator is

al ready shielded fromthe punches (44, 46). Thus, the

exam ner's rejection of

appellant's clains 1 through 7, 18 and 19 under 35 U. S.C. 8§

103 based on dark and Al fandari will not be sustai ned.

We have al so reviewed the patent to Hymmen applied by the

exam ner in the 8 103 rejection of dependent clains 8 and 20.
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However, we find nothing in this reference which would supply
t hat which we have noted above to be lacking in the basic
conmbi nation of Clark and Al fandari. Accordingly, the
examner's rejection of clains 8 and 20 on appeal under 35

US. C 8 103 will |ikewi se not be sustai ned.

As shoul d be apparent fromthe foregoing, the decision of
the exami ner rejecting clainms 1 through 7 and 18 through 20 of

the present application is reversed.

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT
LAWRENCE J. STAAB APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

MURRI EL E. CRAWFORD
Adm ni strative Patent Judge
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