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The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Bef ore FRANKFORT, MCQUADE and NASE, Adninistrative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final

rejection of clainms 1, 3, 5 through 7, 9, 11 through 13, 15,

and 17 through 22, which are all of the clainms remaining in

the application. Cdainms 2, 4, 8, 10, 14 and 16 have been

cancel ed.
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Appel lants’ invention relates to a nethod of preparing
colored roofing granules, a product (i.e., granules) prepared
by that nmethod and a roofing material including granules
prepared by that nethod on a man-nade conposition substrate.
| ndependent clains 1, 7, 13, 19 and 20 are representative of
the subject matter on appeal and a copy of those clains, as
reproduced fromthe Appendi x to appellants’ brief, is attached

to this decision.

The prior art references of record relied upon by the
exam ner as evidence of obviousness of the clained subject

matter are:

Doherty 0, 927, 644 Jul . 13,
1909

Wi ght 2,092, 567 Sep. 7,
1937

Lewis et al. (Lew s) 3,341, 347 Sep. 12,
1967

Addi tional prior art relied upon by the exam ner is



Appeal No. 1997-0569
Application No. 08/150, 559

stated to be appellants’ Admtted Prior Art (APA), as set
forth at

page 5, lines 3-10 of the specification.

Clains 7, 9, 13 and 15 stand rejected under 35 U S.C. §

103 as bei ng unpat entable over Wight in view of Lew s.

Clains 1, 3 and 19 through 22 stand rejected under
35 U.S.C. 8 103 as being unpatentabl e over Wight in view of

Lew s as applied above, and further in view of APA

Clainms 5, 6, 11, 12, 17 and 18 stand rejected under
35 U.S.C. 8 103 as being unpatentable over Wight in view of

Lew s as applied above, and further in view of Doherty.

Reference is made to the answer (Paper No. 32, nuiled
Septenber 4, 1996) for the examner's full reasoning in
support of the above-noted rejections and to appellants’ brief
(Paper
No. 30, filed March 12, 1996) for the argunents thereagainst.
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OPI NI ON
As a prelimnary natter, we note that on page 4 of the

brief appellants have indicated that clains 7, 9, 13 and 15 on
appeal "stand together"™ and that clainms 1, 3, 5, 6, 11, 12 and
17 through 22 "stand together.” In the ARGUVENT section of
their brief appellants have, with respect to the first group
of clains noted above, argued only claim13. Wth regard to

t he second group of clains, appellants have argued only claim

1

Accordingly, we focus our attention on clainms 1 and 13 for
consideration in this appeal, although other of the

i ndependent clains on appeal will also be discussed.

Qur eval uation of the obviousness issues raised in this
appeal has included a careful assessnent of appellants’
specification and clains, the applied prior art, and the
respective positions advanced by appell ants and the exani ner.
As a consequence of our review, we have cone to the

concl usi ons which foll ow
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Looking first at the examner's rejection of clainms 7, 9,
13 and 15 under 35 U. S.C. 8§ 103 based on Wight and Lewi s, we
note that representative claiml1l3 is directed to a roofing
mat eri al which conprises a nman-nade conposition substrate and
granul ated mneral -containing matter formng a surface coating
on said substrate, wherein the granul ated matter conprises
slag having an initial elenmental iron content of about 15%to
about 70% by weight, said iron having been heated to a
tenperature of about 450°C to about 1000°C for a period of
time sufficient to oxidize said iron and cause a change in

color of said granulated nmatter.

According to appellants (brief, page 4), the roofing materi al
of claim13 differs from conventional roofing materials “in

t he manner in which the desired coloration is achieved.”
Appel | ants concede that conventional roofing materials include
granul es which are artificially colored by applying a

pi gnented coating to a base rock material and also that it is
known in the art that base rocks which al ready possess the
desired natural coloration can be used as roofing granul es

wi t hout having to apply a pignented surface coating. By
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contrast, appellants point out that the coloration of the
granul ated matter of claim 13 is not obtained by applying a
pi gnent ed surface coating or by using a naturally col ored
rock, but instead by selecting iron-containing slag as the
granul ated matter and oxidizing the iron contained therein to

achi eve the desired col or.

In rejecting claim13 (and clainms 7, 9 and 15), the
exam ner has taken the position that Wight teaches the use of
m neral granules that are colored red and, nore particularly,
the use of natural rock granules that are col ored throughout
(e.g., red) on man-made conposition roofing substrates.
Wight also teaches the use of a protective coating of
transparent varnish on the granules, which varnish includes a
smal | anpunt of pignent therein having the sanme color as the
natural colored rock granules. Lewis is relied upon as
teaching (col. 1, lines 38-43) the use of various iron-
containing ores to produce red iron oxide pignents by roasting
the iron-containing ores. In the examner’s opinion, it would
have been obvious to one of ordinary skill in the art to form
red col ored roofing granules that are colored throughout by

6
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heating iron mnerals in view of the teachings of Wight to
use red mneral granules that have natural color throughout
and the teaching of Lewwis to formred mneral particles (i.e,

iron oxide particles) by heating iron-containing mnerals.

Appel l ants urge that the collective teachings of the
prior art references relied upon by the exam ner teach or
suggest only that roasted iron oxide pignents may be used in a
surface coating |ike that described in Wight to provide the
desired coloration for roofing granules. From appellants’
perspective, nothing in the applied references teaches or
suggests a roofing material wherein coloration of the roofing
granul es is obtained by using iron containing slag as the
roofing granul es and oxidizing the iron to achieve the desired

coloration by the process set forth in the clains on appeal.

Wiile it is true that the references relied upon by the
exam ner do not teach appellants’ specific nethod of making
roofing granules by heating granulated iron-containing slag to
a tenperature in the clained range and for a period of tine
sufficient to oxidize said iron and cause a col or change of

7
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the granul ated slag material, we note that independent clains
7 and 13 on appeal are “product-by-process” clains and that,
in our opinion, the product-by-process Iimtations therein do
not serve to distinguish the clained product (claim?7) or
roofing material (claim13) fromthe naturally colored red
(e.g., iron oxide) roofing granules disclosed or suggested in
Wight or the prior art roofing material disclosed in Wight
that would utilize only naturally occurring red (e.g., iron
oxi de) granules as a surface coating on a man-nmade conposition
substrate. The patentability of a product-by-process claimis
based on the product itself, and such claimis unpatentable
over a product made obvious by the prior art even if the
product of the claimis nmade by a different process. See In
re Thorpe, 777 F.2d 695, 697, 227 USPQ 964, 966 (Fed. Cr
1985); In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 ( CCPA

1972); and Ex parte Edwards, 231 USPQ 981, (Bd. Pat. App. &

Int. 1986). As was indicated by the Court in Brown, 459 F. 2d

at 535, 173 USPQ at 688:

When the prior art discloses a product which
reasonably appears to be either identical with or
only slightly different than a product clained in a

8
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product - by-process claim a rejection based

alternatively on either section 102 or section 103

of the statute is emnently fair and acceptabl e

[ because] [a]s a practical matter, the Patent Ofice

is not equi pped to manufacture products by the

myriad of processes put before it and then obtain

prior art products and make physical conparisons

t herew t h.

The burden in this type of situation is on the appellants
to present evidence from which the exam ner could reasonably
conclude that the claimed product differs in kind fromthe
product of the prior art, thus denonstrating the unobvious
character of the clained subject matter (i.e., product) over
the cited reference or references. No such evidence was
offered in this case. Appellants have provi ded no evidence to
show that the granules of claim7 on appeal or the roofing
material of claim13 are in any way different in kind fromthe
naturally occurring red colored (e.g., iron oxide) rock
roofi ng granul es disclosed or suggested in Wight and Lewi s or
a roofing material as in Wight which would use only those
naturally occurring red rock granules as a coating on a man-
made conposition substrate. W see no reason why appellants’
artificially produced iron oxide roofing granules or a roofing

mat eri al using such granules would in any neani ngful way be
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different fromroofing granules produced fromnaturally

occurring red iron oxide ores or slag, or a roofing materi al

usi ng such natural colored rock granules.

Accordingly, we are led to conclude that the exam ner has

made out a prima facie case of obviousness here with regard to
i ndependent clains 7 and 13 on appeal, and that appellants
have failed to submt evidence to refute that case. Thus, we
will sustain the examner's rejection of clains 7 and 13 under
35 U S.C. §8 103, and also that of clainms 9, 11, 12, 15, 17 and
18 whi ch depend therefrom and have not been separately argued

by appel | ants.

| ndependent claim1 on appeal is directed to a nmethod of
preparing colored roofing granules of a desired size range
fromiron-containing slag. That nethod involves heating the
iron-containing slag granules to a tenperature of from about
450°C to about 1000°C and maintaining that tenperature for a
period of tinme sufficient to cause oxidation of said iron and
to thereby effect a desired color change in the granules, thus
formng the colored roofing granules. Wile, as urged by the

10



Appeal No. 1997-0569
Application No. 08/150, 559

exam ner, it may have been obvious to one of ordinary skill in
the art to size the natural colored rock roofing granul es of

Wight to be in the apparently standard size range clai ned by
appel l ants, we see nothing in Wight or Lewis which teaches or
suggests appellants’ particular nethod as set forth in claiml

on appeal for nmaking colored roofing granul es.

Wi ght discloses or suggests using properly graded
natural colored rock granules or such granules that are
further coated with a protective layer of tinted varnish as
roofing granules. Lew s discloses producing iron oxide
pignents by roasting relatively pure iron ores to drive off
vol atile matter, thus converting the natural ore to a natural
iron oxide pignent. As is urged by appellants, the collective
teachi ngs of the applied references may have provided
notivation or suggestion for one of ordinary skill in the art
to use a pignent as produced in Lewis (col. 1) as the coloring
agent for the varnish used in Wight, but in no way teach or
suggest appellants’ clainmed nethod of nmaking col ored roofing
granules. As for the process that is the subject of the Lew s
patent, that process for preparing an iron oxide pignent is

11



Appeal No. 1997-0569
Application No. 08/150, 559

also entirely different than the process or nethod of

preparing col ored roofing granul es cl ai med by appel | ants.

In light of the foregoing, we will not sustain the
examner’s rejection of method claim1 under 35 U.S.C. § 103
based on Wight, Lewis and the APA. The exami ner’s rejections
of dependent clains 3, 5 and 6 under 35 U.S.C. § 103 will also
not be sustained. The examiner’s reliance on Doherty with
regard to clainms 5 and 6 on appeal does nothing to account for
t he deficiencies we have noted above in the basic conbination

of Wight, Lewis and the APA

Looking to the examner’s rejection of clainms 19 through
22 under 35 U.S.C. 8 103, we note that these clains are al so
product - by- process clains and, like clains 7, 9, 11, 12, 13,
15, 17 and 18 above, do not define over the naturally col ored
red (e.g., iron oxide) roofing granules disclosed or suggested
in Wight and Lewis or the prior art roofing materi al
di sclosed in Wight that would utilize only such naturally
occurring red (e.g., iron oxide) granules as a surface coating
on a man-made conposition substrate. 1In reaching this
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conclusion, we agree with the examner that it would have been
obvi ous to one of ordinary skill in the art at the tinme of
appel lants’ invention to select a known proper size for the
roofing granules of Wight, which size of roofing granul es
would fall within the apparently standard size range broadly
set forth in appellants’ clains 19 through 22 on appeal .
Appel l ants’ specification (page 5, lines 3-10) does at |east
inmply that the sizing of roofing granules is within the skil

| evel of one of ordinary skill in the art, and Wi ght

di scloses (col. 1, lines 7-10), or at |east suggests, that
roofing granul e manufacturers have “properly graded” or sized
roofing granules for many years. Again, we note that the
patentability of a product-by-process claimis based on the
product itself, and such claimis unpatentable over a product
made obvious by the prior art even if the product of the claim
is made by a different process. Thus, absent evidence by
appellants to show that the granules of clains 19 and 21 on
appeal or the roofing material of clains 20 and 22 are in any
way different in kind fromthe naturally occurring red col ored
(e.qg., iron oxide) rock roofing granul es suggested in Wi ght
and Lewis or a roofing material as in Wight which would use
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only those naturally occurring rock granules as a coating on a
man- made conposition substrate, we will sustain the exam ner's

rejection of claim19 through 22 under 35 U. S.C. § 103.

To summari ze, we note that the decision of the exam ner
to reject product-by-process clains 7, 9, 11, 12, 13, 15 and
17 through 22 under 35 U.S.C. 8 103 has been affirmed, while
the decision to reject nmethod clainms 1, 3, 5 and 6 under 35
U.S.C. § 103 has been reversed. The decision of the exam ner

is, accordingly, affirnmed-in-part.

No tinme period for taking any subsequent action in

connection wth this appeal may be extended under

37 CFR § 1.136(a).

AFFI RVED- | N- PART

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

N N N N N

BOARD OF PATENT

14



Appeal No. 1997-0569
Application No. 08/150, 559

JOHN P. MCQUADE

Adm ni strative Patent Judge APPEALS AND

JEFFERY V. NASE

)
)
)
) | NTERFERENCES
)
)
Adm ni strative Patent Judge )

CEF: | nb

M CHAEL B. HURD
SHOCK, HARDY & BACON
1200 MAI'N

KANSAS CI TY, MO 64105
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APPENDI X

1. A method of preparing colored roofing granules from
granul ated m neral -containing matter conprising slag having an
iron content of about 15%to about 70% by wei ght and being
sized so that approximtely 100% of said granul ated matter
wi |l pass through a nunber 8 U S. Standard Sieve and no nore
than approximately 2% w || pass through a nunber 40 U. S.
Standard Si eve, said nethod conprising the steps of:

heating said granules to a tenperature of from about
450°C to about 1000°C; and
mai ntai ning said tenperature for a period of tine
sufficient to cause oxidation of said iron to effect a
col or change in said granules and thereby formsaid
col ored roofing gr anul es.

7. A product for use in providing a surface coating for

conposition roofing materials, said product conpri sing:
granul ated m neral -containing matter conprising slag
having an initial elenmental iron content of about 15%to

about 70% by weight, said iron having been heated to a
tenperature of about 450°C to about 1,000°C for a period of
time sufficient to cause oxidation of said iron and produce a
change in color of said matter

13. A roofing material conprising:

a man- made conposition substrate; and

a granul ated mneral -containing matter formng a
surface coating for said substrate,

said matter conprising slag having an initial
el ement al
iron content of about 15%to about 70% by weight, said iron
havi ng been heated to a tenperature of about 450°C to about
1,000°C for a period of time sufficient to oxidize said iron
and cause a change in color of said nmatter.
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19. A product for use in providing a surface coating for
conposition roofing materials, said product conpri sing:
granul ated m neral -containing matter being sized so
that approximately 100% of said granulated matter will pass
t hrough a nunber 8 U S. Standard Sieve and no nore than
approximately 2% w ||l pass through a nunber 40 U. S. Standard
Sieve, said matter conprising slag having an initial elenental
iron content of about 15%to about 70% by weight, said iron
havi ng been heated to a tenperature of about 450°C to about
1,000°C for a period of time sufficient to oxidize said iron
and cause a change in color of said matter.

20. A roofing material conprising:

a man- made conposition substrate; and

a granul ated mneral -containing matter formng a
surface coating for said substrate,

said matter being sized so that approximtely 100%
of said granul ated matter will pass through a nunber 8 U. S.

Standard Sieve and no nore than approximately 2% w | pass

t hrough a nunber 40 U. S. Standard Sieve, said matter
conpri sing slag having an initial elenmental iron content of
about 15%to about 70% by wei ght, said iron having been
heated to a t enperature of about 450°C to about 1,000°C
for a period of time sufficient to oxidize said iron and
cause a change in color of said matter.



