TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of claims 1 through 13, which are all of the clains
pending in this application.

BACKGROUND

The appellant's invention relates to a light sensitive
silver halide material having a protective |ayer. According
to appellant, a protective antistress gelatin |ayer containing
a synthetic clay is enployed with a pol yoxyal kyl ene antistatic

agent added as part of that layer or, alternatively, with the
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pol yoxyal kyl ene antistatic agent added in a separate outer
| ayer. The protective layer(s) are alleged to preserve the
antistatic properties of the photographic material after a
| ong storage period with the avoi dance of water spot defects
and sticking problens associated with photographic materials
(specification, page 3). Claim1, the only independent claim
on appeal, is reproduced bel ow.

1. A photographic silver halide material which conprises
a support and on one or both sides thereof at |east one silver
hal i de enmul sion | ayer and a protective antistress gelatin
| ayer containing a synthetic clay wherein the said protective
antistress layer or a gelatin free antistatic afterl ayer,
coated over said antistress |layer conprises a pol yoxyal kyl ene
conmpound as an antistatic agent.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Chen et al. (Chen) 4,610, 955 Sep. 09,
1986

Timerman et al. (Ti nmerman) 5, 252, 445 Cct .
12, 1993

Clainms 1-13 stand rejected under 35 U . S.C. 8§ 103 as being
unpat ent abl e over Chen in view of Ti mrernan.
OPI NI ON
We have carefully considered all of the argunents

advanced by appel |l ant and the exam ner and agree with
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appel l ant that the aforenentioned rejection is not well
founded. Accordingly, we will not sustain this rejection.

Chen di scloses the use of antistatic |layers conpri sing:
(1) a hydrophilic binder such as gelatin; (2) a surface active
pol ynmer including polynerized oxyal kyl ene nononers and (3) a
fluorine containing inorganic salt selected froma specified
group thereof (colum 1, line 55 to colum 2, line 40). The
phot ographi c el enent to be coated by such antistatic |ayer may
conprise a silver halide emulsion (colum 6, |ines 3-32).

Ti mrer man di scl oses the use of solvent-resistant polyner
beads in a covering |layer for a recording material containing
a support, a silver halide containing enulsion | ayer and a
colloidal silica containing antistatic |layer (colum 4, |ines
27-39). Timerman further teaches that mi crocracking in dry
state antistatic |ayers consisting of colloidal silica nay be
counteracted by adding a synthetic clay to such an antistatic
| ayer.

The exam ner correctly recognizes that: (1) Chen does not
di scl ose the use of a synthetic clay in the protective |ayer
(answer, page 2, last line); and (2) Timerman's teachings

regardi ng the use of a synthetic clay and the advant ages
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associated therewith are directed to "... dry state anti -
static layers consisting of colloidal silica" (answer, page
3). The exam ner assunes, however, that an ordinarily skilled

artisan m ght expect... " gelatin, a hydrophilic colloid,
to functionin "... a simlar manner..." to colloidal silica
(answer, page 3).

It is the examner's position that "[b]Jased on this

assunption, one of ordinary skill in the requisite art would

have found it prinma facie obvious to utilize a synthetic clay

in the anti-static |layer of Chen et al. with a reasonabl e
expectation of achieving the sane beneficial results as taught
by Timrernman et al., those being a reduction in mcro-cracking
in the anti-static |layer to help reduce the anount of latera

conductivity in the anti-static |ayer (answer, page 4).
The difficulty we have with the examner's position is

that the proposed nodification of Chen is prem sed on the

exam ner's specul ati on regardi ng what one of ordinary skill in

the art nmay contenpl at e happeni ng when using a synthetic clay

in conbination with the hydrophilic binder in the antistatic

| ayer of Chen. In this regard, it is well settled that a

| egal concl usion of obviousness nust be supported by facts,
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not speculation. In re Warner, 379 F.2d 1011, 1017, 154 USPQ
173, 178 (CCPA 1967), cert. denied, 389 U S. 1057 (1968).

Ti mrer man only di scusses the useful ness of a synthetic clay in
the context of an antistatic |ayer consisting of colloida
silica, not in the context of a antistatic layer including a
specified polyner, a specified fluorine containing salt and a
hydr ophi li ¢ binder (such as gelatin) as used in Chen. The
exam ner has not pointed to where Chen alone or in conbination
wi th Ti mrer man woul d have suggested the use of coll oi dal
silicain their anti-static |layer rather than the conponents
ot herwi se taught by Chen, and in anpbunts such that the
addition of a synthetic clay would have been necessary to
forestall mcrocracking as discussed by Ti nmer man.

| ndeed, our reading of Chen indicates that the disclosed
i nvention therein is prem sed on the use of the conbination of
a specified polyner, a specified fluorine containing salt and
a hydrophilic binder (such as gelatin) as an antistatic
conmposition. References cannot properly be conbined if the
ef fect would destroy the invention on which one of the

reference patents is based. Ex parte Hartnmann, 186 USPQ 366,

367 (Bd. App. 1974).
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To establish a prima facie case of obvi ousness, an
exam ner nust explain why the teachings of the prior art would
have suggested the cl ai med subject nmatter to one of ordinary
skill in the art. See In re Rinehart, 531 F.2d 1048, 1051,
189 USPQ 143, 147 (CCPA 1976). The nere fact that the prior
art could be nodified as proposed by the exam ner is not
sufficient to establish a prina facie case. See Inre Fritch
972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783 (Fed. G r. 1992).
Based on this record, we are not convinced that the
exam ner has net the burden of establishing a prina facie case
of obvi ousness. Accordingly, we will not sustain the stated

rejection.
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CONCLUSI ON

The decision of the exanminer to reject clains 1-13 under
35 U.S.C. 8§ 103 as being unpatentable over Chen in view of
Timerman is reversed.

REVERSED

EDWARD C. KI M.I N
Adm ni strative Patent Judge

BOARD OF PATENT

CHUNG K. PAK APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge
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