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This is a decision on appeal fromthe final rejection of

clainms 16 through 33, all of the clainms pending in the

appl i cation.
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The invention is directed to a receiver (e.g., a pager,
cel lul ar phone, two-way radio, etc.) having a mniature
virtual inmage display and a direct visual display.

Representati ve i ndependent claim 16 is reproduced as
fol |l ows:

16. A portable comuni cations receiver with nultiple
vi sual displays conprising a portable comruni cations receiver
with a mniature virtual inmage display having a view ng
aperture, the mniature virtual inmage display being operably
attached to the receiver and including i mage generation
apparatus for providing a real imge and a fixed optical
system for producing, fromthe real image, a virtual imge
vi ewabl e through the view ng aperture and a direct visual
di spl ay operably attached to the receiver.

The exam ner relies on the follow ng references:

Brennan et al. 4,076, 978 Feb. 28, 1978
( Brennan)

Lowel | 4,115, 870 Sep. 19, 1978

Vi | | a- Real 4,481, 382 Nov. 6, 1984

Vells et al. 5, 023, 905 Jun. 11, 1991
(vells)

Tanielian et al. 5, 051, 738 Sep. 24, 1991

(Tani el i an)

| gaki 5,124,548 Jun. 23, 1992
(filed Sep. 27, 1991)

Clainms 31 and 32 stand rejected under 35 U S.C. § 112,

first paragraph, as relying on a nonenabling disclosure.
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Clains 16 through 33 stand provisionally rejected under
obvi ousness-type doubl e patenting as bei ng unpatentabl e over
claims 1 through 12, 14, 16, 18 and 22 through 24 of copendi ng
Application Serial No. 07/767,178 in view of Lowell.

Clainms 16 through 33 stand further rejected under 35
U S.C 8§ 103. As evidence of obviousness, the exam ner cites
Wells and Lowell with regard to clains 16 through 19, 21, 27,
28, 30 and 33, adding Villa-Real with regard to cl ai m 20,
Brennan with regard to clains 22 through 24, Tanielian with
regard to clains 25, 26, 31 and 32, and lgaki with regard to
cl ai m 29.

Reference is made to the briefs and answers for the
respective positions of appellants and the exam ner.

OPI NI ON

At the outset, we reverse the rejection of clains 16
t hrough 33 under obvi ousness-type doubl e patenting as being
nmoot since the copending Application Serial No. 07/767,178 has
si nce been abandoned.

Turning now to the rejection of clainms 31 and 32 under 35
US C 8§ 112, first paragraph, as relying on a nonenabling

di sclosure, we wll also reverse this rejection for the
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reasons set forth in our earlier decision of August 23, 1996

in the parent application, Serial No. 07/767,178.

The exam ner contends that the clainmed recitation of “the
real image being of a size to require magnification to be
perceivable with the human eye” is not disclosed by applicants
because the recitation of “mniature virtual inage
di splay...which incorporates an extrenely small LED array,” at
page 10, lines 10-11 of the specification, “does not nean the
i mge can not be perceived by human eye” [supplenmental answer-
page 3] because appellants did not specify the size of the
i mge on the chip. However, if a device array is placed on a
single chip, an operation clearly within the skill of an
artisan, it would appear to us that the real inmge woul d be
too snall to be perceived by the human eye, as cl ai ned.

As we said in our earlier decision, if the exam ner had
troubl e understandi ng the claimlanguage in view of the
| anguage enpl oyed in the specification, perhaps the rejection
shoul d have been under the second paragraph of 35 U S.C. 8§
112. In any event, it is clear to us, froma review of the

i nstant disclosure as a whole, that what appellants intend is
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the provision of a real image of such size so as to require
magni fication in order to be clearly seen by a normal hunman
eye. This would appear to have been provided by formng the
array of pixels on a single sem conductor chip and we find no
contention by the exam ner that the skilled artisan would not
have been able to have constructed such a device. W find no
probl em wi t h enabl enent of the invention set forth in instant
clainms 31 and 32.

Finally, we turn to the rejections based on prior art.
Since the propriety of all of the rejections depends on
whet her it was proper to conbine the two primary references to
Wells and Lowel I, we focus on these references.

Wells clearly is directed to simlar subject matter as
the instant clainmed invention in the disclosure, within a
portabl e conmuni cation receiver, of a mniature virtual inmage
di splay [see Figure 4 of Wells] having a view ng aperture,
bei ng operably attached to the receiver and including inmage
generating apparatus [real image of LED display 46 is provided
and | enses 54 and 56, along with housing 52, provide a virtual

i mge] for providing a real inage and a fixed optical system
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[e.g., lens 54] for producing the virtual inmage vi ewable
t hrough a viewi ng aperture.

As the exam ner recogni zes, Wells | acks the clained
“direct visual display operably attached to the receiver.”
This claimlanguage is interpreted to nean a typical display
devi ce, such as shown at 16 in Figure 1A of the instant
application, as opposed to the mniature virtual display
shown, for exanple, at 12 in Figure 1A and as 12' in Figure
2A. Thus, Wells does not disclose the plurality of displays
[a miniature virtual display and a direct visual display]
required by the instant clains.?

The exam ner then turns to Lowell to supply the teaching
mssing in Wlls. Lowell discloses a plurality of displays,
as shown in Figure 1 of that patent. However, we can discern
no reason why the skilled artisan having Wells and Lowel |
bef ore hi nf her woul d have conbi ned the teachings of these
di sparate references in such a nmanner as to arrive at the

instant clainmed subject matter. It is true that Lowell

I'n fact, it is this conbination of displays which
di stingui shes the claimed subject matter of the instant
application fromthat of the parent application Serial No.
07/ 767, 178.
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di scl oses a portable device which has a plurality of displays
and it is true that Wells discloses a portabl e device having a
mniature virtual display. But we find no suggestion to the
artisan to nodify Wells in any way so as to provide for the
conmbi nation set forth in the instant clains where a portable
communi cations receiver has both a mniature virtual display
and a direct visual display. WlIls would have no reason to
include a direct visual display, as clained, because Wlls is
interested in only view ng the virtual

i mge through a display window [e.g., wi ndow 58A in Figure 5].
Well's’” device would have no need for a direct visual display
as cl ai ned.

As appellants state, at page 11 of the reply brief, the
exam ner’s finding of obviousness “at the exact point of
novelty,” i.e., in providing for the plurality of displays, is
not hi ng nore than judicial notice which requires a supporting
citation by the exam ner if chall enged, as the exam ner has
been, by appellants. The exam ner has provided no evi dence of
any reason for providing a direct visual display in Wlls.

The exam ner’s reason for the conbination of Wells and Lowel |,

i.e., “to simultaneously present a different kind of
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informati on on a respective display and a user can be nore
easy to focus on the information [sic]” [suppl enental answer-
page 11] is not persuasive. Wlls doesn’t suggest a need for
any ot her type of display or information and the exam ner’s
reasoni ng appears to be based nore on hindsi ght than on
anything either Wells or Lowell suggests.

Accordingly, we will not sustain the rejection of any
claimunder 35 U S.C. 8 103 since all rejections depend on the
conbi nation of Wells and Lowel|l and the secondary references
to Villa-Real, Brennan, Tanielian and lgaki, relied on by the
exam ner for various other reasons, do not overcone the
deficiencies of the Wells-Lowell conbination.

We have not sustained the rejection of clains 16 through
33 under 35 U.S.C. 8§ 103, nor have we sustained the rejection
of claims 31 and 32 under 35 U.S.C. 8§ 112, first paragraph, or
the provisional rejection of clainms 16 through 33 under
obvi ousness-type doubl e patenting.

Accordingly, the exam ner’s decision is reversed.

REVERSED

Kenneth W Hairston )
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