THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 11

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte THOVAS C. BEHLI NG

Appeal No. 97-0381
Appl i cation 08/ 324, 108!

ON BRI EF

Bef ore STAAB, McQUADE and NASE, Adm nistrative Patent Judges.

McQUADE, Administrative Patent Judge.

DECI SI ON ON APPEAL

This appeal is fromthe final rejection of clains 12 through
17. dains 1 through 11, the only other clains pending in the
application, stand withdrawn from consi deration pursuant to 37

CFR 8 1.142(b) as being directed to a non-el ected invention.

1 Application for patent filed Cctober 14, 1994.
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The subject matter on appeal relates to a nmethod of
manuf acturing a pre-fabricated building wall. daim112 is
illustrative and reads as foll ows:

12. A nethod of manufacturing a wall for a manufactured
bui | di ng, said nmethod conpri sing:

provi ding a rectangul ar frame havi ng opposite plate nenbers
and studs extendi ng between said plate nenbers;

applying glue to said studs and said pl ate nenbers;

pl aci ng wal | board in contact with said glue applied to said
studs and pl ate nenbers;

attaching a rigid rail to said studs to overly and in
contact with the wallboard to urge said wall board agai nst said
studs as said glue cures;? and

removing the rail when said glue has set.

The references relied upon by the exam ner as evidence of

obvi ousness are:

Dawdy 4,069, 640 Jan. 24, 1978
Kuhr 4,757, 663 Jul. 19, 1988

2 The | anguage enpl oyed by the appellant to define the
“attaching” step in claim12 is obviously garbled and is
deserving of correction in the event of further prosecution
bef ore the exam ner.
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Clains 12 through 17 stand rejected under 35 U.S.C. 8§ 103 as
bei ng unpat entabl e over Kuhr in view of Dawdy.?3

Reference is nmade to the appellant’s main and reply briefs
(Paper Nos. 7 and 9) and to the exam ner’s answer (Paper No. 8)
for the respective positions of the appellant and the exam ner
with regard to the nerits of this rejection.

Kuhr di scl oses a nmethod of manufacturing a building wall or
partition 60. Wth reference to Figure 6, Kuhr states that

the partition 60 is built by connecting the fl oor

runner 61 and the ceiling runner 62 with the end studs

63 and the internedi ate studs 64, and attaching the

wal | board 66 to the resulting framework. . . . The

wal | board 66 may be attached to the studs 63 and 64 and

to the runners 61 and 62 by the screws 68 or an

adhesive [colum 3, lines 11 through 25].

As inplicitly conceded by the exam ner (see pages 3 and 4 in
the answer), Kuhr does not teach and woul d not have suggested a
wal I manufacturing nmethod having the rigid rail attaching and

removi ng steps specified in appealed claim12. |ndeed, Kuhr does

not di scl ose any such “bracing” steps.

3 This ground of rejection was applied to clains 13 and 14
for the first time in the exam ner’s answer (Paper No. 8). The
rejection of clainms 13 and 14 which had been set forth in the
final rejection (Paper No. 5) has been wi thdrawn by the exam ner
(see page 5 in the answer).
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Dawdy di scl oses a wall manufacturing nmethod wherein
wal | board 14 is adhered to a stud 12 by adhesi ve beads 30. As
descri bed by Dawdy,

the wal | boards 14 are pl aced agai nst the adhesi ve beads
30 in the manner known in the art. The wallboard is
tenporarily braced to hold it firmy against the
adhesi ve bead[s], while adhesive devel ops a strong
bond, all in accordance with the nmethods known in the
art. After the adhesive has set, any tenporary bracing
is renoved, and the wall board 14 remai ns adhered to the
stud 12 [colum 2, lines 3 through 10].

According to the exam ner

it would be [sic, would have been] obvious to one of
ordinary skill in the art at the tinme the invention was
made to provide the nethod of Khur [sic, Kuhr] with the
[ braci ng] steps of Dawdy to ensure a rigid attachnment

of the wallboard to the studs and plate nenbers. It is
[sic, would have been] al so obvious to one of ordinary
skill in the art that the bracing neans could be of any

formto ensure said glue is set properly on severa

wal | boards to a frame. The specific device used is a
matter [of] choice [answer, pages 3 and 4].

Rej ections based on 35 U.S.C. 8 103 nust rest on a factual

basis. 1n re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177-78

(CCPA 1967). In making such a rejection, the exam ner has the
initial duty of supplying the requisite factual basis and may
not, because of doubts that the invention is patentable, resort
to specul ati on, unfounded assunptions or hindsight reconstruction

to supply deficiencies in the factual basis. 1d.
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In the present case, the conbined teachings of Kuhr and
Dawdy do not provide the factual basis necessary to support a
conclusion that the subject matter recited in claim 12 would have
been obvious within the nmeaning of 35 U S.C. §8 103. As noted
above, Kuhr does not teach and woul d not have suggested a wall
manuf acturing nethod having the rigid rail attaching and renoving
steps recited in appealed claim12. Arguably, Dawdy’s rather
broad teaching of tenporarily bracing a wallboard to a stud until
t he adhesi ve therebetween sets and then renoving the bracing
woul d have suggested the addition of simlar steps to Kuhr’s
met hod. There is nothing in the conmbi ned teachi ngs of these
ref erences, however, which would have suggested the addition to
Kuhr’s nmethod of the specific “bracing” steps required by claim
12, to wit: “attaching a rigid rail to said studs to overly and
in contact with the wall board to urge said wall board agai nst said
studs as said glue cures; and renoving the rail when said glue
has set.” The exam ner’s conclusion that these particul ar
[imtations woul d have been obvious matters of choice is based,
not on fact, but on specul ation, unfounded assunptions and a

hi ndsi ght reconstruction of the appellant’s invention.
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In this light, we shall not sustain the standing 35 U.S. C.
8 103 rejection of independent claim 12 or of clainms 13 through
17 which depend therefrom

The decision of the examner is reversed.

REVERSED

LAWRENCE J. STAAB
Adm ni strative Patent Judge

JOHN P. McQUADE
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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