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ON BRI EF

Before PAK, WALTZ, and KRATZ, Adninistrative Patent Judges.
KRATZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of claims 6 through 11, which are all of the clains
pending in this application.

BACKGROUND

Appel lants' invention relates to an aqueous cl eani ng

conposition useful for hair washing or rinsing while inproving
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“ the fullness and stylability of hair . . .~
(specification, page 3). According to appellants, the
conposition is directed to the problem of providing an aqueous
cl eani ng conposition that would “conbi ne high foam ng power
with a mniml effect on the skin” while dimnishing “.
t he snmoot hness of dry hair w thout making the hair tacky and
W t hout any adverse effect on its wet conbability[sic,
conpatability]” (specification, pages 2 and 3). The cl ai ned
conposition conprises four conponents in the follow ng wei ght
percent anounts:
(A) about 1-50% of a specified class of anionic surfactant(s);
(B) about 0.5-10% of one or nore al kyl glycosides of a
speci fied fornul a;
(C about 0.1-5% of an anionic polyner; and
(D) about 35-98. 4% wat er;
with the additional proviso that the sum (in respective wei ght
percents) of conmponents B and Cis no greater than conponent
A

Claim®6, the only independent claimon appeal, is

r eproduced bel ow.
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6. An aqueous cl eaning conposition conprising: (A) from
about 1 to about 50% by wei ght of one or nore anionic
surfactants having 1 or 2 lipophilic groups each of which has
from1l to 22 carbon atons and a polar group selected fromthe
group consisting of a carboxylate, a sulfate, and a sulfonate
group; (B) fromabout 0.5 to about 10% by wei ght of one or
nore al kyl glycosides of the formula

RO,
wherein Ris a linear, saturated G _,, al kyl group, (G is a
gl ycoside or oligoglycoside moiety, and x is a nunber from1
to 4; (C) fromabout 0.1 to about 5% by wei ght of an anionic
polymer; (D) from about 35 to about 98.4% by wei ght of water;

wherein the sumtotal of conponents (B) and (C) is no greater
t han the anopunt of conponent (A).

The sole prior art reference of record relied upon by the
examner in rejecting the appealed clains is:

Hoef f kes et al. (Hoeffkes) 4,898, 725 Feb. 06

1990
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Clainms 6-11' stand rejected under 35 U.S.C. 8§ 103 as being

unpat ent abl e over Hoef f kes.

OPI NI ON
Upon careful review of the record presented on appeal, we
find ourselves in agreenent with appellants’ view that the
exam ner has failed to carry the burden of establishing a

prima faci e case of obvi ousness. In re Cetiker, 977 F.2d

1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cir. 1992); In re

! The examiner’s statenent that clains 6 and 8 t hrough 11
are being rejected at the bottom of page 2 of the answer
i nvol ves an obvious error in the omssion of claim7. This is
So since the exam ner indicates that the status of the clains,
the statenent of the issues, and the grouping of clains
section presented in the brief, and the copy of the appeal ed
clains in the appendix to the brief are correct (answer, pages
1 and 2). Those itens all refer to clains 6 through 11. W
further note that the final rejection (page 2) includes an
interlineation, in ink, that changes the rejected clainms from
claims 6 and 8 through 11 to clains 6 through 11, which
corresponds to the cover page of the final rejection. Al so,
we did not uncover an express w thdrawal of the rejection of
claim7 in our review of the answers. 1In light of the above
together wth appellants' briefs having been directed to the
rejection of all of clainms 6 through 11, we further consider
the error of omtting claim7 fromthe stated rejection in the
answer as harml ess. Accordingly, we determ ne that the
exam ner’s stated rejection pertains to all of appeal ed clains
6 through 11.
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Pi asecki, 745 F.2d 1468, 1471-72, 223 USPQ 785, 787-88 (Fed.
Cr. 1984).

As correctly pointed out by appellants (brief, pages 5
and 6), the exam ner has not convincingly expl ai ned where the
appl i ed Hoeffkes reference teaches both an ani onic surfactant
and an al kyl glycoside used together in their conposition, |et
alone in the relative anounts clained herein together with the
ot her conponents as required by all of the clains on appeal.
On the matter of the conposition of Exanple 3, we agree with
appel l ants' position and expl anations offered in the reply
brief (page 3) and the main brief (page 5).

Having realized the futility of maintaining the
unsupported position that Exanple 3 of Hoeffkes discloses both
of the aforenentioned anionic surfactant and al kyl gl ycosi de
conponent s being used together in a conposition as clai ned
herein (suppl enmrental answer, page 3)2 the exam ner,

neverthel ess, maintains the stated rejection. 1In this regard,

2 W note that the exam ner inexplicably maintained this
position in the stated rejection in the answer (page 4) while
at page 5 of the sane answer expressing agreenent with
appel l ants' position that Hoeffkes' Exanple 3 did not disclose
an anionic surfactant, a conponent of the herein clained
conposi tion.
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the exam ner refers to various sections of Hoeffkes at page 3
of the answer including portions of the patent wherein
alternative surfactants are di scussed.

However, the exam ner does not explain where Hoeffkes
di scl oses or suggests the selection of both a glycoside
(component B) and an anionic surfactant (conponent A) to be
used together in a conposition within the scope of the present
cl ai ns.

Wi | e t he exam ner acknow edges that Hoeffkes does not
teach the relative amounts of the conmponents A, B and C, as
clainmed herein, it is the examner's position that selection
of the claimed proportions of the conponents woul d have been
obvious as a matter of optim zation of the conposition of
Hoef f kes. (answer, pages 4 and 5 and suppl enmental answer, page
2). Faced with appellants' cogent argunents concerning the
| ack of any reasonabl e teachi ng or suggestion in Hoeffkes of
the cl ai ned conposition including both of conponents A and B
together with the other conponents in the clainmed anmunts

(brief, pages 5-7), the exam ner responds, "[o]ne cannot rely
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merely on the Exanples in a reference as art to read upon a
cl ai med invention" (answer, page 5).

Mani festly, on this record, we cannot sustain the stated
rejection. Here, the exam ner has not even articul ated a
reason, nuch I ess a convincing one, explaining why a skilled
artisan woul d have been |l ed to use both surfactant conponents
A and B as clained herein in their conposition fromthe
di verse alternative surfactants listed in the patent. As
urged by appellants (brief, page 6), ". . . Hoeffkes only
di scl oses the presence of one or the other in his
conposi tions.

In addition, we are not convinced by the exam ner's logic
that the cl ainmed conponent anounts herein would have been
arrived at fromthe teachings of Hoeffkes via optim zation
since the exam ner has not shown that Hoeffkes even teaches
usi ng the conponents in conbination as clainmed. From our
perspective, there is no guidance or direction given in
Hoef f kes that the exam ner has pointed out which would have

led a skilled artisan to the particularly clainmed conposition.
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In summary, the only notivation and factual basis we can
| ocate in support of the examner's stated rejection is the
description of appellants’ invention in their specification.
Hence, on this record, it is our view that the exam ner used
i nper m ssi bl e hi ndsi ght when rejecting the cl ains.

Accordingly, we will not sustain the exam ner’s rejection.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 6-11 under 35 U.S.C. 8 103 as being unpatentabl e over

Hoef fkes is reversed.



Appeal No. 1997-0327 Page 9
Application No. 08/204, 150

REVERSED

CHUNG K. PAK
Adm ni strative Patent Judge

BOARD OF PATENT

THOVAS A. WALTZ APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge
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JOHN E. DRACH

HENKEL CORP., LAW DEPT.

140 GERVANTOWN PI KE
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