TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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ON BRI EF

Bef ore FRANKFORT, PATE, and McQUADE, Adm nistrative Patent
Judges.

PATE, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe examner's refusal to all ow
claims 1 through 10 as amended after final rejection. These

are all the clains remaining in the application.

Y Application filed Decenber 15, 1994 for reissue of U S.

Patent No. 5,171,056, issued Decenber 15, 1992, based on
application 07/810, 220, filed Decenber 19, 1991.
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The cl ai ned subject matter is directed to a slide-out or
extendabl e unit or roomof a nobile honme or recreationa
vehicle. The slide-out unit is typically a box with three
si des which can be extended fromthe nobile hone or
recreational vehicle when it is at rest in an off-the-road
situation. One problemw th prior art extendable units is
that when the units are retracted into the vehicle, debris on
the top of the extendable unit is brought inside the vehicle.
The clained invention is directed to a conbination cover and
awni ng, which not only provides shade for a window in the
ext endabl e unit, but also provides a cover for the top of the
extendabl e unit to prevent debris fromresting thereon. Thus,
all debris collects on the top of the cover, and the top of
the extendable unit is kept clear so that it can be retracted
into the nobile honme or recreational vehicle.

Caim1, as found in the appendix to appellants' brief,
is further illustrative of the clained subject matter.

The references of record relied upon as evidence of
obvi ousness are:

Sweeney 2,574,423 Nov. 6, 1951

Wat son et al. (Watson) 4,819, 707 Apr. 11,
1989
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Matti ce 4, 955, 661 Sep. 11, 1990
Boyer 736, 446 Nov. 23, 19322
(French Patent)

Collins 520, 500 Jan. 10, 1956
( Canadi an)

THE REJECTI ONS®

Clainms 1 through 6 stand rejected under 35 U . S.C. 8§ 103
as unpatentabl e over Mattice in view of Collins.

Clainms 7 through 9 stand rejected under 35 U.S.C. 8§ 103
as unpatentabl e over Mattice in view of Collins, as applied to
claims 1 through 6 above, and further in view of Sweeney
and/ or \Wat son.

Claim 10 stands rejected under 35 U.S.C. § 103 as

unpat ent abl e over Mattice in view of Boyer.

2Qur under standi ng of the Boyer French | anguage reference
is via an English | anguage translation, a copy of which is
appended to our deci sion.

3Thi s appeal cones to us after a remand fromthis Board to
the exam ner for consideration of a rejection of clains under
35 US.C §8251. In view of the anmendnents to 37 CFR § 1.175
effective Dec. 1, 1997, the exam ner withdrew this ground of
rejection.
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According to the exam ner, applicants' clains stand or
fall together. Accordingly, we will confine our consideration
to the independent clains 1, 8, and 10.

OPI NI ON

We have carefully reviewed the rejections on appeal in
light of the argunments of the appellants and the examner. As
aresult of this review, we have deternined that the applied

prior art does not establish a prim facie case of obvi ousness

with respect to clainms 1 through 9. The rejections of these
clains are reversed. The applied prior art does establish a

prima facie case of obviousness with respect to claim10. The

rejection of this claimis affirmed. Qur reasons follow

W are in agreenent with the exam ner's finding that
Mattice shows a nobile home with a slide-out unit disposed in
an opening therein. WMttice further discloses, at 128, a tarp
that is neatly rolled onto the exterior surface of a roller
130 as the slide out unit is retracted. According to Mattice,

[t] he cover feature is inportant to the

envi ronnmental protection of the interior of the

trailer 20 to prevent the accunul ation of, for

exanpl e, snow, water and dirt onto the top of

expandabl e section 22. Wthout the automatically

retractabl e cover feature, the accunul ated snow,

water, dirt, etc., on the top of the expandabl e
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section would be transported into the interior of

the trailer through the gap 80 when the expandabl e

section was retracted into the body (Mattice, colum

10, lines 19 through 28).
Thus, Mattice recogni zes the problemthat appellants
invention is intented to solve. However, we further note that
Matti ce does not show any fenestration in the extendabl e slide
out unit. The other reference applied against claiml, that
of the Canadi an patent to Collins, shows a typical w ndow
awni ng retractable on a roller and supported by side arns 2
and 3 and held in |ower position by a tension cord 25. The
exam ner concludes "it would have been obvious to provide in
Mattice a window in order to illum nate and ventilate the
interior” and to provide this wndow with an awni ng as shown
by Col li ns.

It is our viewthat there is no suggestion in the prior

art of Mattice and Collins that woul d have rendered the

subject matter of claim1 prim facie obvious to one of

ordinary skill. Assum ng arguendo that it would have been
obvi ous, as the exam ner states, to have provided a wi ndow in
t he extendabl e section of Mattice, the suggestion of Collins

woul d be to provide an awning for the w ndow al one. Foll ow ng
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this teaching, the invention suggested by the conbi ned

di scl osures woul d have been a roll-out cover on top of the
slide out unit as in Mattice and anot her wi ndow awni ng t hat
woul d roll down to shade the window as in Collins. W do not
see in these conbined references, a teaching of using a single
awning roller to acconplish these two functions. |n other
words, the prior art teaches two-roller nounted covers to
performthe two functions. The additional teachings of Sweeny
and Watson do nothing to overconme or provide for the
deficiencies of the basic conbination of Mattice and Collins
di scussed above. Accordingly, the exam ner's rejection of
clains 1 through 7 cannot be sustai ned.

Wth respect to i ndependent claim8, while this claim
does not require a window in the slide-out unit, the sane
basi ¢ combi nati on of references is nade by the exam ner, al ong
with the added teachi ngs of WAtson and Sweeney. Here again,
it is our opinion that the exam ner's conbi nation of
references with respect to claim8 is prem sed on
i nperm ssabl e hindsight. 1In our view, there is sinply no
I ncentive or suggestion to extend the tarp or awni ng of
Mattice to provide shade or a partial cover for the vertica
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outer wall of Mattice. No purpose, articulated by the

exam ner, or otherw se, would be served by an extension of the
tarp or awning. Accordingly, the rejection is not wel

founded, and we w Il not sustain the rejection of clains 8 and
9.

Turning to a consideration of claim 10, we note that the
ext endabl e unit therein clainmd does not rely on any
fenestration for patentability. As noted supra, Mttice
shows, particularly in Figure 9, a tarp 128 and roller 130.

W note fromthe Figure that roller 130 extends at an

el evation higher than the horizontal top wall of the

ext endabl e slide-out unit. Turning to a consideration of
Boyer, Boyer shows a retractable fabric roof for an autonotive
vehicle in which the take-up roller 23 is nounted at an

el evation | ower than what could be said to be the horizontal
top wall. The examner is of the viewthat it would have been
obvious to nount the roller of Mattice bel ow the horizont al
top wall so that the position of the roller would be nore
easily accessible for cleaning and mai ntenance. W are in
agreenent with the exam ner that Boyer woul d have been
suggestive of nounting the take-up roller 130 of Mattice in

7
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such a location for the self-evident advantages indicated by
the exam ner. Furthernore, we nerely note that it would have
been obvious to nount the roller 130 of Mattice in a | ower
position to mnimze the clearance between tarp 128 and the
top of the slide-out unit to therefore mnimze the anmount of
debris, dirt, leaves, etc. that could enter onto the sil de-out
unit via any clearance between the tarp and the slide-out
unit.

Appel I ants' sole argunent for the patentability of claim
10 is that claim 10 is patentable for the reasons given in the
di scussion of the patentability of claim1. However, as noted
above, claim 10 does not include the provision of a w ndow,
and thus, does not require a wi ndow shading awning. It is
apparent that the patentability argunent of claim1l is

conpletely irrelevant to claim10.
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SUMVARY
The examner's rejections of clainms 1 through 9 are
reversed. The examner's rejection of claim10 is affirned.
No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART
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CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

WLLIAM F. PATE |11 APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOHN P. M QUADE
Adm ni strative Patent Judge
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