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Bef ore HANLON, WARREN, and LI EBERMAN, Adm ni strative Patent
Judges.

HANLON, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal under 35 U. S.C. § 134
fromthe final rejection of clains 42-47, 49-51, 66, 77 and
78. Cdainms 40, 41, 52-65 and 67-71 are al so pendi ng and have
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been finally rejected. However, according to the Brief on
appeal, "Applicants will not nmaintain the appeal of the
rejection of clainms 40, 41, 52-65 and 67-71" (Brief, p. 4).
Therefore, the appeal is dism ssed with respect to clainms 40,
41, 52-65 and

67-71.

The clains on appeal are directed to a | am nated gl azi ng
unit. Cains 42 and 49 are representative of the subject
matter on appeal and read as foll ows:

42. A lam nated glazing unit, conprising sequentially:

a) a gl ass sheet;

b) a |l ayer of an adhesion pronoter conprised of a
mer capt o- functi onal sil ane;

c) a plasticized polyvinyl chloride containing film

d) a layer of an adhesion pronoter conprised of a
mer capt o-functional sil ane; and

e) a glass sheet.

49. A lam nated gl azing unit, conprising sequentially:
a) an inboard gl ass sheet;

b) a first |layer of an adhesion pronoter conprised of an
or ganof uncti onal sil ane;

c) a plasticized polyvinyl chloride containing film
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d) a second | ayer of an adhesion pronoter conprised of an
or ganof uncti onal silane; and

e) an outboard gl ass sheet;

wherein the | evel of adhesion between said inboard
gl ass sheet and said plasticized polyvinyl chloride
containing filmis greater than the | evel of
adhesi on bet ween sai d outboard gl ass sheet and said
pl asti ci zed pol yvi nyl chloride containing film

The references relied upon by the exam ner are:

Wllians et al. (WIIians) 4,218, 513 Aug. 19, 1980
Beckmann et al. (Beckmann) 4,277,538 Jul. 7, 1981
Baudin et al. (Baudin) 4,362, 587 Dec. 7, 1982
Kawakubo et al. (Kawakubo) 4,513, 061 Apr. 23, 1985
Myata et al. (Myata) 4,751, 261 Jun. 14, 1988
Kobayashi et al. (Kobayashi) 4,861, 816 Aug. 29,
1989

Tadenuma et al. (Tadenunm) 5,004, 776 Apr. 2, 1991

Pl ueddemann, “Silanes, in Bonding Thernoplastic Polyners to
M neral Surfaces,” Applied Polyner Synposium No. 19, pp. 75-
90 (1972).

Mbdern Pl astics Encycl opedia (Mddern Pl astics),
“Plasticizers,” p. 200 and 668 (1990).

The sole issue in this appeal is whether clains 42-47,
49-51, 66, 77 and 78 were properly rejected under 35 U.S.C. §
103 as bei ng unpat entabl e over Beckmann in view of Baudin,

Pl ueddemann, WIlianms, Myata, Kawakubo, Tadenuma, Kobayash

and Modern Pl astics.!?

IClains 42-47, 49-51, 66, 77 and 78 were finally rejected
(continued...)
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G ouping of clainms

According to appellants, clainms 42-47, 49-51, 66, 77 and
78 do not stand or fall together (Brief, p. 9). Therefore,
for purposes of this appeal, the patentability of each of
clainms 42-47, 49-51, 66, 77 and 78 will be addressed bel ow

Di scussi on

A. Cains 42 and 43

Claim42 is directed to a | am nated gl azing unit
conprising a plasticized polyvinyl chloride film disposed

bet ween two gl ass sheets. A |layer of a nercapto-functional

(...continued)

under 35 U.S.C. 8 103 as bei ng unpatentabl e over Beckmann in
vi ew of Baudi n, Plueddemann, M yata, Kawakubo, Tadenuma
Kobayashi and Modern Plastics. This rejection was not
mai nt ai ned by the exam ner in the Answer, and therefore, is
not before us in this appeal. See MPEP 8§ 1208 (7th ed., Rev.
1, Feb. 2000). However, the follow ng two new grounds of
rejection are set forth in the Answer: (1) clains 52, 56 and
78 are rejected under 35 U S. C

8§ 112, second paragraph, and (2) clainms 42-47, 49-51, 66, 77
and 78 are rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Beckmann in view of Baudin, Plueddenmann,
WIllians, Myata, Kawakubo, Tadenuma, Kobayashi and Modern
Plastics. The first new ground of rejection is no |onger at
i ssue since clains 52 and 56 have not been nai ntained on
appeal (Reply Brief, p. 2), and an anendnment to claim78 has
overconme the rejection under 35 U S. C § 112, second
par agr aph. See Paper Nos. 19 and 21. Therefore, the sole
issue remaining in this appeal is the second new ground of
rejection.
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silane is further disposed on either side of the polyvinyl
chloride filmand acts as an adhesi on pronoter between the
filmand the gl ass sheets.

Becknmann di scl oses a | am nated safety glass conprising a
pl astici zed pol yvinyl chloride filmbonded on each side to a
glass plate with the aid of an organofunctional silane.
Preferred silanes include "al kyl ene al koxysi | anes cont ai ni ng
am no and/or imno or epoxy groups, one or both of the
hydr ogen atons of the am no group being replaced by an am no
or hydroxyal kyl of polyam no nmoiety” (col. 5, lines 38-43).
However, in Exanple 5, for purposes of conparison, Beckmann
di scl oses a | am nated gl ass wherein the plasticized pol yvi nyl
chloride filmis bonded on each side to a glass plate using a
gama mer capt opropyl tri net hoxysil ane (see Table I11; see al so

Exanple 14). Therefore, the teachings of Beckmann al one

satisfy the limtations of claim42. See In re Gurley, 27
F.3d 551, 553, 31 USPQ2d 1130, 1132 (Fed. Cir. 1994) ("A known
or obvious conposition does not becone patentable sinply
because it has been described as sonmewhat inferior to sone

ot her product for the sanme use.").
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Claim43 further specifies that the nercapto-functional
silane conprises a gamma nercapto propyl triethoxy silane.
The nercapto-functional silane disclosed in Beckmann is a
gama ner capt opropyl tri net hoxysi |l ane. Neverthel ess, one
having ordinary skill in the art woul d have expected ot her
closely rel ated nercapto-functional silanes, such as the
cl ai mred ganma nercapto propyl triethoxy silane, to have the
same or simlar properties as the gamm
mer capt opropyl tri met hoxysi | ane di scl osed i n Becknmann.
Therefore, based on the record before us, it would have been
obvious to one having ordinary skill in the art to use a gama
mer capto propyl triethoxy silane as an adhesion pronoter in
the |l am nated safety glass disclosed in Beckmann. See In re
Hoch, 428 F.2d 1341, 1343-44, 166 USPQ 406, 409 (CCPA 1970)

(where prima facie case of obviousness is based on the

expectation that conpounds which are very simlar in structure
wi |l have simlar properties, applicant bears the burden of
establishing that there is an actual difference in
properties).

For the reasons set forth above, the rejection of clains

42 and 43 is affirned.
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B. d aim47

Claim47 is directed to a | am nated gl azing unit
conprising a plasticized polyvinyl chloride filmdisposed
bet ween two gl ass sheets wherein the polyvinyl chloride film
has been subjected to a corona discharge treatnent of at |east
about 20 watts/n¥/ mnute. A layer of an organofuncti onal
silane is further disposed on either side of the polyvinyl
chloride filmand acts as an adhesi on pronoter between the
filmand the gl ass sheets.

According to appellants (Brief, p. 11):

Appl i cants have been unable to find any
di scussi on of corona discharge treatnent in any of
the references. Until the third and final action,
t he Exam ner had not specifically indicated the
nature of the rejection of claim47. 1In the action
finally rejecting claim47, the Exam ner indicated
only that "it is well known in the polynmer art that
the corona, flane, chemical, etc. treatnent inproves
adhesi on of polyner to the substrate.”™ The Exam ner
has not offered any evidence to support this
conclusion. Even if supported, however, such a
broad statenent would not teach one skilled in the
art to subject a PVC containing interlayer of a
glass lam nate to a corona di scharge treatnent of at
| east about 20 watts/n¥/ mnute, as defined in claim
47.

To the extent that the exam ner was correct in his
statenent that "[r]egarding corona treatnent, it is well known
in the polymer art that the corona, flanme, chem cal, etc.

7
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treatnent inproves adhesion of polyner to the substrate”
(Answer, p. 9), we agree with appellants that the evidence of
record fails to render "a corona di scharge treatnent of at

| east about 20 watts/nt¥/ m nute" obvious. Therefore, the

rejection of claim47 is reversed. See In re Cetiker, 977

F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992) (the

exam ner bears the initial burden of presenting a prima facie

case of unpatentability).

C. C aim44-46 and 49

Clainms 44 and 45 are directed to a | am nated gl azing unit
as descri bed above wherein at |east one of the | ayers of
organofunctional silane is applied to only a portion of the
interface between the polyvinyl chloride filmand the adjacent
gl ass sheet. Caim 46, which is dependent on cl aim45, and
i ndependent claim49 are further directed to a | am nated
glazing unit as descri bed above wherein the | evel of adhesion
bet ween the inboard gl ass sheet and the pol yvinyl chloride
filmis greater than the | evel of adhesion between the
out board gl ass sheet and the polyvinyl chloride film

According to Becknmann, "[|]am nated safety gl asses of

controll ed adhesion can be used, for exanple, in the
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transportation industry as glazing materials for autonobiles,
rail cars, farmtractors, boats, aircraft etc."” (col. 7, lines
35-38). Baudin further teaches that "the thicker the coating
and the nore silicon organo-functional silane present, the
stronger will be the bond between the glass sheet and the

pol yvi nyl -chl ori de" (col. 10, lines 21-24). The exam ner
concludes that "[v]ariation in | evel of adhesion by varying
primer thickness, or applying primer coating to only portion
of interface, etc. would have been a sinple matter of

optim zation" (Answer, p. 10).

Appel  ants argue that Beckmann fails to suggest that the
adhesive strength can be altered so that the | evel of adhesion
bet ween the inboard glass sheet and the filmis greater than
the | evel of adhesion between the outboard glass sheet and the
film See Brief, p. 12. Appellants further argue that
nei t her Beckmann nor Baudi n suggests applying the silane
coating to certain portions of the interface between the film
and the glass sheet and not to others. See Brief, p. 14.

First, Baudin recognizes that adhesion is a result
effective variable. Accordingly, it would have been obvi ous

to one having ordinary skill in the art to adjust the |level of
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adhesi on between one or both of the inboard and outboard gl ass
sheets and the polyvinyl chloride filmin order to achieve
desired properties such as increased safety and i npact

resistance. See In re Boesch, 617 F.2d 272, 276, 205 USPQ

215, 219 (CCPA 1980) (discovery of an optinmmvalue of a
result effective variable in a known process is ordinarily
within the skill of the art). Second, adjusting the |evel of
adhesion by either varying the thickness of the adhesive
coating or selective placenent of the adhesive is well within
the skill of the ordinary artisan, as anyone who has gl ued two

pi eces of paper together would know. See In re Bozek, 416

F.2d 1385, 1390, 163 USPQ 545, 549 (CCPA 1969) (a concl usion
of obvi ousness may be nade from common know edge and common
sense of the person of ordinary skill in the art w thout any
specific hint or suggestion in a particular reference); In re
Jacoby, 309 F.2d 513, 516, 135 USPQ 317, 319 (CCPA 1962) (one
of ordinary skill in the art nmust be presuned to know
sonmet hi ng about the art apart fromwhat the references
expressly disclose).

Therefore, for the reasons set forth above, the rejection

of clains 44-46 and 49 is affirned.

10
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D. Clains 50, 51 and 66

Clainms 50, 51 and 66 are directed to a |am nated gl azing
unit conprising at |least two |ayers of a plasticized pol yvinyl
chloride filmdisposed between two gl ass sheets wherein
adj acent | ayers of polyvinyl chloride filmhave different
| evel s of plasticization.

According to the examner, it would have been obvious to
one of ordinary skill in the art to vary the |evel of
pl asticizer in the polyvinyl chloride filnm(s) to achieve
desired properties. See Answer, p. 9. However, appellants
(Brief, p. 16):

[S]trongly disagree with the Exami ner's assertion

that the use of multilayered plasticized PVC

containing filmwth different hardness layers is

"Within the skill of art to optimze for an intended

application.” There is nothing in the references to

suggest this. In the response filed April 3, 1995,

applicants specifically requested that the Exam ner

provi de any specific information which m ght support

this conclusion in an affidavit as required by 37

CFR 1.107(b) [(1995)]. No such affidavit had been

i ntroduced.

Based on the record before us, appellants tinely
requested that the exam ner provide support for the conclusion

that the use of a nmultilayered plasticized polyvinyl chloride

filmhaving different |levels of plasticization would have been

11
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obvious to one having ordinary skill in the art. However, the
record is devoid of an appropriate response by the exam ner.
Therefore, the application is remanded for resolution of the
foll ow ng issues:

(1) On this record, it is unclear whether the examner's
concl usi on of obviousness is based on (1) personal know edge
or (2) official notice. |If the examner is relying on
personal know edge, 37 CFR 8§ 1.104(d)(2)2 is controlling and
reads as foll ows:

When a rejection in an application is based on

facts within the personal know edge of an enpl oyee

of the Ofice, the data shall be as specific as

possi bl e, and the reference nust be supported, when

called for by the applicant, by the affidavit of

such enpl oyee, and such affidavit shall be subject

to contradiction or explanation by the affidavits of
the applicant and ot her persons. [Enphasis added.]

On the other hand, if the examner is taking official
notice that the use of a nultilayered plasticized polyvinyl
chloride filmhaving different levels of plasticization is
known in the art, MPEP 8§ 2144.03 (7th ed., Rev. 1, Feb. 2000)

is instructive and provides:

2Ef fecti ve Decenber 1, 1997, the subject matter of 37 CFR
8 1.107(b) was transferred to 37 CFR § 1.104(d)(2). See 62
Fed. Reg. 53,132 (1997).

12
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| f the knowl edge is of such notorious character that

official notice can be taken, it is sufficient so to

state. . . . If the applicant traverses such an
assertion the exam ner should cite a reference in
support of his or her position.

(2) Upon return of this application to the jurisdiction
of the exam ner, the examner is to indicate whether the
rejection of clainms 50, 51 and 66 will be naintained or
w thdrawn in view of appellants' traverse. |In the event that
the rejection is maintained, the examner is to specify
whet her the concl usion of obviousness is based on facts within
t he personal know edge of the exam ner or facts of which the
exam ner has taken official notice and respond to appellants’
traverse in the appropriate manner, i.e., by affidavit or

citation to a reference(s), respectively.

E. Clains 77 and 78

Claim?77 is directed to a | amnated gl azing unit
conprising a plasticized polyvinyl chloride filmand a | ayer
of an ultraviolet radiation absorbing material disposed

bet ween two gl ass sheets. Caim78 further specifies that the

13
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ultraviolet radiation absorbing material includes a
benzophenone or benzotri azol e.?®

Kawakubo di scl oses a "prinmer conposition utilizable on
gl ass surfaces as an undercoating for a rubber or resin
conposition coating, such as for exanple, elastic sealant on a
gl ass surface"” (col. 1, lines 9-12). The priner conposition
conprises a filmform ng substance such as pol yvinyl chloride
and an ultraviolet |ight absorbing substance such as
benzophenone (col. 1, lines 52-57; col. 2, lines 47-49; col.
3, lines 32-35).

Appel | ants argue that Kawakubo does not teach or suggest
interposing a layer of an ultraviolet radiation absorbing
mat eri al between a polyvinyl chloride containing filmand a
gl ass sheet since the ultraviolet radiation absorbing materi al
and polyvinyl chloride are contained in the sane |ayer. W
di sagree. One having ordinary skill in the art would have
recogni zed that applying an ultraviolet radiation absorbing

material directly to the polyvinyl chloride film rather than

5 n an anendnent received in the Patent and Tradenark
O fice on Septenber 19, 1996 (Paper No. 19), and entered by
t he exam ner, claim 78 was anended to delete the word
"derivative."

14
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preparing a separate conposition conprising the ultraviolet
radi ati on absorbing material and polyvinyl chloride, would
reduce production tinme and decrease costs. See In re
Thonpson, 545 F.2d 1290, 1294, 192 USPQ 275, 277 (CCPA 1976)
(econom c factors alone woul d have notivated one of ordinary
skill in the art to use the clained invention). Therefore,
based on the teachings of Beckmann and Kawakubo and t he
knowl edge of one having ordinary skill in the art, it would
have been obvious to one having ordinary skill in the art to
provide a lam nated glazing unit with a separate |ayer of an
ultraviolet radiation absorbing material as in the clained
invention. The rejection of clains 77 and 78 is affirned.

Concl usi on

For the reasons set forth herein, the rejection of clains
42-46, 49, 77 and 78 is affirnmed, and the rejection of claim
47 is reversed. The application is further remanded to the
exam ner for resolution of the issues identified herein

relating to clains 50, 51 and 66.

15
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This application, by virtue of its "special" status,
requires an i medi ate action. MPEP § 708.01(D) (7th ed., Rev.
1, Feb. 2000). It is inportant that the Board be inforned
pronptly of any action affecting the appeal in this case.

AFFI RVED- | N- PART and REMANDED

Adri ene Lepi ane Hanl on )
Adm ni strative Patent Judge )
)
)
)
Charles F. Warren ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND

) | NTERFERENCES
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Paul Li eberman
Adm ni strative Patent Judge

tdl
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MARSHALL & MELHORN
Four Seagate, Eighth Fl oor
Tol edo, OH 43604- 1599
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