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HEARD: February 3, 1997

Before KIMIN, PAK, and WARREN, Adni ni strative Patent Judges.

PAK, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

This appeal is taken under 35 U.S.C. 8 134 fromthe
exam ner’s decision finally rejecting clains 11 through 25 and
27 through 30 in this application involving reissue of U S.
Pat ent No. 4,568,420 (hereinafter referred to as “the Nonni
Patent”), which has been nmerged with three reexam nation
proceedi ngs. These are all of the clains pending in this
appl i cation.

W affirm
BACKGROUND

This is the second appeal of the clainmed subject nmatter

3. ..continued)
1988.

‘“Merged reexam nation proceeding for U S. Patent No.
4,568,420, granted February 4, 1986, to International Paper
Conmpany, and based on application Serial No. 06/677,650, filed
on Decenber 3, 1984. Reexanmi nation request filed May 15,

1989.



Appeal No. 97-0209
Application No. 08/246,370; and Reexam nation Nos. 90/001, 554,
90/ 001, 669, and 90/001, 772

which is directed to a sequential multi-stage process for the
bl eachi ng and delignification of |ignocellulosic kraft pulp.
In the earlier Board decision entered April 1, 1991, the
previous nerits panel affirnmed the exam ner’s deci sion
rejecting the appeal ed clains over the same prior art
presently relied on by the examner. See Brief, page 8 and
Answer, page 1. Subsequent to that Board decision, a reissue
mergi ng three reexam nation proceedings was filed wth newy
anended and newly introduced clains. See Brief, page 8 and
Answer, pages 1 and 2. The present clains on appeal differ
fromthe previously considered clains in requiring, inter
alia, chlorination of a lignocellulosic kraft pulp before
commencing a first alkaline extraction step. In addition to
that difference, present claim30 further requires that the
chl orinated kraft pulp be exposed “simultaneously” to caustic
and a conbination of particular oxidizing agents in the first
al kal i ne extraction step. Present claim?29, on the other
hand, further requires that the |level of delignification and
bl eaching attained in the first al kaline extraction step be

hi gher than those attained in certain conventional first
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extraction stages, “wthout any loss in viscosity beyond that
obt ai ned when using any such [conventional extraction stages]
at conparabl e permanganate nunbers.” Cains 11, 29 and 30 are
representative of the subject natter presently on appeal and
read as foll ows:

11. A sequential nulti-stage process for the bleaching

and delignification of lignocellulosic kraft pulp, which
conpri ses:
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(a) treating the lignocellulosic kraft pulp with [oxygen,
ozone, peroxide,] chlorine, chlorine dioxide, or
m xtures of chlorine and chlorine dioxide, in
an initial st age;

(b) extracting the chlorinated pulp with caustic in the

presence of from about 0.2%to about 1.0% of

oxygen, based on the oven-dry wei ght of the

pul p, and from about 0.05% to about 1.0% of a

hypochl orite, based on the oven-dry wei ght of

the pul p, or fromabout 0.5%to about 1.0% of a

per oxi de, based on the oven-dry wei ght of the pul p

in a first alkaline extraction stage.

29. A sequential nulti-stage process for the
delignification and bl eaching of |lignocellulosic kraft pulp,
whi ch conpri ses:

(a) delignifyving the lignocellulosic kraft pulp with
oxvgen:;

(b)) treating the pulp with chlorine, chlorine dioxide,
or m xt ures thereof;

(c) extracting the chlorinated pulp with caustic in the
presence of from about 0.2%to about 1.0% of
oxygen based on the oven-dry weight of the
pul p, and from about 0.05%to about 1.0%of a
hypochl orite, based on
the oven-dry weight of the pulp., or from about 0.05%

to
about 1.0% of a peroxide, based on the oven-dry

wei ght
of the pulp in a first alkaline extraction stage and

whereby additional delignification and bleaching is
provided in such extraction stage beyond that
attainable by using either G(hE), C, (pE). or GE,
al one and without any additional l1oss in viscosity
beyond that obtained when using any such sequence at

5
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conpar abl e per manganat e nunbers.

30. A sequential nmulti-stage process for the bl eaching
and delignification of lignocellulosic kraft pul p, which
conpri ses:
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(a) treating the lignocellulosic kraft pulp with
chl ori ne

chlorine dioxide, or mxtures of chlorine and

chl ori ne
dioxide, in an initial stage; and

(b) exposing the chlorinated pul p simultaneously to

(i) caustic, and from about 0.2%to about 1.0% of
oxvgen, based on the oven-dry weight of the

pul p;: and

(ii) fromabout 0.05% to about 1.0% of a
hypochlorite,

based on the oven-dry weight of the pulp. or

from

about 0.05% to about 1.0% of a peroxide, based
on

the oven-dry weight of the pulp in a first

al kal i ne extracti on stage.

PRI OR ART
The exam ner relies on the followng prior art:
U.S. Patents

Farley et al. (Farley) 3,719, 552 Mar. 6, 1973
Hi st ed 4,238, 281 Dec. 9, 1980

Publ i cati ons

Franzreb et al. (Franzreb), “Use of the Oxygen Extraction
Stage at Schewabi sche Zel |l stoff AG” Publication Series of the
Water, Soil and Air Hygiene Assoc., Vol. 56, pp. 27-37 (Cct.
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24, 1983).°

Li ebergott et al. (Liebergott), Oxidative Bleaching - A

Revi ew, Paper presented at the 69th Annual Meeting Tech. Sect.
of Canadi an Pul p and Paper Asso. in Mntreal, Canada, pp.
Al169- A174 (Feb. 1 and 2, 1983).

*Qur reference to this publication is to the correspondi ng
English transl ati on of record.
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Rapson et al. (Rapson), “Peroxide or Hypochlorite in the E
St age of CEDED bl eaching of kraft pul p: Effect on Shives”,
Tappi Journal, Vol. 66, No.8, pp. 77-81 (Aug. 1983).

Kruger et al. (Kruger), “Bleaching of sulfite pulps with
per oxi de and oxygen-possibilities and limtations”, 1982

I nternational Pul ping Conference, pp. 143-148 (Cct. 20-22,
1982).

Kirk-O hner Encycl opedi a of Chem cal Technol ogy (Kirk-O hner),
Vol . 3, page 951 (3rd ed., New York, John Wley & Sons, 1978).

REJECTI ON
The cl ains on appeal stand rejected as foll ows:
(1) dains 11 through 25 and 27 through 30 under
35 U.S.C. § 103 as unpatentabl e over the conbi ned
teachi ngs of Liebergott and Farley, with or wthout
the additional teaching of Franzreb;
(2) dains 11, 15 through 19, 23 through 25, 29 and
30 under 35 8§ U.S.C. 103 as unpatentable over the
conbi ned teachi ngs of Franzreb, Farley and
Li ebergott with or wi t hout the additional
teachi ng of Kirk-Q hnmer or Hi sted;
(3) dains 12 through 14 and 20 through 22 under
35 U.S.C. 8 103 as unpatentable over the conbi ned

teachi ngs of Franzreb, Farley and Liebergott, with
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or

10
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wi t hout the additional teaching of Kirk-Q hmer or

H sted and with or without the teaching of Rapson;
(4) daim?27 under 35 U. S.C. § 103 as unpatentabl e
over the conbi ned teachings of Franzreb, Farl ey,

Li ebergott and Kruger, with or w thout the

addi tional teaching of Kirk-OQ hmer or Hi sted and
with or without the teaching of Rapson;

(5 daim28 under 35 U.S.C. §8 103 as unpatentable
over the conbi ned teachings of Franzreb, Farl ey,

Li ebergott and Kruger, with or w thout the
addi ti onal teaching of Kirk-Q hmer or Histed,

(6) daim?29 under 35 U.S.C. § 112, first paragraph,
as failing to provide an enabling disclosure for the
I nvention as now cl ai med; and

(7) daim29 under 35 U S.C. § 112, second

par agraph, as being indefinite for failing to
particularly point out and distinctly claimthe
subject matter which appellants regard as their

i nventi on.

11
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OPI NI ON

Prior art rejections

In rejecting all of the clains on appeal under 35 U.S.C.
8§ 103, the exam ner has relied principally on Liebergott,
Farl ey and Franzreb. Franzreb has been optionally relied on
with regard to the first ground of rejection. Kirk-Ohnmer and
H sted have al so been optionally relied on with regard to al
of the clainms. Rapson has been optionally relied on with
regard to clainms 12 through 14, 20 through 22, 27 and 28.
Kruger has been relied on additionally with regard to clains
27 and 28.

Havi ng carefully reviewed the entire record, we agree
with the exam ner that the clainmed subject natter as a whol e
woul d have been obvious to one of ordinary skill in the art
for substantially those findings and conclusions set forth in
the Answer. Accordingly, we affirmthe exam ner’s deci sion
rejecting all of the clainms on appeal as unpatentabl e under
Section 103 over the applied prior art. Qur reasons for this
determ nation foll ow

Initially, we note that while the obviousness of a

12
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cl ai med i nventi on cannot be established by conbining the
teachings of the prior art absent sone teaching, suggestion or

i ncentive supporting the conbination (see ACS Hosp. Sys., lnc.

v. Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933

(Fed. Cir. 1984)), this does not nean that the cited prior art
references nust specifically suggest making the conbination

(B._F. Goodrich Co. v. Aircraft Braking Sys. Corp., 72 F.3d

1577, 1582, 37 USPQ2d 1314, 1318 (Fed. Cir. 1996); ln re

Ni | ssen, 851 F.2d 1401, 1403, 7 USPQ2d 1500, 1502 (Fed.
Cir. 1988)). Rather, the test for obviousness is what the
conbi ned teachi ngs of the references woul d have suggested to

those of ordinary skill in the art. 1n re Young, 927 F.2d

588, 591, 18 USPQ@2d 1089, 1091 (Fed. GCir. 1991); In re Keller,

642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). Moreover,
in evaluating such references it is proper to take into
account not only the specific teachings of the references, but

al so the inferences which one skilled in the art would

reasonably be expected to draw therefrom |In re Preda, 401
F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968). All of the

di scl osures in a reference nust be eval uated for what they

13
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woul d have fairly suggested to one having ordinary skill in

the art. In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510

( CCPA 1966) .

14
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Here, relying on the previous nerits panel’s deci sion,
t he exam ner has nade the follow ng factual findings (Answer,
page 10):

It is very clear fromthe thrust of appellant's
specification and the RENARD affidavit, which is the
basis for essentially all of the argunmentation
presented in the brief and reply brief on appeal,
that the inventive inprovenent over the acknow edged
state of the art reflected in appellants' claim1l
was considered to be the conbination of oxygen with
a second oxidi zing agent, e.g., a peroxide, in the
first al kaline extraction stage of any nultistage
process for bleaching and delignifying kraft
l'ignocellulosic pulp. It is equally clear that each
of the oxidizing agents oxygen, peroxide and
hypochl orite had been known to be used individually
in the extraction stage of simlar mul ti -

st age
processes
The
latter
fact is
di scl osed
in
ext ensi ve
detail in
t he
Li eber got
t review
article.

Consistent with that factual findings, appellant states that
the Liebergott reference “di scuss[es] the use individually of

a hypochlorite, a peroxide or oxygen in the first caustic

15



Appeal No. 97-0209
Application No. 08/246,370; and Reexam nation Nos. 90/001, 554,
90/ 001, 669, and 90/001, 772

extraction stage of nultistage processes of the type to which
the present invention pertains.” See Brief, page 22.
Appel l ant al so states that the Liebergott reference “pertains
to treatnment of chlorinated pulps.” See Brief, page 50, in
conjunction with Brief, page 22. This statenment is supported
by the Liebergott reference which teaches that chlorination is
foll owed by the caustic extraction. See pages A 169 and A-
170. The Liebergott reference also teaches that an oxygen
stage can precede chlorination. Conpare page A-170 with,

e.g., claim29. According to Table V (The Use of Oxidative
Reagents in the E, Stage) at page A-173 of the Liebergott
reference, the use of oxidizing agents, such as oxygen, a
peroxi de and a hypochlorite, individually in the first
extraction stage subsequent to chlorination generally produces
a benefit in terns of delignification and brightness. The
kraft pul ps produced with oxygen have nuch better properties
in ternms of delignification (lower kappa no.) and brightness
than those produced with other oxidizing agents, nanely a
peroxi de and a hypochlorite, in the first extraction stage,

but have a viscosity |lower than that produced with the other

16
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oxidizing agents in the first extraction stage. See Table V.
Appel I ant al so acknowl edges that the Liebergott reference

di scusses at page A-172 the use of oxidizing agents in the
first extraction stage to inprove the effects on pollution
(the color of effluent), the brightness of pulp, and chlorine
consunption. See Brief, pages 22-23. Thus, it can be
reasonably inferred that the use of a conbination of
appropriate proportions of oxygen and an ot her oxidizing
agent, nanely a peroxide or a hypochlorite, to treat
chlorinated kraft pulps in the first al kaline extraction stage
woul d have resulted in the production of kraft pul ps having
the desired levels of brightness and delignification at the

m ni mum | oss of viscosity (less reduction in paper strength),
together with the reduction of pollution em ssion and chlorine
consunption associated with conventional nulti-stage
delignification and bl eaching processes. Accordingly, we
conclude that the Liebergott reference as a whol e woul d have
suggested to a person having ordinary skill in this art to
enpl oy appropriate proportions of oxygen and either a peroxide

and a hypochlorite in its first alkaline extraction stage with

17
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a reasonabl e expectation of producing kraft pul ps havi ng
desired properties, with the reduction of the pollution
em ssion (inproved effluent color) and chlori ne consunption
associated with its nmulti-stage bl eaching and delignification
process.

Al beit the Liebergott reference al one woul d have been

sufficient to establish a prima facie case of obvi ousness

regardi ng the clai ned subject nmatter, we find additiona
evi dence whi ch woul d have further conpelled or notivated a
person having ordinary skill in the art to enploy a
conbi nati on of oxygen and anot her oxi di zi ng agent, such as a
peroxide, in the first extraction stage of the Liebergott
reference. Specifically, the Farley reference states (columm
1, lines 43-55):
It is known that |ignocellul ose can be
bri ghtened by the action of an aqueous al kal i ne
medi um havi ng a tenperature of about 50EC -150EC. and
cont ai ni ng di ssol ved oxygen under pressure. The
oxygen severs the bonds which connect the lignin
substituents to the cellulose and the alkali carries
the released lignin substituents (which are acidic)
into solution. In the art, the process is terned
"bl eachi ng. "

It is a disadvantage of the process that the
oxygen causes partial depol ynerization of the

18
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cel lul ose, decreasing the strength which paper nade
t heref rom woul d ot herwi se possess.

The Farl ey reference then goes on to state (colum 1, |ine 65
to colum 2, line 14) that:

The di scovery has now been nade that the rate
of which the aforesaid bl eaching occurs is
accel erated at any given tenperature and oxygen
pressure when the aqueous nedi um has a content of an
al kal i -solution peroxide (i.e., a peroxide which is
sol ubl e in aqueous al kali solution), and when the pH
of the mediumis in excess of 11. The invention
accordingly permts the duration of exposure of the
cellul ose to oxygen to be decreased with decrease in
t he depol yneri zation of the cellul ose for attainnent
of any given inprovenent in brightness, and
I ncreases the daily output of any given plant.

Furthernore, it permts superior bleaching to
be achi eved under normal commercial conditions.
Better bleaching is achieved by the use of oxygen
and a peroxide in conbination than is acconpli shed
by either used separately or by both in sequence.

It appears, therefore, that in the process the

wat er - sol ubl e peroxi des act synergistically with the
oxygen, functioning both as a bl eaching reagent and
as an accel erator of the bl eaching action of the
oxygen.

The invention thus permts a maxi mum | evel of

bri ghtness to be attained nore rapidly than woul d

ot herwi se be the case.

We recogni ze that the Farley reference does not expressly
menti on using a conbination of its oxidizing agents to

chl orinated (pre-bleached wth chlorine) kraft pulps in the

19
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first al kaline extraction-oxidation stage. However, we
determi ne that a person having ordinary skill in the art woul d
have had a reasonabl e expectation of successfully treating the
chlorinated (pre-bleached with chlorine) kraft pul ps with such
conbi nation of oxidizing agents to obtain the synergistic
results described in the Farley reference because, as

i ndi cated supra, the Liebergott reference teaches that an
oxi di zi ng agent, such as oxygen, a peroxide or a hypochlorite,
can be used to treat chlorinated kraft pulps in the first

al kal i ne extraction stage to inprove, inter alia, bleaching

and delignification. See Inre OFarrell, 853 F.2d 894, 904,

7 USPQ2d 1673, 1681 (Fed. G r. 1988) (obviousness does not
require absolute predictability of success; instead, all that
is required is a reasonabl e expectation of success). Nowhere
does the Liebergott reference disclose that the presence of
chlorine interferes with the oxidation bl eaching and
delignification of lignocellulosic kraft pulps. Note also
that chlorine, |ike oxidizing agents, serves as a bl eaching
agent, i.e, perfornms the same function as oxidi zi ng agents.

See, e.g., Kirk-OQhner, page 951.

20
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Moreover, we find that the conventional extraction-
oxi dation (defined as bleaching) the Farley reference refers
to is subjected to either identical or substantially identica
conditions as the first al kaline extraction-oxi dation stages
of conventional nulti-stage bl eaching and delignification
processes, such as those taught by the Liebergott reference.
As indicated supra, both recognize that it has been known to
enpl oy an individual oxidizing agent in an al kaline treatnent
stage (at a tenperature of 50-150EC) for the bl eaching and
delignification purposes. Thus, it can be inferred that the
i nprovenent stated in the Farley reference, i.e., obtaining a
synergistic result through using a conbination of oxygen and a
per oxi de, woul d be extended to the conventional first alkaline
extraction-oxi dation stage of the type described in the
Li ebergott reference which treats chlorinated (pre-bleached
with chlorine) kraft pul ps.

In view of the foregoing, we have little doubt that,
t hrough using a conbi nati on of the above oxidizing agents, a
person having ordinary skill in the art would have had a

reasonabl e expectation of successfully inproving

21
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delignification and brightness, as well as reduction in
pol I uti on em ssion and chl orine consunpti on, w thout
decreasing the viscosity significantly (m ni nrum decrease of
paper strength). Thus, we concur with the exam ner that both
the Liebergott and the Farley references taken as a whole
woul d have provided specific notivation to nodify the first

al kal i ne extraction stage of the Liebergott reference as

di scussed above.

As correctly stated by appellant (Brief, pages 29-30),
the Franzreb reference is directed to a process for bl eaching
and delignifying sulfite pulp grades, wherein an extraction
stage is connected to the effluent side of an oxygen/ peroxi de
bl eachi ng stage. According to Figures 1 and 2 at pages 98 and
99 of the Franzreb reference, the amount of chlorine used for
delignification can be reduced substantially by delivering an
effluent fromthe oxygen/ peroxi de bl eaching stage to the
extraction stage. Since the effluent is reasonably expected

to contain sone oxygen and hydrogen peroxide (as further

22
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confirmed by the Renard February 28, 1990 decl aration® (pages
20-21) (proffered by appellant), we agree with the exam ner
that the Franzreb reference is relevant. |t appears to us
that the Franzreb reference, |ike the Liebergott reference,
provi des at |east a reasonabl e expectation of successfully
reduci ng the anmount of chlorine needed for delignification

t hrough the use of oxygen and a peroxide in the extraction
stage of the type described in the Liebergott reference. 1In
this regard, we note that the Franzreb reference refers to its
extraction stage as “an oxygen extraction stage” which

i ndi cates that oxidizing agents are being introduced to the
extraction stage via the effluent. See page 95.

Appel lant relies on the Renard February 28, 1990
declaration to establish that the effluent described in the
Franzreb reference does not contain any neani ngful anmount of
oxi di zing agents. See Brief, page 30. However, we find that
the Renard February 28, 1990 decl aration based its cal cul ation

on the wong process paraneters. It sinply has not supplied

¢ Appellant describes it as the Renard February 28, 1990
affidavit even though it is submtted in the formof a
decl arati on.
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any cal cul ati on based on the process conditions enployed in
the Franzreb reference. |In any event, it should be clear that
the Franzreb reference is not necessary to the outcone of this
case. As indicated supra, the conbined teachings of the
Li ebergott and the Farley references are sufficient to support
the exam ner’s concl usi on of obviousness within the nmeani ng of
35 U.S.C. § 103.

Appel | ant appears to argue that the applied prior art
ref erences do not teach, nor woul d have suggested, exposing
the chlorinated pulp “sinmultaneously to” caustic, oxygen and
either a peroxide or a hypochlorite as required by claim 30 or
extracting the chlorinated pulp with caustic “in the presence

of 7 oxygen and either a peroxide or a hypochlorite as required
by the renmai ning clains on appeal. See, e.g., Brief, pages
25, 26 and 47. This argunent is not convincing. As indicated
supra, the conbined teachings of the Liebergott and Farl ey

ref erences woul d have provi ded a reasonabl e expectati on of
success, as well as sufficient notivation, to enploy the

cl ai med conbi nati on of oxidizing agents in the first alkaline

extraction stage of the Liebergott reference so that the

24



Appeal No. 97-0209
Application No. 08/246,370; and Reexam nation Nos. 90/001, 554,
90/ 001, 669, and 90/001, 772

chl orinated pul p can be exposed to or treated with caustic,

oxygen and either a peroxide or a
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hypochlorite. The Farley reference also teaches (colum 2,
lines 55-59) that:

The peroxide may all be added at the start
(inmediately prior to introducing the pulp into the
pressure vessel), or it nmay be injected into the
pressure vessel [oxygen pressure] as the bl eaching
proceeds.

G ven these teachings, it would have been obvious to a person
having ordinary skill in the art to expose the chlorinated
pul p either sinultaneously or sequentially (rapid sequentia

m xing) to caustic and the oxidizing agents |isted above so

|l ong as the chlorinated pulp is exposed to the oxidizing
agents at the start or imediately before the extraction-

oxi dation reaction. A person having ordinary skill in the art
woul d have reasonably expected that the chlorinated pulp would
be treated with caustic in the presence of the m xture of

di ssol ved oxi di zi ng agents, regardl ess of the sequences

involved, in the first alkaline extraction step described in

the Liebergott reference. See also In re Burhans, 154 F.2d

690, 69 USPQ 330 (CCPA 1946).
Appel | ant appears to argue that the applied prior art

ref erences do not teach, nor would have suggested, using the
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cl ai med anobunts of oxygen and either a peroxide or a
hypochlorite in the first alkaline extraction stage. See
Brief, pages 32-35. However, appellant’s argunent is
unsupported by evidence. The Farley reference, for exanple,
descri bes using oxygen and a peroxide. See colum 2, |ines 4-
14. The anount of oxygen used is defined in terns of pounds
per inch square. See colum 3, lines 15-23. The Farl ey

reference specifically states (colum 3, lines 17-25) that:

A pressure in the range of 50-150 Ib./in.?2
is preferable as providing very rapid bleaching with

little danger of conbustion. |If preferred, the G
oxygen pressure may be | ess than atnospheric, down to about
2 1b./in.2

absolute. In practice we have obtai ned good results

sinmply by bubbling air at atnospheric pressure through the
aqueous al kal i ne medi um (oxygen pressure approxi mately 3
Ib./in.2 absol ute), so that that pressure is preferred.

Conpare this oxygen pressure with 45 psig oxygen pressure
enpl oyed in appellant's exanple 5. The Farley reference al so
states (columm 2, lines 39-46) that:
As a practical matter, we prefer to add an

appropriate amount of peroxide to the water intended

for use as the agqueous nmediumin the process. A

sui tabl e anmount of peroxide can be found by

| aboratory trial, enploying as a start an anount

shown in the exanples below. W have found that
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0. 2% per oxi de, cal cul ated as H,O, and based on the

dry weight of the fibers, produces a noticeable

acceleration in the rate at which the ligninis

| i berated, so that evidently there is no anobunt

however small.
In addition, the Liebergott reference indicates that the
anmount of oxygen, a peroxide and a hypochlorite within the
claimed range is sufficient for the bl eaching and
delignification purposes in the first al kaline extraction
stage, when the kraft pulps are already pre-chlorinated (pre-
bl eached). See Table V at page A-173. Under these
ci rcunstances, we agree wth the examner that it would have
been obvious to one of ordinary skill in the art to enploy the
clai med quantities of oxygen and either a peroxide or a
hypochlorite to treat chlorinated kraft pulps in the first
al kal i ne extraction stage described in the Liebergott
reference with a reasonabl e expectation of inproving the
bl eaching and delignification. Note also that both the
Li ebergott and the Farley references teach that the anounts of
oxi di zing agents involved are result effective vari abl es,

i.e., affect the level of brightness, delignification and

Vi scosi ty. See In re Whodruff, 919 F.2d 1575, 1578, 16
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USPQ2d 1934, 1936-37 (Fed. G r. 1990) (the determ nation of
wor kabl e or even optimum value for a result effective variable
woul d be within the anbit of one of ordinary skill in the

art); See also In re Boesch, 617 F.2d 272, 276, 205 USPQ 215,

219 (CCPA 1980).

Appel | ant appears to argue that the applied prior art
does not teach, nor woul d have suggested, using oxygen prior
to chlorination as required by clains 19 through 25. See,
e.g., Brief, page 37. W are not persuaded by this argunent.
As apparent fromthe disclosure of the Liebergott reference
and as indicated supra, an oxygen stage nay be provided prior
to chlorination. See page A-170.

Appel | ant does not specifically argue why the Rapson
reference woul d not have suggested the subject matter defined
in clainms 12 through 14 and 20 through 22. See Brief, pages
82-84. Rather, appellant argues that the Rapson reference
does not teach, nor woul d have suggested, using a conbination
of oxygen and an ot her oxidi zing agent, such as a peroxide or
a hypochlorite, in the first alkaline extraction stage. 1d.

As indicated supra, the conbined teachings of the Liebergott
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and the Farley references al ready provide specific notivation
to enpl oy such conbination of oxidizing agents in the first
al kal i ne extraction stage of the type described in the
Li ebergott reference.

Appel I ant al so argues that the Kruger reference does not
teach or suggest the sequence of addi ng oxidizing agents as
recited in clainms 27 and 28. As indicated supra, the Farley

reference al ready teaches adding a peroxide to a kraft pulp

i mediately prior to introducing the pulp into a vesse
contai ni ng caustic and oxygen (pressurized wth oxygen).
Conpare claim?28 with Farley, colum 2, line 55-57 and col um
4, lines 10-30. The Farley reference also teaches that a
peroxi de can be injected into a pressurized (oxygen pressure)
vessel “as the bleaching proceeds.” It then follows that the
sequence of adding oxidizing agents is not inportant so |ong

as they are added inmmedi ately before or at the start of the

extraction-oxidation reaction. Accordingly, as indicated
supra, we agree with the exam ner that addi ng oxidizing agents
in the clained manner in the first al kaline extraction stage

of the type described in the Liebergott reference would have
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been obvious to one of ordinary skill in the art. A person
having ordinary skill in the art would have had a reasonabl e
expectation of maxim zing the synergistic results described in
the Farley reference by exposing the pulps to, for exanple,
bot h oxygen and a peroxide imedi ately before or at the start
of the extraction-oxidation reaction.

Appel | ant appears to argue that the synergistic results
defined in the "whereby" clause of claim?29 is not taught or
suggested by the applied prior art references. See, e.g.,
Brief, page 51. The "whereby" clause in question is gquoted
bel ow

wher eby additional delignification and bleaching is

[sic, are] provided in such extraction stage beyond

that attainable by using either C(hE), C,(pE), or

CE, al one and without any loss in viscosity beyond

t hat obtai ned when using any such sequence at

conpar abl e per nanganat e nunbers.

From our perspective, this clause does not distinguish the
cl ai med subject natter fromthe conbi ned teachi ngs of the
applied prior art references. Specifically, the Farley
ref erence teaches that using a conbination of oxygen and a
per oxi de produces synergistic results, i.e., a greater

bl eachi ng action than either oxidizing agent al one. See
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colum 1, line 71 to colum 2, line 14. According to colum
2, lines 9-12 of the Farley reference, “water soluble

peroxi des act synergistically with the oxygen, functioning
both as a bl eaching reagent and as an accel erator of the

bl eachi ng action of the oxygen.” This effect “permts the
duration of exposure of the cellul ose to oxygen to be
decreased with decrease in the depol ynmerization of the
cellulose [mnimzing the decrease in viscosity] for

attai nment of any given inprovenent in brightness. See
colum 1, line 71 to colum 2, line 2. Thus, the use of a
conbi nati on of oxygen and a peroxide as the oxidizing agent
for the first alkaline extraction stage of a nulti-stage

bl eachi ng and delignification process of the type described in
the Liebergott reference to obtain the synergistic results
recited in claim29 would have been obvious to one of ordinary
skill in the art. As indicated supra, one of ordinary skill
in the art would have had a reasonabl e expectation of
successfully obtaining the claimed synergistic results.

Havi ng arrived at the conclusion that the evidence of

obvi ousness adduced by the exam ner is sufficient to establish
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a prima facie case of obviousness regarding the clained

subject matter, we recognize that the evidence of
nonobvi ousness subm tted by appel |l ant nust be consi dered en
route to a determ nation of obvi ousness/ nonobvi ousness under

35 U.S.C 8§ 103. See Stratoflex, Inc. v. Aeroquip

Corp., 713 F.2d 1530, 1538, 218 USPQ 871, 879 (Fed. Cir. 1983).
We need to consider anew the i ssue of obvi ousness under 35

US C 8 103, carefully evaluating therewith the evidence of

nonobvi ousness supplied by appellant. See In re Piasecki, 745
F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984).
Appel I ant all eges that the clainmed subject nmatter inparts

unexpected results, thus rebutting the prim facie case of

obvi ousness adduced by the exam ner. See, e.g., Brief, pages
64-78 and 86-87. In support of his position, appellant relies
on the showing in the Nonni patent (appellant’s specification
in this reissue application) and the decl arati ons he executed
on Novenber 18, 1992 and May 13, 1994, respectively. 1d. The
show ng in the Nonni patent, nanely exanples 1 and 5 and
Tables 1 and 6, is directed to a conpari son between using no

oxi di zi ng agent, an individual oxidizing agent and a
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conbi nation of the clainmed oxidizing agents in the first

al kal i ne extraction stage involving the treatnent of

chl orinated (pre-bleached) kraft pulps. This show ng evinces
that the use of a conbination of the clainmed oxidizing agents,
such as oxygen and a peroxide, inparts synergistic results,
i.e., little nore than the additive bl eaching action attained
by using the sanme oxidizing agents individually. See e.g.,
Brief, page 66. The showing in the declarations, on the other
hand, is directed to a conpari son between using chl orinated
(pre-bl eached) kraft pul ps and unchlorinated (not bl eached)
kraft pul ps using a conbination of the clainmed oxidizing
agents. It denonstrates that the use of chlorinated (pre-

bl eached) kraft pulps results in inprovenent in pulp strength
(less reduction in viscosity) at conparable brightness |evels.
See Brief, pages 68-76. According to appellant, it also shows
t hat sinul taneous introduction of oxygen and an ot her
oxi di zing agent to chlorinated kraft pulps at the start of the
caustic extraction, as opposed to del aying addition of oxygen
and an ot her oxidizing agent, yields inproved pulp strength

and brightness. See Brief, pages 77, 86 and 87.
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It is not enough for appellant to show that the results
obt ai ned for appellant’s invention and the conparative
exanples are different. Appellant has the burden of

establishing that such differences are unexpected. See In re

Soni, 54 F.3d 746, 749-50, 34 USPQ2d 1684, 1686-87 (Fed. G r

1995) (appel l ant carries the burden of rebutting a prima facie

case of obviousness); In re Klosak, 455 F.2d 1077, 1080, 173

USPQ 14, 16 (CCPA 1972) (“the burden of show ng unexpected

results rests on [appellant] who asserts theni); In re Heyna,
360 F.2d 222, 228, 149 USPQ 692, 697 (CCPA 1966) (“[i]t is

i ncunbent upon appellants to submt clear and convi ncing
evidence to support their allegation of unexpected property”);

In re Huell mantel, 324 F.2d 998, 1003, 139 USPQ 496, 500

(CCPA 1963) (synergi smhas no “nmagic status”; it nust be shown
to be unexpected). Upon meking a factual, evidentiary inquiry

(see In re Johnson, 747 F.2d 1456, 1460, 223 USPQ 1260, 1263

(Fed. Cir. 1984)), we are not persuaded that appellant has net
hi s burden of proof.
The exam ner has correctly found that the results

denonstrated in the Nonni patent and the declarations are
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expected. See In re Skoner, 517 F.2d 947, 949, 186 USPQ 80,

82 (CCPA 1975) (expected beneficial results are evidence of
obvi ousness just as unexpected results are evi dence of

unobvi ousness). Wth respect to the synergistic results shown
in the Nonni patent, we direct attention to the above

di scussion on claim29 which recites such a limtation. In
addi tion, we provide bel ow the exam ner’s factua

fi ndi ngs(Answer, page 21) for convenience:

FARLEY teaches EOP bl eachi ng and teaches t hat

si mul t aneous bl eaching with oxygen and peroxi de
"permts the duration of exposure of the cellul ose
to oxygen is decreased with decrease in the

depol yneri zation of the cellul ose for attaining of
any given inprovenent in brightness" and "it permts
superior bleaching" (colum 1, line 64-colum 2,
line 14). The same decrease in the exposure of
oxygen woul d be expected when the oxygen of

LI EBERGOTT ET AL is used sinultaneously with the
peroxi de as taught by FARLEY. Such decreased
exposure of the cellulose to oxygen woul d occur

whet her the lignins were chlorinated or not. Thus,
the synergistic superior brightness and viscosity
results taught by FARLEY woul d have been expected in
a conbi ned o [oxygen] and p [peroxide] extraction of
LI EBERGOTT ET AL.

Wth respect to the inproved results in the declarations,
appel | ant has not denonstrated that they are unexpected. As

is well known and is confirnmed by appellant in his own
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decl arati ons, pre-bleached (chlorinated) kraft pul ps have
greater brightness than untreated kraft pulps. See also Kirk-
O hner which indicates that chlorine is a known bl eachi ng
agent. This difference in brightness woul d have been
reasonably expected to be nmintained even after the first

al kal i ne extraction. |In other words, the exam ner has
correctly found that kraft pulps treated with a multi-stage
bl eachi ng process, such as one described by the Liebergott
reference, would be expected to have greater brightness than
those treated with a single stage bl eaching process. See
Answer, pages 21 and 22. Wen kraft pul ps are already pre-
bl eached (chlorinated) as required by the clains and by the
Li ebergott reference, |ess oxygen (depolynerizing agent) and
bl eaching tinme (depolynerizing tinme) than those required by
untreated kraft pul ps are expected to be required to produce
kraft pul ps having conparabl e brightness | evels. Decreasing
“the duration of exposure of the cellul ose to oxygen”
decreases “the depol ynerization of the cellulose [ mnim zing
the decrease in viscosity]” . See Farley, colum 1, line 71

to colum 2, line 2. Consequently, the use of chlorinated
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(pre-bl eached) kraft pul ps woul d have expectedly inproved pulp

strength (less reduction in viscosity) at conparable

bri ghtness levels. Note also the
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exam ner’ s di scussion on the deficiencies on appellant’s
measur enent of i nprovenent regardi ng brightness and viscosity.
See Answer, pages 24-26.

Further, we find that that “sinultaneous” introduction of
oxygen and an ot her oxidizing agent, such as a peroxide, to
chlorinated kraft pulps at the start of the caustic
extraction, as opposed to the delayed addition of oxygen and
an ot her oxidizing agent, would be reasonably expected to
yield i nproved pul p strength and brightness. As indicated
supra, one having ordinary skill in the art would have had a
reasonabl e expectation of maxi m zing the synergistic results
described in the Farley reference by exposing the pulps to
bot h oxygen and a peroxide imedi ately before or at the start
of the extraction-oxidation reaction since any delay in adding
any one of the oxidizing agents woul d have del ayed the desired
synergi stic extraction-oxidation action. |In this regard, we
note that the Farley reference already teaches addi ng
oxi di zing agents immedi ately before or at the start of the

extracti on-oxi dati on reacti on.
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Appel | ant al so takes the position that the clained
subject matter is a commercial success. See, e.g., Brief,
page 78. In support of his position, appellant refers to the
showi ng in the Renard decl arati ons executed on Novenber 19,
1991 (fil ed Novenber 25, 1991) and on Novenber 18, 1992. See,
e.g., Brief, pages 78-82. The Renard declarations rel ate
to the inplenmentation and operation of Eo+p (the first
al kal i ne extraction stage enpl oyi ng oxygen and hydrogen
peroxi de) in many of International Paper Conpany’s (I PC)
bl eaching lines in the United States and foreign countries.
See the Renard Novenber 19, 1991 decl aration, paragraphs 4 and
5 and the Renard Novenber 18, 1992 decl aration, paragraphs 3
and 5. The Renard declarations then discuss the anount of
bl eached pul p produced by these bl eaching |ines. See the
Renard Novenber 18, 1992 decl aration, paragraphs 5 through 7.
The anount of bl eached pul p produced by these bl eaching |ines
in 1991 appears to constitute about 5.5% (8.7% x 66% of the
total quantity of bl eached kraft pul p produced and sol d
annual |y by the paper m Il industry in the United States.

According to the Renard decl arati ons,
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[a] |t hough | PC presently consunes nost of its own

bl eached kraft pulp production in its own paper

mlls, the approxi mate market value of such pulp

produced by IPCin fiscal (calendar) year 1991 using

t he Nonni process of the ‘420 patent (as set forth

I n paragraph 4 above) is approximately 1.5 billion

dollars U. S . . . . See the Renard Novenber

18, 1992 decl aration, paragraph 8.
The Renard declarations also indicate that | PC granted an
exclusive license to practice Eo+p process covered by the
Nanni patent to E.lI. Dupont de Nenours Co., WI m ngton,
Del aware (hereinafter referred to as “Dupont”). See the
Renar d Novenber 19, 1991 decl aration, paragraph 7. At the
request of Dupont, |PC converted the exclusive license to non-
exclusive status in 1992. See the Renard Novenber 18, 1992
decl arati on, paragraph 9, together with the Dupont l|etter
i ndi cating custoners’ refusal to pay royalties. Due to the
terms of the |license agreenent, |PC does not know the identity
of any sublicensees or “the manner in which the process being
practiced or the quantity of pulp being processed in
accordance with the Nonni process.” However, it is said that
“I PC has been inforned that Dupont has granted |icenses to
third parties to practice the Nonni process covered by the

“420 patent (including any reissues thereof)." See the Renard
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Novenber 18, 1992 decl aration, paragraph 10. According to the
Renard decl arations (the Renard Novenber 18, 1992 decl arati on,
par agraph 4, and the Renard Novenber 19, 1991 decl arati on,
paragraph 6), the installation of Eo+p provi des severa
econoni c, ecol ogical and technical benefits including:
a. reduction in the quantity of chlorine or
chl orine dioxide required for delignification and

bl eachi ng;

b. reduction in environnental burden by virtue
of reduced chl ori ne usage; and,

c. enabling production of pulp having higher
bri ghtness wi thout sacrificing pulp strength
(viscosity).
Upon carefully review ng the Renard decl arati ons, we do

not believe that appellant has net his burden of establishing

a prima facie case of nexus between the purported conmerci al

success and the nerits of the clained i nvention. See Denaco

Corp. v. F. Von Langdorff Licensing Ltd., 851 F.2d 1387, 1392-

93, 7 USPQ2d 1222, 1226 (Fed. Cr.), cert. denied, 488 U S

956 (1988); Cable Elec. Prods., v. Genmark, Inc., 770 F.2d

1015, 1026-27, 226 USPQ 881, 887-88 (Fed. Cir. 1985). On this
record, the Renard decl arations do not provide sufficient
information to establish that the clainmed subject matter is
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commercially successful.

W initially observe that appellant does not provide
sufficient informati on upon which the exam ner could concl ude
that the clainmed subject matter is comercially successful.
There is nothing in the Renard declarations to indicate (1)the
growt h of the market share other than inplenentation of the
Eo+p stage on the patent owner’s own bl eaching lines; (2) the
extent to which the market has abandoned ot her processes in
favor of the appellant's process; or (3) the extent to which
profitability has increased since the inplenentation of the
Eo+p stage. The market value of the pul ps produced is not
said to be any different fromthose produced under the
exi sting technology. The licensing agreenent referred to by
appel | ant does not indicate how wi dely the clainmed invention
i's used.

Even assum ng that the Renard decl arati ons had
sufficiently denonstrated comrercial success, we cannot
determ ne that the purported commercial success is due to the
claimed invention (i.e., the evidence of comrercial success

must be comrensurate in scope with the clains which the
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evidence is offered to support). Joy Technologies Inc. v.

Manbeck, 751 F. Supp. 225, 231, 17 USPQd 1257, 1260-61 (D.D.C.
1990), aff'd, 959 F.2d 226, 229, 22 USPQd 1153, 1156 (Fed.

Cr.), cert. denied, 506 U S. 829 (1992). As indicated by

appel l ant, the Renard decl arations indicate that the Eo+p
stage (extraction-oxygen and peroxi de oxidation reaction) was
i npl enented in many of the patent owner’s (1 PC) own bl eachi ng
lines. However, they do not attribute such result to the
clainmed invention. Nowhere do the Renard decl arations
i ndi cate that a conbination of chlorination and Eo+p, or a
conbi nati on of oxygen, chlorination and Eo+p, was inplenented
in the patent owner’s bleaching lines. Nor does the |icensing
agreenent indicate what was i nplenented by sublicensees. The
Nonni patent referred to in the |icensing agreenent includes
subject matter that is outside of the presently clained
subj ect matter.’

Even assum ng the Renard decl arati ons’ concl usory

assertions are sufficient to show t he nexus between the

The original Nonni patent includes many processes which
are outside of the presently clainmed subject matter.
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pur ported comrercial success and the clainmed invention, we do
not find such showi ng to be dispositive of unobvi ouness.

Here, as acknow edged in the Renard decl arations, the reasons
for inplenmenting the Eo+p stage is attributed to the

advant ages whi ch are already recognized in the applied prior
art as indicated supra. Wen, as here, the applied prior art
nmenti ons various econonic, ecological and technical benefits
for using the Eo+p stage, i.e, inprovenent of pul ps’

bri ghtness and strength (viscosity), as well as the reduction
of the pollution em ssion and chl ori ne consunpti on associ at ed
wi th conventional nulti-stage bleaching and delignification
processes, it would be expected that the Eo+p stage woul d
appeal to those who operate paper mlls (bleaching |ines),
thus resulting in its inplenmentation in many bl eaching |ines.

Conpare Skoner, 517 F.2d at 949, 186 USPQ at 82 (expected

beneficial results are evidence of obviousness).

Havi ng considered all the evidence and argunments anew, we
concl ude that, on bal ance, the evidence and argunents
presented by appellant taken as a whol e do not outweigh the

evi dence of obvi ousness established by the exam ner. See
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Newel | Cos. v. Kenney Mg. Co., 864 F.2d 757, 768, 9 USPRd

1417, 1426 (Fed. Cr. 1988), cert. denied, 493 U S. 814

(1989); In re Beattie, 974 F.2d 1309, 1313, 24 USPQ2d 1040,

1043 (Fed. Cir. 1992). Accordingly, we affirmthe exam ner’s
decision rejecting clains 11 through 25 and 27 through 30.

Non-art rejections

Nonenabl enent

The test for enablenent is whether one of ordinary skill
in the art could nmake and use the clained invention fromthe
di scl osure in the specification coupled with information known

in the art without undue experinentation. United States v.

Telectronics, Inc., 857 F.2d 778, 785, 8 USPQ2d 1217, 1222-23

(Fed. Cir. 1988), cert. denied, 490 U S. 1046 (1989); In re

St ephens, 529 F.2d 1343, 1345, 188 USPQ 659, 661 (CCPA 1976).
The exam ner has the initial burden of supplying a reasonable
basis to question the adequacy of appellant’s presunptively

correct discl osure. In re Marzocchi, 439 F.2d 220, 224, 169

USPQ 367, 370 (CCPA 1971). Once this is done, the burden
shifts to appellant to rebut this conclusion by presenting

evidence to prove that the disclosure is enabling. In re
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Doyl e, 482 F.2d 1385, 1392, 179 USPQ 227, 232 (CCPA 1973),

cert. denied, 416 U. S. 935 (1974), and In re Eynde, 480 F.2d

1364, 1370, 178 USPQ 470, 474 (CCPA 1973).

Here, the exam ner has rejected claim?28 as it is not
supported by an enabling disclosure. 1n so rejecting, the
exam ner fails to take into account information known in the
art (the Farley reference) together with the disclosure of the
Nonni patent. As indicated by appellant (Brief, page 93), the
par agr aph spanning lines 38-45 in colum 2 of the Nonni patent
states that:

The process of the present invention has a
nunber of advantages over the practices of the prior
art. It provides additional delignification and
brightening in an extraction stage beyond that
attai nable by either
C(hE), C(pE) or CE, al one and, nost unexpectedly,

Wi t hout any additional loss in viscosity beyond that
obt ai ned when usi ng any of the foregoing
sequences at conparabl e per nanganat e nunbers.

These advant ages are obtai ned by

addi ng a hypochlorite or a peroxide together with
oxygen during the first al kaline extraction stage

Wi th caustic of a nulti-stage bl eaching and
delignification process, or by adding a hypochlorite
or a peroxide directly to the pulp inmrediately prior
to the first alkaline extraction stage with caustic
and oxygen in a nulti-stage bl eaching and
delignification process. (see colum 2, lines
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23- 30) .
This disclosure is consistent with the very teachings in the
Farl ey reference which the examner relied on to establish
obvi ousness. In view of the exam ner’s own finding regarding
the Farley reference, we do not believe that it can seriously
be contended that one of ordinary skill in this art would not
know how to make and use the clained invention w thout undue
experinmentation. Accordingly, we reverse the examner’s
deci sion rejecting claim?29 under the first paragraph of 35
Uus C § 112

| ndefi ni t eness

The purpose of the second paragraph of Section 112 is to

basically insure, with a reasonabl e degree of particularity,

an adequate notification of the netes and bounds of what is

being clainmed. See In re Hammack, 427 F.2d 1378, 1382, 166

USPQ 204, 208 (CCPA 1970). Wen viewed in light of this

authority, we cannot agree with the exam ner that the netes
and bounds of claim 29 cannot be determ ned because of the
list of alleged deficiencies noted by the exam ner. As the

court stated in In re Moore, 439 F.2d 1232, 1235, 169 USPQ
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236, 238 (CCPA 1971), the determ nation of whether the clains
of an application satisfy the requirenents of the second
par agr aph of Section 112 is

nerely to determ ne whether the clains do, in fact,
set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity.

It is here where the definiteness of |anguage

enpl oyed nust be analyzed -- not in a vacuum but
always in light of the teachings of the prior art
and of the particular application disclosure as it
woul d be interpreted by one possessing the ordinary
| evel of skill in the pertinent art. [Enphasis ours;
footnote omtted.]

Here, the exam ner has rejected claim?29 as being
indefinite. The exam ner takes the position that:

The term "extracting the chlorinated pulp wth
caustic in the presence of fromabout 0.2 to about
1. 0% oxygen, based on the oven-dry wei ght of the
pul p, and . . . fromabout 0.05%to about 1.0% of
a peroxide, based on the oven-dry weight of the pulp
in a first alkaline extraction stage and wher eby
addi tional delignification and bl eaching is provided
in such extraction stage beyond that attai nable
using either C(hE), C(pE) or CE, al one and w t hout
|l oss in viscosity beyond that obtained when using
any such sequence at conparabl e per manganat e
nunbers” is indefinite as it is not clear if the
"per manganat e nunbers" are the origina
" per manganat e nunbers" of the starting kraft pul ps
or the "permanganate nunbers” for the bl eached
pul ps, e.g. after the final bleach stage. Also this
termcontradicts the Exanples in the specification.
TABLE 6 shows the viscosity for the CD(pEo) sequence
to be lower than all the other bleach sequences,
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i.e. lower than for the C(hE), C(pE) and CE,
sequences. TABLES 1, 2 and 5 show the viscosity for
the CD(hEo) to the lower (not "w thout loss in
viscosity" as clainmed) than for the CD(hE) bl each
sequence. Also "C(pE)" should be rewitten

"C(pE)", i.e. without a space between the "G and

"(pE)". Also these sequences (Cy(hE), C(pE) and

CE), are indefinite as it is not clear if these

bl each sequences are open (e.g. can include other

bl eachi ng stages) or closed. It is not clear if

washi ng stages occur between the various stages, it

is not clear if the stages between the brackets are

sequential or simnultaneous.

We do not find the exam ner’s position to be reasonable
for the reasons set forth at pages 96, 97 and 98 of the Brief.
We shall adopt appellant’s reasons in the Brief as our own.
Accordi ngly, we reverse the exam ner’s decision rejecting
cl aim 29 under the second paragraph of 35 U.S.C. § 112.

I n concl usion,

(1) the prior art rejections of the clains on appea
under 35 U.S.C. § 103 are affirned; and

(6) the non-art rejections of claim?29 under 35 U S. C

8§ 112, first and second paragraphs, are reversed.

Accordingly, the decision of the examner is affirned.

Further proceedings in this case may be taken in

accordance with 35 U S.C. 88 141 to 145 and 306, and 37 CFR 88
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1.301 to 1.304. Note also 37 CFR 8§ 1.197(b). If the patent
owner fails to continue prosecution, the reexam nation and
rei ssue proceedings will be term nated and, with respect to
the reexam nation proceeding, a certificate under 35 U S.C. 8§
307 and 37 CFR 8 1.570 will be issued canceling the patent
clains, the rejection of which has been affirned.

No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

§ 1.136(a). See the final rule notice, 54 F.R 29548

(July 13, 1989), 1105 O G 5 (August 1, 1989).
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