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Bef ore HANLON, OVNENS, and WALTZ, Adm nistrative Patent Judges.

WALTZ, Adninistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. § 134 fromthe
exam ner’s final rejection of clains 1 through 18. dains 19
through 27, the only other clains pending in this application,
stand wi thdrawn from consideration as directed to a nonel ected

i nvention (Brief, page 2).
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According to appellants, the invention is directed to a
met hod of making a catal yst and the catal yst product useful in
the reaction of sodiumchlorite to produce chlorine dioxide,
wherein the outside edge of the catal yst support is
i npregnated with palladiumor another platinumgroup netal and
the catal yst support is nodified by a Goup | A carbonate,
Goup Il A carbonate, or MgO (Brief, pages 2-3). Illustrative
claim1l is reproduced bel ow

1. A catalyst having an exterior surface conprising
pal | adi um for produci ng chlorine di oxide, consisting
essentially of a catal yst support selected fromthe group
consisting of (a) a support nodified by a Goup | A carbonate
salt or a Goup Il A carbonate salt or MJO and (b) a support
consisting of a G oup I A carbonate salt or a Goup Il A
carbonate salt or MJO, wherein the exterior surface of said
catal yst support is inpregnated with palladi umor palladi um
and anot her platinumgroup netal or palladiumand a Goup IB
nmet al .

The exam ner has relied upon the follow ng reference as
evi dence of obvi ousness:

Kai ser 3,974, 102 Aug. 10, 1976

Claims 1 through 18 stand rejected under 35 U.S.C. § 103
as unpatentabl e over Kaiser (Answer, page 3). W reverse the

exam ner’s decision for reasons which foll ow

OPI NI ON
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The exam ner finds that Kaiser discloses a catalytic
conposition which conprises a Goup VIII netal and a Goup IB
netal deposited on an alum na support with a subsequent
treatnent of the support with an alkali or alkaline earth
nmetal salt
(Answer, page 3). The exam ner concedes that Kaiser “does not
teach the pretreatnent of the support with alkali or alkaline
earth nmetal conpounds prior to inpregnating the support with
Goup VIIl and IB netals.” (1d.).

The exam ner states that the “dispositive issue” in this
case i s whether the post-inpregnation of the Kaiser support
with al kali and al kaline earth nmetal conpounds renders obvi ous
the subject matter of the clains on appeal (1d.). The
exam ner states that there is “no dispute” about the teachings
of Kaiser but it is the exam ner’s position “that a person of
ordinary skill would have been notivated to treat the support
with the alkali metal before the inpregnation of such support
with the catalytic netals since any acidic properties would
have been inherently neutralized as the catalytic inpregnation
step progresses.” (Answer, page 4, enphasis added). The

exam ner further states that “such preinpregnation of the
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support with the alkali nmetal would have provided greater
control over the acidity of the final product.” (1d.). This
position is in contrast to the examner’s position el sewhere
in the Answer that “the sequence of addition of the alkali or
al kaline earth nmetal to the support is not patentably
significant” (Answer, page 3) and “the point at which the

al kali or alkaline earth netal is added to the support is an

obvi ous choice.” (Answer, page 4).

We find no support for either of the examner’s positions
in the record before us. The exanmi ner cites no evidence or
convi nci ng reasons to support his first position that
pretreatnment of the support with an alkali or alkaline earth
conmpound woul d have acconplished the goal s of Kaiser, nanely
neutralization of any acidic functionalities (see Kaiser, col.
3, I'l. 39-49). The examner likewise fails to cite any
evi dence or convi ncing reasons why such preinpregnation of the
support with alkali nmetal would have provided greater contro
over the acidity of the final product.

Regardi ng the exam ner’s second position that the

sequence of addition of the alkali or alkaline earth netal

conpounds “is not patentably significant “ or is “an obvious
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choice,” there is no evidence or convincing reasons of record
to support this position. Kaiser is directed to a catal yst
for the isonerization of al pha-pinene to beta-pinene, with the
obj ect of increasing the conversion and retaining the
specificity of the catal yst for beta-pinene formation (col. 1,
1. 5-10 and 55-59). Neutral to basic conditions nust be
mai nt ai ned to suppress acidic by-product formation which
affects selectivity (col. 1, II. 67-68; col. 2, IIl. 17-24).
Kai ser teaches that the al pha-pinene isonerization process is
“acutely acid sensitive” as acidic conditions can
deactivate the catal yst and comercially prepared Goup VIII
catal ysts adm xed with a G oup IB netal on an al um na support
contai n residual anions which can formacid during the
i sonerization process (col. 3, |Il. 4-8 and 13-26). Kai ser
further teaches that
The acidic functionality displayed by the G oup

VIIl catalyst adm xed with Goup IB netal on an

al um na support can be suppressed by subjecting the

supported catalyst and G oup IB netal to a

neutralization treatnent. This involves treating

the supported catalyst and G oup IB netal with at

| east about 0.002 wei ght parts per weight of alum na

of an alkali netal or alkaline earth neta

neutralizing agent provided froman alkali netal or

al kaline earth netal salt or hydroxide inert to the
catalyst. (Col. 3, Il. 39-48).
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From t hese teachings of Kaiser, it is clear that the acidic

functionality that is neutralized by the alkali or alkaline

earth conpound results fromthe Goup VIII netal adm xed with
G oup IB netal on the alum na support, i.e., the mxed neta
catal yst (see col. 2, Il. 14-15; col. 3, Il. 39-43). Thus

there is no teaching, notivation or suggestion in Kaiser to
treat the alum na support per se with the neutralizing agent
to formthe nodified support required by part (a) of claiml
on appeal. The exam ner has not pointed to any disclosure or
teachi ngs in Kaiser or

suppl i ed convincing reasons that the support per se contains

acidic functionalities that nust be neutralized or that
pretreating the support with the neutralizing agent woul d
subsequently neutralize the acidic functionalities present in
the later inpregnation of Goup VIII and IB catal yst netals.
Accordingly, the teachings of Kaiser do not support the

exam ner’ s “obvi ous choice” position. |In re Gordon, 733 F.2d
900, 902, 221 USPQ 1125, 1127 (Fed. G r. 1984)(“The mere fact
that the prior art could be so nodified would not have nade
the nodification obvious unless the prior art suggested the

desirability of the nodification. [Citations omtted].”).
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The initial burden is on the exami ner to establish a
prima facie case of obviousness. |In re Cetiker, 977 F. 2d
1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr. 1992). For the
foregoi ng reasons, we determ ne that the exam ner has not
established a prima facie case of obviousness. Accordingly,
the exam ner’s rejection of the clains on appeal is reversed.
Because we reverse on the basis of failure to establish a
prima facie case of obviousness, we need not reach the issue
of the sufficiency of the Daly Declaration under 37 CFR §

1.132 (see Appendix 1 attached to the Brief).

The deci sion of the examner is reversed.

REVERSED

ADRI ENE LEPI ANE HANLON
Adm ni strative Patent Judge
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