THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte EDWARD P. SQUI LLER, JAMES W ROSTHAUSER
PETER H. MARKUSCH and TERRY A. POTTER

Appeal No. 1997-0140
Application No. 08/266, 290!

ON BRI EF

Before KIMLIN, JOHN D. SM TH and SPI EGEL, Adninistrative
Pat ent Judges.

KIMLIN, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-
16, all the clainms in the present application. Caim1lis

illustrative:

1 Application for patent filed June 27, 1994.
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1. A storage stable, one-conponent pol yurethane
conposition useful as a sealant or coating which cures at
el evated tenperature conprising

a) an isocyanate selected from

(1) isocyanate term nated prepolyners forned froma
pol yi socyanate and a hydroxyl group containing
conmpound having at |east two hydroxyl groups and
a nol ecul ar wei ght greater than 500 which
prepol yners have been bl ocked with a phenol or
oxi ne,

(2) polyisocyanate adducts in which the free
i socyanat e groups have been bl ocked with a pheno
or oxime, and

(3) nononeric isocyanates which have been bl ocked
with a phenol or oxine;

b) at | east one conpound selected fromthe group

consi sting of polyketimnes having am no groups attached

to secondary carbon atons, pol yenam nes and oxazol i di nes;
and

c) a conpound which generates water under the curing
condi tions

i n which conponents a), b) and c) are used in anobunts such
that the equivalent ratio of a):b):c) is fromabout 1:0.1:0.3
to about 1:2:2.

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Aki yama et al. (Akiyamm) 5, 130, 402 Jul . 14, 1992
Mar kusch et al. (Markusch) 5,142,014 Aug. 25, 1992

Appel lants' clainmed invention is directed to a one-

conponent pol yuret hane conposition that finds utility as a
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seal ant or a coating. The conposition conprises one of the
recited i socyanates, at |east one of pol yketim nes,

pol yenam nes and oxazolidi nes, and a conpound whi ch gener ates
wat er under curing conditions, such as internal organic salts,
salts of organic am nes and salts of organic acids.

Appeal ed clainms 1, 3-5, 8-10, 12-14 and 16 stand rejected
under 35 U.S.C. 8§ 112, first paragraph, as being based upon a
non-enabling disclosure. |In addition, appeal ed clains
1-16 stand rejected under 35 U S.C. §8 103 as bei ng obvi ous
over Markusch in view Akiyana.

Upon careful consideration of the opposing argunents
presented on appeal, we agree with appellants that the
examner's rejections are not sustainable. Accordingly, we
W ll reverse the examner's 8 112 and 8 103 rejections.

We consider first the examner's rejection under
35 U S.C 8§ 112, first paragraph. According to the exam ner,
"[t]he use of the phrase 'a conpound which generates water' is
rat her vague and does not define with particularity the
boundari es of Applicants' invention" (page 2 of office action
of Septenber 8, 1994).

In setting forth a rejection under 35 U.S.C. 8§ 112, first

par agraph, the exam ner has the initial burden of establishing
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| ack of enabl ement by conpelling reasoning or objective

evidence. |In re Strahilevitz, 668 F.2d 1229, 1232, 212 USPQ

561, 563 (CCPA 1982); In re Marzocchi, 439 F.2d 220, 223, 169

USPQ 367, 369 (CCPA 1971). In particular, the exam ner mnust
denonstrate that one of ordinary skill in the art, based on
the teachings of the specification and state of the prior art,
woul d not be able to practice the clainmed invention w thout
undue experinentation. 1In the present case, we find that
appel l ants' specification and the prior art evidenced by

Mar kusch, cited by the exam ner, would sufficiently apprise
one of ordinary skill in the art which conpounds would qualify
as those which generate water within the context of the
clainmed invention. It nust be borne in mnd that it is not a
function of the clains to specifically exclude possible

i noper abl e substances, and that the nere possibility that a
conposition clai menbraces i noperable reactants does not

render the claimunduly broad. See In re D nh-Nguyen, 492

F.2d 856, 858-59, 181 USPQ 46, 48 (CCPA 1974); |ln re Kamal,

398 F.2d 867, 872, 158 USPQ 320, 324 (CCPA 1968).
W now turn to the exam ner's rejection of the appeal ed
claims under 8 103 over the conbined teachings of Markusch and

Aki yama. The exam ner recogni zes that Markusch, who discl oses
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a one-conponent pol yurethane conposition that is useful as a
seal ant, does not teach the inclusion of appellants' clainmed
conponent b), i.e., polyketimnes, polyenam nes and
oxazolidines. While Akiyanma discloses a pol yurethane coating
conposi tion conprising appellants' conponent b) as a curative,
we concur with appellants that the conpositions of Markusch
and Akiyama are not sufficiently simlar to support the

conclusion that it woul d have been prina facie obvious for one

of ordinary skill in the art to incorporate the curatives of
Aki yama in the pol yurethane conposition of Markusch. For one,
t he exam ner has not pointed to any teaching in Mrkusch that
any curative, in general, is an optional conponent of the
conposition. Markusch relies upon the specific reaction of a
[ iquid bl ocked polyisocyanate with a solid pol yam ne internal
salt. Akiyama, on the other hand, does not disclose a

pol yur et hane conposition conprising a solid polyam ne interna
salt but, rather, teaches the specific reaction of a
particul ar bl ocked urethane prepolymer derived from TMXDI and
the curatives, such as ketimnes. In our view, inpermssible
hi ndsight is required to nodify the pol yurethane conposition
of Markusch by including the curative of Akiyanma. Wile the

exam ner explains that the requisite notivation stens from
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| endi ng enhanced curability and coating properties to the
pol yur et hane of Markusch, the exam ner has not established a
factual basis for concluding that the curatives of Akiyanma
woul d be conpatible with the polyamne internal salt-
cont ai ni ng pol yur et hane conposition of Mrkusch. The exam ner
has pointed to no teaching in Akiyama or any other prior art
reference which explains how the curatives of Akiyama operate
in the presence of a polyamne internal salt.

I n concl usi on, based on the foregoing, the examner's
decision rejecting the appealed clains is reversed.

REVERSED

CAROL A. SPI EGEL
Adm ni strative Patent Judge

EDWARD C. KI M.I N )
Adm ni strative Patent Judge )
)
)
)
)
JOHN D. SM TH ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
)
)
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