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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 7. dains 8 through 12, the only
other clains pending in the application, have been w thdrawn from

further consideration under 37 CFR § 1.142(b).

Appel lants' invention relates to a process for the
manuf acture of suture needles. Caim1l is representative of
subject matter on appeal and a copy of that claimnmy be found

in the Appendi x to appellants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Chi sman 3,160, 157 Dec. 8, 1964
McG egor et al. (MG egor) 4,660, 559 Apr. 28, 1987
Everett? 670, 199 Apr. 16, 1952

(British Patent Specification)

2 Wil e the exam ner and appellants have referred to this
reference as "Sanuel ," we note that the inventor's nanme is
"Sanuel Janes Everett."
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Clains 1 through 7 stand rejected under 35 U.S.C. § 103

as being unpatentable over Everett in view of Chisman and

McG egor. According to the exam ner,

Sanuel [sic, Everett] discloses a cold-
wor ki ng met hod for manufacturing a surgical
needl e. Chisman teaches particul ar | engths
may be cut froma blank material and the
desired geonetrical shapes may be forned.
MG egor et al disclose a needle shaped

before treating it. See colum 6, |lines 50-
56. It would have been wthin the purview of
one having ordinary skill in the art at the

time of applicants’ invention to form Sanuel
[sic] needle by first bending it then col d-
working treatnent (final rejection, page 2).

Rat her than reiterate the examner's full explanation
of the above-noted rejection and the conflicting viewpoints
advanced by the exam ner and appellants regarding the rejection,
we nmake reference to the final rejection (Paper No. 8, nmailed
July 21, 1995) and the exam ner's answer (Paper No. 11, mailed
March 19, 1996) for the exam ner's reasoning in support of the
rejection, and to appellants' brief (Paper No. 10, filed

Decenber 26, 1995) for appellants' argunents thereagainst.
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OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to appellants' specification and clains, to

the applied prior art references, and to the respective positions

articul ated by appellants and the exam ner. As a consequence of
this review, we have nade the determ nation that the examner's
rejection under 35 U.S.C. 8 103 will not be sustained. CQur

reasons foll ow

After careful review of the applied references, we nust
agree with appellants that there is no teaching, suggestion or
incentive in the applied references which would have | ed one of
ordinary skill in the art to their conbination so as to arrive at
the process for producing a suture needle as clai ned by
appellants. Al of the applied references disclose and teach
cold-working of the nmetal wire prior to bending the wire into its
curved suture needle configuration. See Everett page 2,
lines 37-63; Chisman colum 3, line 56 -- colum 4, line 37,
and MG egor colum 6, |ines 22-41.
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The examner's reference to columm 6, lines 50-56, of
MG egor is of no avail, since this portion of MG egor nerely
indicates that the needle therein may be first shaped into its
curved configuration and then subjected to the | aser hardening

treatnment that constitutes the inprovenent in that patent. The

ref erence says not hi ng about col d-working of the suture needle
after bending, and, considered in its entirety, would appear to
teach or suggest that the needle be nechanically deformed to
produce the desired needl e shape prior to any bendi ng operation.
In our opinion, the present conbination is based entirely on

i nper m ssi bl e hindsi ght derived from appel |l ants' own teachi ngs
and not fromthe prior art references thenselves as the teachings
t hereof woul d have been understood by one of ordinary skill in

the art at the tine of appellants' invention.

Lacki ng any reasonabl e teachings in the prior art
itself which woul d appear to have fairly suggested the clained
subject matter as a whole to a person of ordinary skill in the
art, or any viable line of reasoning as to why such artisan would
have ot herwi se found the clainmed subject matter to have been
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obvious in light of the teachings of the applied references, we
must refuse to sustain the examner's rejection of clainms 1

t hrough 7 under 35 U.S.C. 8§ 103.

In light of the foregoing, the decision of the exam ner

is reversed.

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge
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Adm ni strative Patent Judge
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