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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clainms 56

to 63, all of the clains remaining in the application.

Application for patent filed October 15, 1993. According to
appel lants, this application is a continuation-in-part of application
08/ 042,851, filed April 5, 1993, which is a continuation of application
07/ 824,964, filed January 24, 1992, and a continuation-in-part of application
08/ 006, 311, filed January 19, 1993.
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The invention in issue concerns apparatus for inhibiting
the theft of portable equi pnent, such as conputers. The
appeal ed clains are reproduced in the appendi x to appellants
brief, except that claim59 therein does not include the
addi ti ons made by the anendnent filed April 26, 1996 (Paper
No. 24).

The references applied in rejecting the appeal ed cl ai ns

are:?
W son 5,082, 232 Jan. 21, 1992
Lal anne FR 2, 636, 686 Mar. 23, 1990

(French patent)

Ri manek DE 3, 824, 393 Jul . 27, 1989
(German Patent)

The clains on appeal stand rejected as foll ows:

(1) dainms 56 to 63, unpatentable over WIlson in view of
Lal anne under 35 USC § 103;

(2) dainms 59, 61 and 62, anticipated by R manek, under
35 USC § 102(b).

Rej ection (1)

2aur understandi ng of the Lal anne and Ri manek references is derived from
transl ations thereof prepared for the PTO copies of which are forwarded
herewith to appellants. References in this decision to pages and |ines of
Lal anne or Rinanek are to pages and lines of the translations.
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The exam ner's position with regard to this rejection is,
in essence, that it would have been obvious to nodify the

W son

apparatus to use a fastener as disclosed by Lal anne instead of
Wl son's conventional fastener (screw 20.

Appel I ants argue that Lalanne is not relevant, i.e.,
nonanal ogous, prior art. It is unnecessary to resolve this
question, however, for even if Lalanne is assunmed to be
anal ogous art, we do not consider that the clained subject
matter woul d have been obvi ous over the conbination of WIson
and Lal anne.

If the fastener disclosed by Lal anne were substituted for
the connector 20 of WIson by one of ordinary skill in the
art, the resulting structure would not, in our view, neet the
limtations of the appealed clains. Looking first at the
devi ce di scl osed by WIlson, the apertured nenbers 16, 26, do
not physically coact with the screw 20 to prevent it from
bei ng rotated, but sinply block access to the screw head, so
that the screw cannot be renoved. Thus elenment 16 is fixed to

the device (object) 14 by the screw 20, and elenment 26 is a
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cover which fits over 16 and along with bl ocker 24, prevents
renmoval of the screw. This is unlike the clained
apparatus, in which the apertures are fornmed in the sl ot
engagenent menber and in the housing carrying the pin, which

al so extends into the slot and

coacts with the slot engagenent nenber to prevent its renoval
fromthe slot.

The fastener disclosed by Lalanne has a shaft 1 carrying
at its end a bar 3 which is passed through slot 10 and is
turned 90 degrees to prevent renoval (Fig. 2). A nenber 5 is
rotatably nmounted on shaft 1 and has a pin 9 which fits the
slot 10. If one of ordinary skill were to substitute
Lal anne's fastener for WIlson's screw connector 20, the |ower
end of nmenber 16 m ght be nodified to include pin 9 of
Lal anne. However, in accordance with Wl son's disclosure, the
aperture alignable with the aperture in nenber 16 would stil
be the aperture in cover 26, there being no teaching or
suggestion in either reference of providing an aperture in the
connector per se which would be alignable with the aperture 22

4



Appeal No. 96-4097
Application 08/138, 634

of Wlson to prevent rotation of the connector. \Wile Lal anne
does di scl ose an aperture 15 in the lug 14 by which the bar 3
is turned, the purpose of this aperture is not disclosed, and
it 1s evidently sinply a hole for attaching a device to be
supported by the fastener (see page 6, last three lines). W
find no suggestion in either reference of providing apertures

in the sl ot engagenent nenber and in the housing

carrying the pin, such that the apertures woul d be coaxia
(claim56) or aligned (claim59) when the pin extends into the
slot. The conceptual figures on page 5 of the exam ner's
answer appear to be based on inperm ssible hindsight gleaned
from appel l ants' di sclosure, rather than on the know edge
available in the prior art.

Accordingly, rejection (1) will not be sustai ned.

Rej ection (2)

In order to anticipate a claim "a prior art reference
nmust di sclose every |imtation of the clained invention,

either explicitly or inherently". 1n re Schreiber, 128 F. 3d

1473, 1477, 44 USPQ2d 1429, 1431 (Fed. CGr. 1997). In the
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present case, the exam ner explains on pages 7 and 8 of the
suppl enental answer how she considers that claimb59 reads on
Ri manek, and we are generally in agreenent with her anal ysis.

Appel | ants argue that R manek does not disclose all the
el enents recited in claimb59 because (supplenental reply
brief, page 2):

Clai m59 requires the engagenent of the inner

surface of an external wall inhibits renoval of the

sl ot engagi ng nenber. By contrast, in R manek, it

Is clanmp piece 4 that directly prevents | ocking

el enent 5 from bei ng renoved rat her than engagenent

to the inner surface of an external wall.

W do not agree. The engagenent of the end 6 of
Ri manek' s sl ot engagenent nenber 5 with the wall, as shown in
Fig. 2, clearly inhibits its renoval fromthe slot, as recited
in claim59; otherw se, the device could be renoved fromthe
sl ot even when pin 4 was in the Fig. 2 position.

Appel l ants further argue that elenent 4 of R manek does
not correspond to the pin recited in claimb59 because it does
not inhibit the slot engaging nenber fromreturning to its
first position wherein it is aligned with the slot. This

argunment is not well taken. As shown in Rimanek's Fig. 3 and

di scl osed at page 3, lines 18 to 20, elenent 4 maintains the
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menber 5 in its msaligned position engaged with the inner
wal | surface, inhib-iting it fromreturning to its first
position, shown in Fig. 1, where it is aligned with the slot.
El enent 4 of Rinmanek therefore corresponds to the pin as
defined in claimb59.

Since R manek discl oses every limtation of claimb59, and
appel l ants do not argue that clains 61 and 62 are separately
patentable, rejection (2) wll be sustained.

Concl usi on

The exam ner's decision to reject clains 56 to 63 under
35 USC 8§ 103 is reversed, and to reject clains 59, 61 and 62
under 35 USC § 102(b) is affirned.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART

| AN A CALVERT
Adm ni strative Patent Judge

)
)
)
)
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