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The opinion in support of the decision being entered
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STAAB, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s fina

! Application for patent filed July, 25, 1994. According
to appellant, the application is a continuation of Application
08/ 034,213, filed March 19, 1993, now abandoned, and a

conti nuati on of Application 07/633,767, filed Decenber 26,
1990, now abandoned.
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rejection of clainms 2, 3 and 5-14. No other clains are
pending in the application. An anendnent filed subsequent to
the final rejection (Paper No. 40, filed COctober 13, 1995)
effecting several m nor changes in claimlanguage has been
approved for entry by the exam ner (see advisory letter (Paper
No. 42, mail ed Novenber 14, 1995)); however, the amendnent has
not been clerically entered. The exam ner should attend to
this matter when the application is returned to his
jurisdiction.

Appel lant’ s invention pertains to a control |ever for
controlling a cable actuated brake of a bicycle, and in
particular to a control |ever wherein the force transmtted to
the cable by the | ever varies in accordance with the position
of the lever. Caiml1l2 is representative of the appeal ed

subject matter and reads as follows:?

2n clainms 3 and 9, next to the last |ine of each,

“di vided” should be inserted after “cable” to inprove the
readability of the claim In claim12, we understand “the
stroke start end” and “the stroke finish end” in the last two
lines thereof as referring to, respectively, the “stroke start
position” and the “stroke end position” recited earlier in the
claim In claim10 “said cable connecting portion” should be
changed to “said cable connector” for consistency with the
term nol ogy enployed in claim12, fromwhich claim 10
ultimately depends. In claim13, line 20, “the cable
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12. A brake control apparatus for a bicycle conprising:

a |l ever axis;

a control cable;

a control |ever pivotable about the | ever axis between a
stroke start position and a stroke end position;

a gui de cam surface; and

a cabl e connector coupled to the control cable and
di sposed within the guide cam surface, wherein the guide cam
surface is arranged so that a distance between the cable
connector and the | ever axis decreases and then increases as
the control |ever noves between the stroke start end and the
stroke finish end.

The references of record relied upon by the examner in

support of rejections under 35 U.S.C. § 102(b) and 35 U.S. C

§ 103 are:
Bourr et 4,889, 610 Feb. 13, 1990
Lel eus 1, 210, 326 Mar. 8, 1960

(French Patent Docunent)

connector” should be changed to “the cabl e connecting
portion,” again for consistency wth the term nol ogy enpl oyed
earlier in that claim Wile these minor errors do not
obscure the netes and bounds of the clains, correction thereof
Is recommend in the event of further prosecution.

8 Qur understanding of this foreign | anguage reference is
derived froma translation prepared in the Patent and
Trademark Ofice. A copy of that translation is attached to
thi s deci si on.
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The follow ng rejections are before us for review

(a) clainms 2, 3, 5 and 7-14, under 35 U . S.C. § 112, first
par agr aph, as being based on a specification that “fail[s] to
provi de an adequate witten description of the invention
and . . . does not provide support for the invention as is now

clained” (final rejection, page 4);

(b) clainms 2, 3, 5-14, under 35 U.S.C. § 112, second
par agr aph, “as being indefinite” (final rejection, page 6) and
“as prolix since they contain long recitations or uninportant
details which hide or obscure the invention” (final rejection,
page 7);

(c) clains 2, 3 and 6-14, under 35 U. S.C. §8 102(b), as
bei ng antici pated by Lel eu;

(d) clains 2, 3 and 5-14, under 35 U.S.C. § 103, as being
unpat ent abl e over Lel eu; and

(e) clainms 2, 3, 5 and 7-14,% under 35 U.S.C. § 103 as

bei ng unpatentabl e over Leleu in view of Bourret.

“1In that claim®6 was rejected as bei ng unpatentabl e over
Lel eu alone in rejection (d), it is not clear why it was not
included in this rejection.
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The rejections are explained in the final rejection
(Paper No. 37, nmiled June 13, 1995) and the exam ner’s answer
(Paper No. 44, nmuil ed Decenber 13, 1995).

The opposi ng vi ewpoi nts of appellant are set forth in the
brief (Paper No. 43, filed Novenber 1, 1995) and the reply

brief (Paper No. 45, filed February 13, 1996).

The 35 U.S.C. § 112, first paragraph, rejection

Looki ng at the examner’s rejection of clainms 2, 3, 5 and
7-14 under 35 U.S.C. § 112, first paragraph, we initially note
that the description requirenent found in the first paragraph
of 35 U S.C. 8§ 112 is separate fromthe enabl enent requirenent
of that provision. See, for exanple, Vas-Cath, Inc. v.
Mahur kar, 935 F.2d 1555, 1560-64, 19 USPQ2d 1111, 1114-17
(Fed. Cr. 1991) and In re Wlder, 736 F.2d 1516, 1520, 222
USPQ 369, 372 (Fed. GCr. 1984), cert. denied, 469 U S. 1209
(1985). In the present instance, we understand the exam ner’s

rejection to be based on the description requirenment of the
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first paragraph.
Wth respect to the description requirenent found in the
first paragraph of 35 U.S.C. § 112,
[t]he test for determ ning conpliance with the
witten description requirenment is whether the
di scl osure of the application as originally filed
reasonably conveys to the artisan that the inventor
had possession at that tinme of the later clained
subject matter, rather than the presence or absence
of literal support in the specification for the
cl ai m |l anguage. The content of the draw ngs may
al so be considered in determ ning conpliance with
the witten description requirenent.

In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed.

Cir. 1983) (citations omtted; enphasis added).

After review of appellant’s specification and draw ngs as
originally filed, it is our determ nation that such
speci fication and draw ngs, although not a nodel of clarity,
neverthel ess do describe or otherw se provide “witten
description” support for the presently clained subject natter.
The exam ner’s primary concerns (final rejection, pages 3-5)
in this matter appear to be founded on an all eged | ack of

adequate witten description for the claimtermnology calling

-6-



Appeal No. 96-2094
Application 08/282, 783

for (1) a distance between the cable connector and the | ever
axi s that decreases and then increases as the control |ever
noves, and (2) the control |ever noving between stroke start
and stroke finish ends. The exami ner’s concerns are

unf ounded. The specification at page 10, lines 11-19, page
11, line 14 through page 12, |line 1, and page 19, lines 1-5
satisfies the § 112, first paragraph, description requirenent
with respect to (1). The discussion on page 16 of the

speci fication concerning the stroke start position and the
stroke finish position and how these positions nay be adjusted
satisfies the § 112, first paragraph, description requirenent
with respect to (2). Accordingly, we wll not sustain this

rejection.

The 35 U.S.C. § 112, second paragraph, rejection
Turning to the examner’s rejection of clains 2, 3 and 5-
14 under 35 U. S.C. § 112, second paragraph, we nmake note that
the second paragraph of 35 U S.C. 8 112 nerely requires that
the clains define the netes and bounds of the invention with a
reasonabl e degree of precision and particularity. In
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eval uating a claimfor conpliance with the second paragraph of
8§ 112, the content of the claimnust be analyzed, not in a
vacuum but always in light of the teachings of the prior art
and of the particular application disclosure as it would be
interpreted by one possessing the ordinary level of skill in
the pertinent art. See In re Johnson, 558 F.2d 1008, 1016,
194 USPQ 187, 194 (CCPA 1977).

In that light, in this particular case we believe that
one of ordinary skill in the art viewng the applied prior art
and appellant’s disclosure, would understand the scope of
appel l ant’ s i ndependent clains 12 and 13. Wil e the exam ner
makes much of the | anguage “a di stance between the cable
connector and the |ever axis” found in claim12 and the
simlar | anguage appearing in claim13, we are convinced that
the ordinarily skilled artisan would understand this

term nology to be a reference to the

vari abl e di stance separating the | ever shaft 3 and cam
follower 16 as the | ever noves through its stroke.

Simlarly, the exam ner’s contention that the presence of
the terns “pivotable” in claim12 and “novable” in claim13
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makes the clainms indefinite “since it is inpossible to
determ ne whether the clainmed control lever 4 is structurally
required to be pivoted and noved t hrough a cable pulling
stroke based on the context of the clains per se” (answer,
page 8; enphasis in original) is not well taken. First, the
contention is founded on the erroneous assunption that clains
should be read in a vacuum However, as noted above, in

eval uating a claimfor conpliance with the second paragraph of
8 112, the content of the clains nust be analyzed in |ight of
t he underlying application disclosure as it would be
interpreted by the ordinarily skilled artisan. |In re Johnson,
558 F.2d at 1016, 194 USPQ at 194. Second, the exam ner
appears to be of the view that the use of functional |anguage
in claimdrafting is per se inproper. However, there is
nothing intrinsically wong with clainmng sonething in terns
of what it does rather that what it is. In re Swnehart, 439
F.2d 210, 212, 169 USPQ 226, 228 (CCPA 1971). \Wiile the
appeal ed clains nay not enploy | anguage preferred by the

exam ner, this circunstance does not make themindefinite.

Instead, it sinply nmakes them broad. Breadth, however, is not
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to be equated with indefiniteness. See, for exanple, In re
Mller, 441 F.2d 689, 693, 169 USPQ 597, 600 (CCPA 1971).

As to the exam ner’s concerns regarding terns such as
"the stroke start end” and “the stroke finish end” in claim
12, “a guide camsurface” in clains 6 and 12, and “a slot” in
claim 13, this basis for the rejection under 8§ 112, second
par agr aph, does not appear to cone from any particul ar
difficulty with the term nol ogy enployed in the clains but,
i nstead, seens to be based upon the exam ner’s opinion that
there may be no strict antecedent basis in the specification
and/ or preceding claimlanguage for the terns in question.
Whil e we appreciate the examner’s concerns in this regard, it
is our view that the mnor inconsistencies in claimlanguage
noted by the exam ner are not such to prevent one of ordinary
skill in the art from understandi ng the nmetes and bounds of
I ndependent clains 6, 12 and 13, or claim2, 7 and 8 that
dependent fromclaim 12, especially when the claimlanguage is

read in light of appellant’s specification as a whole.?®

> Pursuant to 37 CFR § 1.75(d)(1), the exam ner may w sh
to have appell ant anend the specification to provide
ant ecedent basis therein for any terns in the clains that the
exam ner regards as | acking such support.
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On page 7 of the final rejection, the exam ner states
that the appealed clains “are rejected as prolix since they
contain long recitations or uninportant details which hide or
obscure the invention. See MPEP 706.03(g).” W sinply do not
agree wth the exam ner’s generalized assertion that the
claims are confusing because of their |ength or because they
recite unspecified “uninportant details.” Furthernore, the
section of the manual cited by the exam ner in support of this
rati onal e no | onger appears in the |atest revision thereof.
Accordingly, the examiner’s “prolix” rationale is not wel
t aken.

In light of the foregoing, we will not sustain the
standing 35 U S.C. §8 112, second paragraph, rejection of
clains 2, 6-8, 12 and 13.

We reach an opposite conclusion with respect to clains 3
and 9. Caim12, fromwhich each of these clains ultimtely
depends, calls for a brake control apparatus conprising a
gui de cam surface (el enment 15) and a cabl e connector (el enent
13, 16, 17) coupled to a control wire and di sposed in the
gui de cam surface so that the distance between the cable
connector and the |ever axis decreases and then increases as
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the control |ever pivots. Each of clains 3 and 9 adds to the

claim 12 apparatus “a force

transm ssion rati o adjuster mechanisni for effecting a change
in the force applied to the cable by the |l ever as the |ever
pivots. It is not clear whether the force transm ssion ratio
adj uster nechanismof clainmns 3 and 9 is the sanme as the guide
cam surface and cabl e connector of claim 12, a nmechanismin
addition to and i ndependent of these el enents, or a nmechani sm
that includes the guide cam surface and cabl e connector as
wel | as other unspecified additional elenments. W therefore
wi Il sustain the standing 35 U . S.C. § 112, second paragraph
rejection of clainms 3 and 9, as well as clains 5, 10, 11 and
14 that depend therefrom

The rejections based on prior art

Consi dering next the exam ner’s anticipation rejection of
clainms 2, 3 and 6-14 based on Lel eu, independent claim 12
requires that the guide cam“is arranged so that a di stance
bet ween the cabl e connector and the |ever axis decreases and
then increases as the control |ever noves between the stroke
start end and the stroke finish end.” |ndependent clains 6
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and 13 contain simlar |anguage. The exam ner contends on
page 8 of the final rejection that “[t]he functiona
statenment[s] such as ‘whereby’, ‘so that’ and ‘wherein
clauses in clains 6, 12-14 cannot serve to distinguish clains,
whi ch are not process clains, from[the] reference since it
does not [sic, they do not] define any structure.” The
exam ner al so contends on page 10 of the answer that “Leleu’ s
guide camsurface [5¢c or 13b] is simlar to appellant’s guide
cam surface, thus, it inherently achieves the
same ‘interrelationship of conponents’ [called for] in
appellant’s clains.” W do not agree with either contention.
First, the examner’s contention that the “so that”
clause in claim1l2, and the simlar |anguage in clainms 6 and
13, cannot serve to distinguish over the prior art is
incorrect. See, for exanple, In re Swinehart, 439 F.2d at
212, 169 USPQ at 228-29 (“. . . any concern over the use of
functional |anguage at the so-called point of novelty . . . to
di sti ngui sh over a reference disclosure by enphasizing a
property or function which may not be nentioned by the
reference . . . is msplaced.”). Second, the exam ner’s
contention that Leleu s guide camsurface 5¢c or 13b is
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i nherently capable of functioning in the manner called for in
the cl ai ns because the reference camsurface is “simlar to”
appel lant’s guide camlikewi se is not well taken. The

exam ner has not set forth any evidence or sound technica
reasoning to establish the reasonabl eness of his concl usion
that the asserted characteristic will necessarily occur in the
operation of Leleu' s device and, in our opinion, the shape of

Lel eu’s cam surfaces as

illustrated in the drawings is such that the operation called
for in the clains will not occur. Hence, we will not sustain
the exam ner’s anticipation rejection of clains 2, 3 and 6-14
based on Lel eu.

Turning to the obviousness rejection of the appeal ed
cl ai rs based on Lel eu al one, we appreciate that Leleu
di scl oses a control lever for controlling a cable actuated
brake of a bicycle wherein guide cam surface 5c or 13b thereof
may be given a profile to achieve a relatively large
di spl acenent of the cable per unit rotation of the | ever at
the beginning of the Iever’s stroke and a snall er displacenent
of the cable per unit rotation of the |ever at the end of the
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| ever’s stroke. W also appreciate that Leleu broadly teaches
that this camprofile my be nodified to fine tune the cable
actuator to a particular situation (see, for exanple, page 7,
lines 15-21, of the translation). However, we do not agree
with the exam ner that these broad teachi ngs woul d have
suggested to one of ordinary skill in the art a guide cam
surface wherein the di stance between the cabl e connector and
the lever axis first decreases and then increases during the
stroke of the |ever, as now clained, since this type of

arrangenent would run counter to the type of

operation desired by Leleu (translation, page 7, lines 6-9)
wherei n di spl acenent of the cable relative to | ever novenent
is smallest at the end of the lever’s stroke. Accordingly, we
wi Il not sustain the standing 8 103 of clainms 2, 3, 5-14 as
bei ng unpat ent abl e over Lel eu.

As to the standing 8 103 rejection based on Leleu in view
of Bourret, Bourret pertains to a two-stage throttle contro
| ever for a recreational vehicle such as a snowmbile. The
primary object of Bourret (colum 1, lines 12-44) is to

provide a throttle control |ever wherein the throttle
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mechanismrequires a lower force to be applied by the operator
during the normal operating range of the throttle lever to

t hereby prevent undue fatigue to the operator, even at the
expense of a much greater force being required at high
throttl e openings correspondi ng to high speed operation which
is typically encountered for only relatively short
intermttent periods of tinme. To this end, in a first stage
of operation of Bourret’s device corresponding to nornal

crui sing speeds, the throttle |lever 26 pivots about a first

pi vot axis 31 wherein the nmechani cal advantage of the nanual
actuating force is relatively high, thereby requiring |ess

I nput force by the operator, whereas in a second stage of

operation corresponding to high speed operation, the throttle
| ever pivots about a second pivot axis 30 wherein the
mechani cal advantage of the manual actuating force is much
smaller, thus requiring a higher input force by the operator.
Based on the dissimlarity of purpose and operation of
the applied references, it is not apparent to us why one of
ordinary skill in the art would turn to Bourret’s two-stage

throttle control lever in the first instance for guidance in
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nodi fying the Lel eu device. However, even if the ordinarily
skilled artisan were to nodify Leleu in view of Bourret’s
teachi ngs, the clained subject matter would not result. In
this regard, neither of the applied references discloses,
suggests or inplies a control |lever for controlling a cable
wherei n the distance between the cable connector and the |ever
axis first decreases and then increases during the stroke of
the lever. It follows that we wll not sustain the standing
rejection of clainms 2, 3, 5 and 7-14 as bei ng unpat ent abl e
over Leleu in view of Bourret.

In summary, the rejection of clains 2, 3, 5-14 under 35
U S C 8§ 112, second paragraph, (rejection b) is reversed as
to clainms 2, 6-8, 12 and 13, but is affirmed as to clains 3,

5, 9-11 and 14. All other rejection are reversed.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART
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JAMES M MEI STER
Adm ni strative Patent Judge

LAVRENCE J. STAAB
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge
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