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The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte WAYNE L. WORREL
and KANG N. LEE

Appeal No. 1996-4058
Application 07/837, 619*

Bef ore WARREN, WALTZ, and LI EBERMAN, Adni ni strative Patent

Judges.
LI EBERMAN, Adni nistrative Patent Judge.

Application for patent filed February 18, 1992.

49

According to appellants, this application is a continuation of
Application 07/641, 314, filed January 14, 1991, now abandoned;

which is a continuation of Application 07/247,413, filed
Septenber 21, 1988, now abandoned.
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DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. § 134 fromthe
deci sion of the examner finally rejecting clains 13, 14, 24,
28 through 33, 36 through 38, 42, 47 and 48, and refusing to
all ow clains 49 through 54 as anmended subsequent to the final
rejection which are all the clainms in the application.
THE | NVENTI ON
The invention is directed to rheniumand iridium alloys
conprising silicon and al um num wherein the alloy is resistant
to oxidation at 1550EC. O her enbodi nents include nethods for
fabricating a shaped body and shaped bodies resulting
t herefrom containing the aforesaid all oys.
THE CLAI M5
Caim47 is illustrative of appellants’ invention and is
r epr oduced bel ow.
47. An all oy conpri sing:
rheni um
from about 20 to about 40 atomi c percent silicon; and
from about 20 to about 50 atom c percent al um num

said alloy being resistant to oxidation at 1550EC.
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THE REJECTI ON
Clainms 13, 14, 24, 28 through 33, 36 through 38, 42, and
47 through 54 stand rejected under 35 U.S.C. § 112, first
par agr aph, as the specification as originally filed does not
support the invention as now cl ai ned.
OPI NI ON

As an initial matter, appellants’ Brief contains a

statenent that the appeal ed clains stand or fall together.

See Brief, page 4. As each of the independent clains before

us contain the limtation, “said alloy being resistant to

oxi dation at 1550EC,” we select claim47, an independent all oy

claim as representative of appellants’ invention and limt

our consideration to said claim 37 CFR 8§ 1.192(c)(5)(1993).
We have carefully considered all of the argunents

advanced by appellants and the exam ner and agree with

appel lants that the aforenentioned rejection is not well

founded. Accordingly, we will not sustain the rejection.
Appel I ants amended their clainms by inserting the phrase,

“said alloy being resistant to oxidation at 1550EC.” See the

Amendnent executed May 16, 1994 and filed May 20, 1994 wherein
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each of the independent clains, now before us, contains the
above term nol ogy.

Wil e the exam ner has premi sed his rejection of the
appeal ed clainms on the basis that the specification as
originally filed, does not provide “support” for the invention
as now clainmed in that there is no positive statenent that the
clainmed all oys are oxidation resistant at 1550EC, it is
apparent to us that the sole rejection before us is based upon
the witten description requirenment of 8 112, first paragraph.

See, Vas-Cath, Inc. v. Mdhurkar, 935 F.2d 1555, 1560, 19

UsP2d 1111, 1114 (Fed. Cir. 1991); In re Wertheim 541 F.2d

257, 265, 191 USPQ 90, 99 (CCPA 1976). In order to make out a
prima facie case of failure of the clains to conply with this
section of the statute, the exam ner nust set forth “evidence
or reasons why persons skilled in the art woul d not recognize
in the disclosure a description of the invention defined by

the clains.” |Inre Alton, 76 F.3d 1168, 1175, 37 USPQd 1578,

1583-84 (Fed, G r. 1996), quoting Wertheim 541 F.2d at 263,
191 USPQ at 97. The only contentions advanced by the exani ner
in support of his position that the clained subject matter

| acks “support” are lack of a “positive statenent,” Final
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Rej ection, page 2, and |l ack of “enough data to support the
clainmed invention,” Final Rejection, page 3, line 1

Wth respect to the examner’'s first contention, it has
| ong been settled that the exam ner nust provide “reasons why
a description not in ipsis verbis is insufficient.” Wrtheim
541 F.2d at 265, 191 USPQ at 98. Accordingly, the exam ner’s
finding that the term*“said alloy being resistant to
oxi dation at 1550EC’ is not per se found in the specification”
is insufficient to support the rejection. Mreover, we find
basis for the termnology in the specification at page 1,
lines 6-9, Exanple 1, and page 12, lines 1-4. The
specification at page 1 states that “[the] invention relates
to materials which nelt only at very high tenperatures and,
nore specifically, to alloys which nmelt only at high
tenperatures and exhi bit inproved resistance to oxidation at
such tenperatures.” Simlarly at page 12 of the
specification, it is concluded that “[a]s can be seen in the
foregoi ng exanples, the alloys of this invention are
structurally stable at high tenperatures and exhi bit
remar kabl y good resi stance to harshly oxidizing environnents.”

The aforesaid statenent refers to each of the exanples wherein
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a speci nen “was exposed to 1.0 atnosphere oxygen at 1550EC.”
These excerpts provide anple basis for “said alloy being
resistant to oxidation at 1550EC, " at issue before us. Based
on our considerations, we further find ourselves in agreenent
wi th appellants for reasons advanced in their Brief that one
skilled in the art would have recogni zed in the original
patent specification a disclosure of the now clai ned subject
matter. See Brief, page 5.

Accordingly, we find that the exam ner has failed to
establish by evidence or reason that the appeal ed clains do
not conply with 8 112, witten description requirenent,
because one of ordinary skill in this art would have
recogni zed in the disclosure a description of the alloys
enconpassed by the appeal ed clains through the use of the

term “said alloy being resistant to oxidation at 1550EC.”



Appeal No. 1996-4058
Application No. 07/837,619

DECI SI ON

The rejection of clains 13, 14, 24, 28 through 33, 36

t hrough 38, 42, and 47 through 54 under 35 U.S.C. § 112, first

par agr aph, as the specification as originally filed does not

support the invention as now claimed is reversed.

The decision of the exam ner i s reversed.

REVERSED

Charles F. Warren
Adm ni strative Patent Judge

Thomas A Waltz
Adm ni strative Patent Judge
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