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DECI SI ON ON APPEAL

This is a decision on an appeal fromthe examner’s fi nal
rejection of clains 34 through 40 under 35 U.S.C. 8 103.2 No

other clains are pending in the application.

! Application for patent filed February 28, 1995. According to appellant,

the application is a continuation of Application 07/674,097, filed March 25,
1991, now abandoned.

2 An appeal in appellant’s parent application identified in footnote 1
supra, resulted in an affirmance of the exami ner’'s rejection of clains 28 through
33 under 35 U.S.C. § 103 (see Appeal No. 95-0172). These cl ai ms have been
cancel ed in favor of prosecuting the clainms now pending in the application.
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Appel lant’s invention relates to a plastic fencing
structure of the type having a plurality of openings 6. In
appellant’s invention as defined in claim34 (the only
i ndependent claimon appeal), a plastic reflective tape strip
means 2 having a water resistant pressure sensitive adhesive
backing 8 is disposed on one side of the fence and is adhered
t hrough the openings in the fence to a plastic backing strip
means 9 on the other side of the fence. Claim34 further recites
that the reflective tape has a w dth between edges which is |ess
than the height of the openings in the fence, that the edges of
the reflective tape lie within the height of the openings® and
that substantially the entire surface area of the reflective tape

overlying the openings is adhered to the backing strip.

A copy of the appealed clains is appended to appellant’s

brief.

The followi ng references are relied upon by the exam ner
as evi dence of obviousness in support of his rejections under 35

U S C § 103:

3 This feature is shown in Figure 2 of the original drawings to satisfy

the description requirenent in the first paragraph of 35 U S.C. § 112, but is not
described in the specification as required in 37 CFR 88 1.71, 1.75(d)(1).
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Lappal a et al. (Lappal a) 3,214, 320 Cct. 26, 1965
Andr ews 3, 347, 527 Cct. 17, 1967
Schmanski et al. (Schmanski) 4, 605, 204 Aug. 12, 1986

Clains 34 through 40 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over Andrews in view of Schmanski and Lappal a.
The exam ner concedes that claim 34 differs from Andrews by
reciting that the fencing is plastic and that the reflective tape
has a water resistant pressure sensitive adhesive. He concl udes,
however, that the teaching of Schmanski woul d have nmade it
obvi ous to nmake Andrews’ fencing fromplastic and that the
t eachi ngs of Lappala would have nade it obvious to utilize a
wat er resistant pressure sensitive adhesive for adhering Andrews’

reflective tape to the backing strip.*

In addition, the exam ner concedes that the applied
references do not teach the clained relationship of the w dth of
the reflective tape to the height of the openings in the fence as
defined in claim 34 and as described supra. He neverthel ess
contends that it woul d have been an obvi ous matter of

engi neering design choice? (answer, page 5) to provide Andrews’

4 I'n our decision (Appeal No. 95-0172) in appellant’s parent application,

we agreed with these concl usi ons of obvi ousness.

3



Appeal No. 96-4044
Appl i cation 08/ 396, 253

structure with the clained relationship of the width of the
reflective tape to the height of the openings in the fence such
that substantially the entire surface area of the reflective tape

overlying the openings adheres to the backing strip.

I n support of patentability, appellant contends on pages 3,
4 and 6-8 of the brief that the claimed relationship of the wdth
of the reflective tape to the height of the openings and to the
backi ng strip solves two problens not solved or even recogni zed
by the applied references. First, he states that the clained
relationship elimnates %any creases in the reflective tape strip
means across its entire wwdth in the region of the openings,

.? (brief, page 7). Second, he states that the clained

rel ationship %elimnates any possibility of the reflective tape
strip nmeans being pulled away fromthe backing strip nmeans across

its wdth in the region of the openings . . .? (brief, page 7).

We have carefully considered the issues raised in this
appeal together with the examner’s remarks and appel lant’s
argunents. As a result, we conclude that the rejection of the

appeal ed cl ai n8 cannot be sust ai ned.
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In the present case, the exam ner acknow edges on page 8 of
the answer that appellant’s clained relationship of the width of
the reflective tape to the backing tape and to the height of the
openings in the fence as defined in claim34 solves the first
probl em stated supra, nanely the elimnation of creases in the
reflective tape across its entire width in the region of the
openings. As a result, this clained relationship may not be
di sm ssed as an obvious matter of design choice as the exam ner

has done here. Conpare In re Kuhle, 526 F.2d 553, 555, 188 USPQ

7, 9 (CCPA 1975) (?Use of such a neans . . . solves no stated
probl em and woul d be an obvious matter of design choice within
the skill of the art.?. The solution to the first problem stated
supra is sufficient to preclude the application of the Kuhle rule
pertaining matters of design choice. It therefore is no nonent
that the asserted solution to the second probl em nenti oned above
may be ?2unfounded? as contended by the exam ner on page 8 of the

answer .
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The exam ner’ s decision rejecting appeal ed clains 34 through

40 i s reversed.

REVERSED

HARRI SON E. McCANDLI SH, Seni or
Adm ni strative Patent Judge

BOARD OF PATENT
| RWN CHARLES COHEN

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JAVES M MElI STER
Adm ni strative Patent Judge
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