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WALTZ, Admi nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal under 35 U.S.C. § 134 fromthe
examner’s final rejection of clains 1, 3, 4 and 7 through 9,
which are the only clains remaining in this application.

According to appellants, the invention is directed to a
met hod for manufacturing a fabric for ink jet printing which

conpri ses applying an aqueous dispersion or enul sion having

! Application for patent filed August 1, 1994.
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speci fied amounts of a water-insoluble solvent dispersed or
enul sified in an aqueous pol ynmer sol ution containing specified
anounts of water soluble polymer (Brief, page 2). Appellants
state that the oil-in-water (W type enul sion of appellants’
invention is free fromink oozing when the treated fabric is

used with ink jet printing (1d.). daim11is illustrative of

the subject matter on appeal and is reproduced bel ow

A nmethod for manufacturing a fabric for ink jet printing
conprising applying an aqueous di spersion or emnul sion having a
wat er -i nsol ubl e sol vent dispersed or enmulsified in an aqueous
pol ymer sol ution containing water soluble polyner to the
fabric and drying, wherein the content of said water-insoluble
solvent is 20 - 70% by wei ght of said aqueous di spersion or
emul sion and a water sol uble polynmer content in said aqueous
di spersion or ermulsion is 1/2.5 - 1/20 of the weight of the
wat er -i nsol ubl e sol vent.

The exam ner has relied upon the following reference in
support of the rejections:

Handa et al. (JP '677)?2 2-99677 Apr. 11, 1990
(Publ i shed unexam ned Japanese patent application)

Clains 1, 3, 4 and 7-9 stand rejected under 35 U S. C

§ 102(b) as anticipated by or, in the alternative, under

2 W refer to and cite from an English translation of this docunent furnished by
the PTO previously made of record. Appellants’ Supplenental Reply Brief dated April
17, 1996, Paper No. 35, with an English translation of JP ‘677 attached, has been
refused entry by the exanminer (see the Letter dated
May 28, 1996, Paper No. 36).
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35 U.S.C. 8 103 as unpatentable over JP ‘677 (Answer, page 2).

We reverse these rejections for reasons which foll ow.

OPI NI ON

A.  The Rejection under 35 U . S.C. § 102(b)

Under 35 U . S.C. 8§ 102, every limtation of a claimnust
identically be described in a single prior art reference for
it to anticipate the claim In re Bond, 910 F.2d 831, 832, 15
UsP@2d 1566, 1567 (Fed. Cir. 1990).

As stated by the exam ner on page 3 of the Answer, JP
‘677 teaches a nmethod of treating a cloth for ink jet printing
by applying a water-in-oil (WO type enmulsion with specified
anounts of a water sol uble polymer, a water-insoluble solvent,
and water (see JP ‘677, paragraph bridgi ng pages 9-10).
Appel l ants argue that the clains on appeal require an QW
emul sion while JP ‘677 teaches a WO enul sion (Brief, page 6).
The exam ner recogni zes this distinction in |anguage but
asserts that the enulsion of JP ‘677 is identical to the
cl ai med emul si on since they have identical conpositions,
citing Exanple 2(e) of JP ‘677 (Answer, page 3; Suppl enental

Answer, page 1).
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The nethod of claim1 on appeal clearly requires that the
“wat er -i nsol ubl e solvent” (e.g., an oil) is “dispersed or
emul sified in an aqueous polyner solution” (thus producing an
O Wtype emulsion). JP ‘677 clearly states that their
conposition is forned as a WO type enul sion (see pages 8-9).
Accordingly, every claimlimtation is not described by the
reference and therefore the rejection of the clains on appeal
under 35 U. S.C
8 102(b) cannot be sust ai ned.

The exam ner has not shown that Exanple 2(e) of JP ‘677
is identical in conposition to that required in the clains on
appeal. The exam ner states that Exanple 2(e) contains 20.48%
water “as in instant claim3" but claim3 recites a m ni mum
wat er content of 30% by wei ght (Answer, page 3; see the
specification, page 10, lines 2-5). Regardless, on this
record the exam ner has not established that identical
conpositions would necessarily formthe sane type of
enul si ons, i ndependent of any nethod of preparation.

JP 677 does disclose an O Wtype enul sion for
conparative purposes but the amounts of water-insoluble

sol vent (turpentine) and water sol uble polyner (Carbopol #934)
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are well outside of the anobunts specified in claim1l on appeal
(see JP '677, pages 10-11).

For the foregoing reasons, the rejection of clainms 1, 3,
4 and 7-9 under 35 U.S.C. 8 102(b) is reversed.

B. The Rejection under 35 U.S.C. § 103

The exam ner rejects the appealed clains under 8§ 103 in
vi ew of the teachings of JP ‘677 since the “only difference
being that it [JP “677] calls its treatnment conposition a
water in oil enulsion whereas the instant clains recite that
the water-insoluble solvent (oil) is dispersed or emulsified
in the water.” (Answer, page 4). The exam ner concl udes that
this is not a “patentable distinction” because the conponents
and concentrations of the treatnment conposition of JP ‘677
“anticipate or overlap” those of the treating conposition as
recited in the clainms on appeal (1d.).

JP ‘677 teaches that the treatnent conposition should
preferably be a water-in-oil type enul sion (page 8,
penultimate line). The reference further teaches that the
water-in-oil type emulsion “is better in snudge prevention
when it is conpared to the cloth using the comonly-used

wat er - di ssol ved polynmer or the oil-in-water type solution
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(O Wtype emulsion).” (page 9, first full paragraph). *“Al

the disclosures in a reference nust be eval uated, including
nonpreferred enbodi nents. [Citation omtted].” Inre MIIs,
470 F.2d 649, 651, 176 USPQ 196, 198 (CCPA 1972). Nothing in
the patent statute requires that the clained subject matter be
superior to the prior art to be patentable. Ryco Inc. v. Ag-
bag Corp., 857 F.2d 1418, 1424, 8 USPQ2d 1323, 1328 (Fed. Cr
1988). However, to establish a prima facie case of

obvi ousness, there nust be sone disclosure or teaching in the
reference evidence, or know edge of one of ordinary skill in
the art, which would have suggested the cl ai ned subject matter
to one of ordinary skill in the art.

A specific nonpreferred O Wtype emul sion treatnent is
di scl osed on page 11 of JP ‘677. The anmounts of each
conponent are far outside the ranges required by the clained
subject matter.® The exam ner has failed to establish, by
evi dence or reasoning, why one of ordinary skill in the art
woul d have treated a cloth fabric with the preferred

conposition of JP *677 with the expectation of producing a WO

3 For exanpl e, the amount of water is greater than 96% the amount of oil
(turpentine) is 1.6% and the anobunt of water-sol uble polymer (Carbopol #934) is 0.6%
(see pages 10-11 of JP *677).
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type emul sion, especially when the nonpreferred WO type

enul sion specifically set forth by JP ‘677 teaches anmounts of
each conponent far outside the anpbunts recited in the clains
on appeal. Alternatively, the exam ner has not pointed to any
evi dence or reasoning as to why one of ordinary skill in the
art woul d have nodified the nonpreferred O Wtype emul si on
enbodi ment specifically taught by JP '677.

For the foregoing reasons, we determ ne that the exam ner
has failed to establish a prima facie case of obvi ousness.
Therefore we need not reach the issue of the sufficiency of
appel  ants’ showi ng of unexpected results (the Masuda
Decl arati ons under 37 CFR § 1.132 dated Mar. 24, 1994, and
June 9, 1994). In re Ceiger, 815 F. 2d 686, 688, 2 USPQd
1276, 1278 (Fed. Cir. 1987). Accordingly, the exam ner’s
rejection of the appealed clains under 35 U . S.C. § 103 over JP
‘677 is reversed.

C. Sumary

The rejection of the clains on appeal under 35 U. S. C
§ 102(b) over JP '677 is reversed. The rejection of the
clains on appeal under 35 U S.C. 8 103 over JP ‘677 is

rever sed
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The decision of the exam ner i s reversed.

REVERSED

EDWARD C. KI M.I N
Adm ni strative Patent Judge

THOVAS A. WALTZ
Adm ni strative Patent Judge

PETER F. KRATZ
Adm ni strative Patent Judge
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