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DECI S| ON ON APPEAL

fromthe examner's fina

This is a decision on appeal

rejection of clainms 1 through 12, which are all of the clains

pending in this application.

We REVERSE and REMAND

BACKGROUND

! Application for patent filed Septenber 13, 1994.
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The appellant's invention relates to a pencil. An
under standi ng of the invention can be derived froma reading
of exenplary claim1, which appears in the appendix to the

appel lant's bri ef.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Chapman Des. 141,631 June 19, 1945
Beder 2,491, 296 Dec. 13,
1949
Ri chardson 509, 664 July 19,
1939
(British)
Okunur a 01- 2297007 Sep. 13, 1989
(Japan)
Mul it erno 0 381 818 Aug.
16, 1990

(Eur opean Pat ent Application)

2 n determning the teachings of Okunura, we will rely on
the translation provided by the PTO A copy of the
translation is attached for the appellant's conveni ence.
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Clains 1 through 12 stand rejected under 35 U. S.C. § 103
as bei ng unpatentable over Richardson in view of Chapnan,

Mul i terno, Okunura and Beder.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejection, we nmake reference to the exam ner's answer (Paper
No. 15, mailed April 11, 1996) for the exam ner's conplete
reasoning in support of the rejection, and to the appellant's
brief (Paper No. 11, filed Novenber 20, 1995) for the

appel l ant's argunents thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the examner is

insufficient to establish a prina facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
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not sustain the examner's rejection of clainms 1 through 12
under
35 U S.C 8 103. Qur reasoning for this determ nation

foll ows.

In rejecting clains under 35 U S.C. 8§ 103, the exan ner

bears the initial burden of presenting a prinma facie case of

obviousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prina facie case of

obvi ousness is established by presenting evidence that the
reference teachings woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto make the proposed conbi nati on or ot her

nodi fication. See In re Lintner, 9 F.2d 1013, 1016, 173 USPQ

560, 562 (CCPA 1972). Furthernore, the conclusion that the

claimed subject matter is prima facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of

ordinary skill in the art that would have | ed that individua
to conmbi ne the rel evant teachings of the references to arrive

at the clained i nventi on. See In re Fine, 837 F.2d 1071,
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1074, 5 USPQRd 1596, 1598 (Fed. Cir. 1988). Rejections based
on

8 103 nust rest on a factual basis with these facts being
interpreted wi thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt
that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
deficiencies in the factual basis for the rejection. See In
re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968).

Wth this as background, we analyze the prior art applied

by the examner in the rejection of the clains on appeal.

Ri chardson di scl oses a set of pencils that are provided
t ongues and grooves to enabl e several pencils to be picked up
en bloc but are easily separated when required for individual
use. As shown in Figure 1, the pencils are differently

col ored and have a substantially rectangul ar shape.
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Chapman di scl oses a pencil. As shown in Figures 1-3, the
pencil includes a hexagonal pencil body with a series of

depressions therein.

Mul i terno discloses an ink | evel inspection neans for
witing devices. As shown in Figure 3, a ball point penis
provided with wi ndows or openings 9 so that the decrease of

ink in the pen may be observed.

Okunur a di scl oses a pencil -surface decorating mnet hod.
The figure shows a pencil 1 having a pattern area 2 printed

t hereon by Okunmura's pencil -surface decorating nethod.

Beder discl oses puzzle sticks. As shown in Figure 1, a
plurality of square sticks 11-15 are provided with pictorial

segnents 18 and 19 on one side thereof.

The exam ner determ ned (answer, p. 3) that

[i]t woul d have been obvious to a nmechanic wth ordinary
skill in the art to provide these features [i.e., the
cutouts of Chaprman and Muliterno and the indicia of
Okunura and Beder] to the British patent [Ri chardson].
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The notivation is to viewthe lead, and to provide a

puzzl e.

The appel l ant argues (brief, pp. 4-6) that the clained
"l ateral cut-outf® exposing a portion of said |ead" was not

suggested by the applied prior art. W agree.

Wi | e Chapman does teach depressions in a pencil, Chapman
does not teach or suggest that the depth of those depressions
are deep enough to expose a portion of the pencil's | ead.

Thus, there is no suggestion in Chapman to nodify Ri chardson
to provide the clained "lateral cut-out exposing a portion of

said | ead."

3 Term nology used in clains in an application is to be
given its broadest reasonable interpretation consistent with
the specification, and that clai mlanguage should be read in
light of the specification as it would be interpreted by one

of ordinary skill in the art. See In re Sneed, 710 F.2d 1544,
1548, 218 USPQ 385, 388 (Fed. Cir. 1983). In applying that
principle to the phrase "lateral cut-out,” it is our

determ nation that it means a piece of the side of the penci
internmediate its ends has been renoved. Thus, the phrase
"lateral cut-out" is not readable on the sharpened point of a
typi cal wooden pencil.
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While Muliterno does disclose windows or openings 9 so
that the decrease of ink in the pen may be observed, there is
no reason, absent hindsight know edge derived fromthe
appellant's own disclosure, to nodify Richardson to provide
the clained "lateral cut-out exposing a portion of said | ead"
since one can determne the ambunt of lead left in
Ri chardson's pencil just by observing the remaining | ength of

t he pencil.

We have al so revi ewed Ckunura and Beder but find nothing
t herein which woul d have suggested the clainmed "lateral cut-
out exposing a portion of said lead.” Since the clained
"l ateral cut-out exposing a portion of said |lead" is not
suggested by the teachings of the applied prior art, the
deci sion of the examner to reject clainms 1 through 12 under

35 US.C. § 103 is reversed.

REMAND
We remand this application to the exam ner to determ ne
the patentability of clains 1 through 12 under 35 U S.C. § 103

over the conbi ned teachings of a typical nechanical pencil and
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Muliterno. Claim1l is not restricted to a wooden pencil.
Accordi ngly, the exam ner should consi der whether or not it
woul d have been obvious to one of ordinary skill in the art at
the tinme the invention was nade to have nodi fied a nmechanica
pencil in accordance with the teachings and suggesti on of
Muliterno to observe the decrease in |ead and thereby effect

the cl ai ned i nventi on.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clains 1 through 12 under 35 U . S.C. 8 103 is reversed. In
addition, this application is being renmanded to the exam ner
to determine the patentability of at |east claim1 under 35
U S.C. 8 103 over the conbined teachings of the typical

mechani cal pencil and Muiliterno.
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REVERSED AND REMANDED

| RWN CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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BEVERI DGE DEGRANDI AND WEI LACHER
SUlI TE 800

1850 M ST. N W

WASHI NGTON, D. C. 20036
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