THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
to 5. Cdains 6 to 11, the other clains in the application, stand
wi t hdrawn from consi deration under 37 CFR 8 1. 142(b) as being
directed to a nonel ected speci es.

The clains on appeal are drawn to a hypoderm c needl e
and syringe assenbly, and are reproduced in the appendix to
appel l ants' brief.

The reference applied in the final rejection is:

Bl och 3, 354, 881 Nov. 28, 1967

Clains 1 to 5 stand finally rejected under 35 U S. C
8 102(b) as anticipated by Bl och.

"To anticipate a claim a prior art reference nust
di scl ose every limtation of the clained invention, either

explicitly or inherently." |In re Schreiber, 128 F.3d 1473, 1477,

44 USPQ2d 1429, 1431 (Fed. Gr. 1997). Appellants have argued
that clainms 1 to 5 are not anticipated by Bl och, because Bl ock
does not disclose (1) a needle cover adhered to a syringe, or

(2) a single bodied needle cover. Both of these limtations are
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recited in the first portion of claim1, the only independent
cl ai m on appeal, which portion reads (enphasis added):

A hypoderm c needl e and syringe assenbly
havi ng adhered to the syringe a single bodied
hol | ow bul b shaped fl exi bl e needl e cover [,]
sai d needl e cover conprising

In response to the limtations argued by appel |l ants,

t he exam ner asserts that the "recitation of 'adhered to the
syringe' does not structurally define over the renovabl e sliding
attachnment of Bl och" (answer, page 2). He does not explain how
Bl och neets the "single bodied" limtation.

First considering the "adhered" limtation, we do not
agree with the examner that it does not "structurally define"
over Bloch, and therefore, presumably, may be ignored in deter-
mning patentability. It is well settled that "[i]t is error to
ignore specific limtations distinguishing over the references.”

In re G ass, 472 F.2d 1388, 1392, 176 USPQ 489, 491 (CCPA 1973).

In the present case, appellants are claimng the conbination of a
hypodermi ¢ needl e, syringe and needl e cover, and the recitation

that the needle cover is "adhered" to the syringe requires that
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there be sonmething (e.g., glue) present in order to cause such

adhesion.? Thus, even if we were to apply the

exam ner's reasoni ng, "adhered" could not be ignored because it
is a "structural” limtation. Since Bloch does not disclose,
either explicitly or inherently, any nmeans for adhering needle
cover 11,13 to syringe 16, the anticipation rejection cannot be
sust ai ned.

In view of the foregoing, it is unnecessary to consider
appel l ants' argunent concerning the "single bodied" [imtation.
Concl usi on

The exam ner's decision to reject clains 1 to 5 under
35 U.S.C. 8 102(b) is reversed

REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

N N N N

2 On page 3, lines 15 to 18, of the specification, appel-
| ants disclose that the needle cover is adhered to the syringe
"by suitabl e adhesi on nmeans such as adhesi ves, pressure-sensitive
adhesi ves, or nechani cal neans such as ribs or bands."
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