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KIMLIN, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-3.

Claims 4 and 5, the other clainms remaining in the present
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application, stand withdrawn fromconsideration. Caim1lis
illustrative:?

1. A scanning el ectronmechani cal m croscope probe
conprising a netal wire having a body and a front end, wherein
the body of the metal wire is covered with an organic thin
filmand the organic thin filmis a chem cal adsorption film
conprising an al kyl group or an al kyl fluoride group bonded to
the body of the metal wire by coval ent sil oxane bonds, and
wherein the front end of the netal wire is an exposed net al
surface.

The exam ner relies upon the follow ng references as
evi dence of obvi ousness:
Josowicz et al. (Josow cz) 4,959, 130 Sep. 25, 1990

Hackh's Chemical Dictionary 611 (Julius Gant ed., 4th ed.,
MG awHi || Book Co. n.d.) (Hackh's)

Fu-Ren F. Fan et al. (Fan), 60 Analytical Chemi stry no. 8,
751-58 (Apr. 15, 1998)

Appellant's clainmed invention is directed to a scanning
el ectrochem cal m croscope probe conprising a netal wire that
is covered with an organic thin filmof, for exanple,
trichlorosilane. The filmis chemcally adsorbed to the netal

wire via coval ent sil oxane bonds.

1 We note that appellant's anmendnent after final (Paper
No. 18), although stated to be entered by the exam ner, has
not been clerically entered. For purposes of this appeal, we
will consider claim1l as anended in Paper No. 18.
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Appeal ed clainms 1-3 stand rejected under 35 U . S.C. § 103
as bei ng unpatentable over Josowicz in view of Hackh's.
Clains 1-3 also stand rejected under 35 U.S.C. 8 103 over Fan
in view of Josow cz and Hackh's.

Upon careful consideration of the opposing argunents
presented on appeal, we agree with appellant that the exam ner

has failed to establish a prinma facie case of obvi ousness for

the clained subject matter. Accordingly, we will not sustain
the exam ner's rejections.

We consider first the rejection of the appeal ed clains
under 8 103 over Josowicz in view of Hackh's. As urged by
appel  ant, and acknow edged by the exam ner, Josow cz does not
teach or suggest the presently clained organic thin film
"“conprising an al kyl group or an al kyl fluoride group bonded
to the body of the netal wire by coval ent sil oxane bonds."
Josowi cz discloses an insulating |layer for an
ultram croel ectrode that is an inprovenent over glass and an
epoxy resin. Josowi cz discloses that "the insulating |ayer is
made from al kenyl - substituted poly(1, 4-phenyl ene) ether,

pol y(1, 4- phenyl ene) thioether or poly(1l,4-aniline), whose
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phenyl groups are cross-linked by al kyl ene groups in an ortho-
position with two to ten carbon atons” (colum 2, lines 9-14).
In order to renmedy this deficiency in the Josow cz
di scl osure, the exam ner relies upon Hackh's for disclosing
"silicone rubber to be well-known for its use as protective
coating material for wires" (page 3 of Answer). However,
appel I ant explains at pages 5-8 of the Brief that the silicone
rubber coating disclosed by Hackh's does not result in the
claimed "chem cal adsorption filmconprising an al kyl group or
an al kyl fluoride group bonded to the body of the netal wire
by coval ent sil oxane bonds." The exam ner does not dispute
appel l ant's expl anation but offers the | egal conclusion that
"it would neverthel ess be obvious to one of ordinary skill in
the art to attach the coating by a coval ent bond .
[ because] [t] he coval ent bond is chemical in nature and would
be expected to be stronger than a physical bond" (page 6 of
Answer). However, the examner fails to provide the requisite
teachi ng or suggestion in the prior art for making the
necessary nodifications to the collective teachings of
Josowi cz and Hackh's to arrive at the clainmed invention. At
best, the exam ner has sinply described a possi bl e advant age
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of utilizing appellant's chem cal adsorption filminstead of
silicone rubber.

Regarding the rejection of clainms 1-3 over Fan in view of
Josowi cz and Hackh's, the collective teachings of Josow cz and
Hackh's, for the reasons set forth above, would not have
suggested the substitution of appellant's organic thin film
for the glass coating of Fan's scanning el ectrochem cal
m cr oscope.

I n concl usi on, based on the foregoing, the examner's
decision rejecting the appealed clains is reversed.

REVERSED

CHARLES F. WARREN
Adm ni strative Patent Judge

EDWARD C. KI MLI N )
Adm ni strative Patent Judge )
)
)
)
JOHN D. SM TH ) BQOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
)

ECK: cl m
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