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CAROFF, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of
clainms 12-15, 18 and 21.

The clained invention relates to a conposition for
enhancing the rel ease and anti deposition characteristics of a

hard i nper neabl e surface.

! Application for patent filed August 8, 1994. According
to the appellants, the application is a division of
Application No. 08/201,517, filed February 24, 1994.



Appeal No. 1996- 3657
Appl i cation No. 08/201, 517

Appel I ants’ acknow edge on page 3 of their brief that the
appeal ed clains stand or fall together. Accordingly, we limt
our consideration to claim?21, the sole independent claim
whi ch reads as foll ows:

21. A release agent for inproving the rel ease and
anti deposition characteristics of a hard inperneable surface
conpri sing an aqueous solution fornmed by conbining (i) 1-5% by
wei ght of a dinmer of at |east two al koxy functional silanes,
(1i1) an aqueous silicone emul sion of a polydi organosil oxane,
the solution including 1-5% by wei ght of the
pol ydi or ganosi | oxane, (iii) the total content of water in the
sol ution bei ng 60-98% by wei ght including the water of the
emul sion; and (iv) 1-30% by wei ght of a water soluble
hydrophilic organic solvent selected fromthe group consisting
of ethylene glycol, propylene glycol, ethylene glycol n-butyl
et her, ethyl ene glycol phenyl ether, diethylene glycol nethyl
ether, diethylene glycol n-butyl ether, propylene glycol
met hyl ether, propylene glycol nethyl ether acetate,
di propyl ene glycol nethyl ether acetate, propylene glycol n-
butyl ether, propylene glycol phenyl ether, dipropylene glycol
met hyl ether, dipropylene glycol n-butyl ether, and
tripropyl ene glycol nethyl ether.

The exam ner relies upon the following three prior art

ref erences as evidence of obvi ousness:

Narula et al. (Narula) 5, 205, 860 Apr. 27,
1993

Price 4,478,911 Cct. 23,
1984

Rot h 4,209, 432 June
24, 1980

The clains on appeal stand rejected for obviousness under
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35 US.C 8103 in view of Narula taken in conbination with
Price and Rot h.
Based upon the record before us, we agree with appellants

that the exam ner has failed to present a prinma facie case of

obvi ousness. Accordingly, we reverse the rejection at issue.

I n our previous decision in parent application 08/ 201, 517
(Appeal No. 95-0032), we reversed a simlar rejection under
35 U.S.C. 8 103 which had been based upon the sane three prior
art references before us now That rejection, however,
related to a claimdirected to a nethod of using essentially
the sanme conposition defined by the present clains.
Consi stent with our reasoning in our prior decision, we find

that the exam ner has also failed to establish a prima facie

case of obviousness as to the present conposition claimns.

As we previously found, none of the prior art references
relied upon by the exam ner teach or suggest use of any of the
particul ar hydrophilic glycol, glycol ether, or glycol ether
acetate solvents recited in the clains. W therefore
concluded that there is nothing in the prior art of record
whi ch woul d have provided a person of ordinary skill in the
art with the requisite notivation to include any of these
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particul ar solvents in the water repellant conposition of
Narul a. Even accepting, as a general proposition, that it
woul d have been obvious to add an “al cohol” or an “ether” to
the water repellant conposition of Narula, as suggested by
Price and Roth, the exam ner has failed to explain why it
woul d have been obvious to select one of the particul ar

gl ycol, glycol ether or glycol ether acetate solvents recited
in appellants’ clainms froma nyriad of possibilities. See In
re Baird, 16 F.3d 380, 382, 29 USPQ2d 1550, 1552 (Fed. Cr

1994); and In re Jones, 958 F.2d 347, 350, 21 USPQd 1941,

1943 (Fed. Cir. 1992).

In our view, the foregoing rationale applies equally to
both the nethod claimwhich was the subject of our prior
deci si on, and
the present conposition clains now before us. Accordingly,

t he decision of the exam ner as to the conposition clains is
reversed

REVERSED

MARC L. CAROFF
Adm ni strative Patent Judge )
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JOAN ELLI'S
Adm ni strative Patent Judge

THOVAS A. WALTZ
Adm ni strative Patent Judge
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