TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of

claims 1 through 20 and 35. Cains 21 through 33 have been

! Application for patent filed April 13, 1993.
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W thdrawn as a result of a restriction requirenent and claim
34 has been cancel ed.

The invention is directed to an information processing
system whi ch di spl ays an appearance change of the apparatus as
graphic data in accordance with change of operation nodes.
More particularly, the shape of an icon changes when the
i nformation processing device is operated in each of a
plurality of operation nodes so that the appearance of the
i con always corresponds to the overall appearance of the
i nformati on processing devi ce.

Representati ve i ndependent claim1l is reproduced as
foll ows:

1. An information processing system conprising:

an information processing device which has a plurality of
operati on nodes and whose appearance is changed in accordance
wi th a change of operation node:

a nmenory means for nenorizing graphic data, said graphic
data representing each operating node as an overall appearance
of said information processing device in each operation node;
and

a display neans for reading out a graphic data,
corresponding to an operation node of the information

processi ng device, fromsaid nenory neans and displaying it on
a display screen thereof as an icon;
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wherein a shape of the icon changes when the information
processing device is operated in each of the operation nodes
so that an appearance of the icon always corresponds to the
overal | appearance of the information processing device.

The exam ner relies on the follow ng references:

Hayden 4,653, 090 Mar. 24,
1987

Rasrmussen et al. (Rasmussen) 4, 653, 094 Mar .
24, 1987

Togawa et al. (Togawa) 5,121, 442 Jun. 9,
1992

Japanese patent (Shirai) 4-122991 Apr
23, 1992

Clainms 1 through 20 and 35 stand rejected under 35 U.S. C
103. As evidence of obviousness, the exam ner offers Hayden
with respect to clains 1, 6, 7, 11, 14 through 17, 19 and 20,
adding Shirai with respect to clains 8 through 10, 12 and 13.
Wth regard to claim 18, the exam ner cites Hayden and Togawa
and, with regard to clainms 2 through 5 and 35, the exam ner
cites Hayden and Rasnussen.

W refer to the brief and answer for the respective

positions of appellants and the exam ner.
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OPI NI ON
We have carefully reviewed the evidence of record,

including, inter alia, the argunents of appellants and the

exam ner and, based on such a review, we will sustain the
rejection of clainms 1, 14, 19, 20 and 35 under 35 U.S.C. 103
but we will not sustain the rejection of clains 2 through 13
and 15 through 18 under 35 U. S.C. 103.

Wth regard to clainms 1, 6, 7, 11, 14 through 17, 19 and
20, the exam ner applies Hayden, alone, contending that Hayden
shows an i nformation processing system conprising a conputer
and a display for displaying graphic data (tel ephone icons) to
represent operation nodes (active node, hold node, incom ng
nmode, conference call node) of the processing system Hayden
clearly indicates that the “shape” of the icon can be changed,
“dependi ng upon the state of the party” [colum 5, |ines 23-
27]. VWhile the claimed nenory is not explicitly shown, the
exam ner contends that it woul d have been “obvious to have a
menory in Hayden’s systemto store the graphic data since a
conputer needs a nenory to store and process data.” Wth
regard to clains 6, 7, 14 and 17, specifically, the exam ner
contends that it woul d have been “obvious to have nenory neans

4
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and external nenory neans to store graph data and character
data, so as to provide nore information to a conputer systeni
[ answer - page 3].

We agree with the exam ner, concerning claim1, in that
t he tel ephone graphic icons of Hayden nust be stored in a
menory and the artisan woul d have understood that Hayden has a
menory neans to store such graphics even if not explicitly
shown or discl osed.

Appel l ants argue that there is nothing in Hayden which
woul d have suggested “that the shape of the icon be changed to
reflect the actual overall appearance of the tel ephone in a
given state” [brief-page 8. W disagree. Wiile we
under st and appellants’ argunent to the extent that the
di scl osed preferred enbodi mrent shows the icon to be
representative of a facsimle machine and that when the phone
is off the hook on the actual nmachine, that situation is also
shown by the icon, when the phone is on the hook on the actual
facsimle nmachine, that is also depicted by the icon, etc., we
believe the actual claimlanguage is broad enough to cover

what is disclosed by Hayden.
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Wil e Hayden is not explicit as to what change the shape
of the icon may take, it is clearly suggested by Hayden t hat
t he shape of the icon may change, dependi ng upon the state of
the party. Accordingly, since the “state of the party” may
refer to whether a calling party is on the line or not on the
line, the skilled artisan would have realized that the shape
of the icon may be nodified to depict such situations, or a
“state of the party.” |If the artisan is going to change the
shape of the tel ephone icon to represent these states, it
appears to us that the artisan woul d have been |l ed to provide
for an icon show ng the tel ephone with the receiver on the
cradle for “off line” and an icon of the tel ephone with the
receiver off the cradle for “on line.” This would have been
t he obvi ous choi ce of changi ng the shape of the icon to depict
a different “state of the party.” Since the actual appearance
of the tel ephone in Hayden would be the receiver on the cradle
when in an off-line condition and the receiver off the cradle
in an on-line condition, Hayden does, indeed, suggest that the
shape of the icon changes when the device is operated in

di fferent operation nodes so that “an appearance of the icon
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al ways corresponds to the overall appearance of the
i nformation processing device,” as broadly clai ned.

Accordingly, we will sustain the rejection of claim1l
under 35 U.S.C. 103 over Hayden.

Claim 14 recites a nenory means having a first region for
storing character information and a second region for storing
external characters and al so storing graphic data representing
operation circunstances. Additionally, the claimrecites a
“key neans” for selecting an operation node. Appellants’ sole
argunment regarding this claimis that Hayden “fails to
di scl ose or suggest the conbination of the first and second
menory neans of clains 7 and 14" [brief-page 9].

W note that, contrary to appellants’ assertion, claim 14
does not recite a first and second nenory neans. |Instead, a
single “menory neans” including first and second nenory
regions, is recited. 1In any event, the exam ner argues that
it would have been “obvious to have nenory neans and external
menory neans to store graph [sic, graphic?] data and character
data, so as to provide nore information to a conputer systeni
[ answer -page 3]. This argunment appears reasonable to us since
menories do hold the information to be enpl oyed by a

7
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processi ng system and each nenory can be thought of as having
a plurality of regions for storing various information.
Appel l ants do not address this issue and, accordingly, we wll
find for the exam ner and sustain the exam ner’s rejection of
claim 14 under 35 U. S. C. 103.

Wth regard to claim 19, the exam ner contends that
Hayden teaches a key neans (30) for selecting an operation
function and a control nmeans (10) for controlling graphic data
to be displayed on display (50). Appellants argue that Hayden
“fails to disclose or suggest the use of an external portable
menory neans, such as IC card, as defined in clains 19-20"

[ brief-page 9].

Wi | e Hayden certainly does not disclose a second,
external menory neans, it would have been obvious to artisans
that nenory may be provided to the systemin many different
forms, including external nmenory cards, for enabling
optionally renewable information to be provided to the
processor.

W w il sustain the rejection of clains 19 and 20 under

35 U S . C 103.
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W also will sustain the rejection of claim35 under 35
U.S.C. 103 since the tel ephone environnment and icons of Hayden
are so closely related to a facsimle machine, we find that
the skilled artisan woul d have found it obvious to apply
Hayden’s teachings to facsim |l e equipnment. Moreover,
appel l ants do not present a separate argunent regarding claim
35.

Wth regard to the rejections of independent clainms 6, 7,
11, 15 and 17 under 35 U.S.C. 103 over Hayden, we w |l not
sustain these rejections because, in our view, each of these
clainms contain specific limtations which are not found to be
taught or suggested by Hayden.

Wth regard to claim6, the graphic data is nenorized in
an external character menory region which is independent of a
character code nenory region of the sanme nenory neans. Wile
it may have been obvious to provide for an external nenory, we
find that there would need to be sonething nore to suggest
that the graphic data is nmenorized in an external character
menory region which is independent of a character code nmenory
region of the nenory neans. A specific relationship is
recited here, viz., that the graphic data nenorized in an

9
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external character nenory region is independent of a character
code nenory region of the nenory nmeans, and the exam ner’s
rati onal e never cones to grips with that clainmed rel ationshi p.

Accordingly, the exam ner has not established a prima facie

case of obviousness with regard to i ndependent claim 6.
Simlarly, inclaim7, there are recited two nenory
means, one of which nenorizes a part of a pattern in each
operation node and the other nmenory nenorizes another part of
the pattern representing the appearance of the processing
system as an external character code data. It is not enough
for the examiner nerely to contend that it would have been
obvious to have a nmenory neans and an external nenory neans
“so as to provide nore information to a computer systent
because claim7 requires nore than a nmere provision of extra
menory. In this case, the first nmenory nenorizes a part of a
pattern and the second nenory nmeans nenori zes anot her part of
that same pattern and the display is based on a conposite
graphic image. This goes to the idea of the divided graphic
data which appellants enploy in order to update the display

rapidly since only a portion of the total graphic data to be

10
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di spl ayed needs to be changed. Hayden has no such teaching or
suggestion of this specifically clainmed Iimtation.

Accordingly, we will not sustain the rejection of claim7
under 35 U. S.C. 103.

Claim 1l also recites a nenory neans having a “character
code nenory region and an external character nenory region,
for nmenorizing a graphic data relating to said specific
function in said external character nenory region.” Wile the
exam ner points to a “key neans” and a “control neans” in
Hayden, with regard to claim 11l [answer-page 3], the exam ner
never conmes to grips with the specific structure of the
menory, as claimed, noting only, with regard to previous
clains, that it would have been “obvi ous to have nenory neans
and external nmenory means to store graph data and character
data, so as to provide nore information...”

While claim 11l appears simlar to claim14, the rejection
of which we have sustained, the | anguage of claim 1l ties
t oget her the character code nenory regi on and the external
character nenory region by reciting that the nenory neans is
“for menorizing a graphic data relating to said specific

function [selected by the key neans] in said external

11



Appeal No. 96-3561
Appl i cation No. 08/045, 241

character nenory region.” 1In claim1l14, the first and second
menory regions are recited as storing character information
and external characters, respectively, with the second nenory
region also storing graphic data. The rest of claim 14,
relating to the key neans and the control neans, does not
clearly tie in the nenorization of graphic data relating to
the specific function selected by the key neans, as does claim
11. Moreover, appellants never argued any portion of claim 14
other than to say that Hayden does not disclose the
conbi nation of first and second nenory neans.

We also will not sustain the rejection of clains 12 and
13 under 35 U.S.C. 103 because these clains depend fromclaim
11 and Shirai does not provide for the deficiencies of Hayden
inthis regard. Moreover, we find no suggestion of each
graphic data being paired with a correspondi ng character code
menori zed in the character code nmenory region, as required by
claim12.

W also will not sustain the rejection of clains 17 and
18 since independent claim 17 also goes to the display of a
“conposite image” on the display screen, in addition to
reciting the character code nenory region and the external

12
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character nenory region, “for nmenorizing a graphic data
relating to said specific function [sel ected by the key neans]
in said external character nmenory region.” As explained
supra, Hayden does not disclose or suggest the conposite inmage
nor does Hayden di scl ose of suggest the nenorization of
graphic data relating to the specific function in the external
character nenory region. Wth regard to claim 18, Togawa is
cited by the exam ner for a teaching of solid and dotted |ines
used in a graphic and does not renedy the deficiencies noted
with regard to Hayden

We now turn to independent claim2 which includes, inter

alia, a nenory neans for nenorizing “divided graphic data,

whi ch are conbi nabl e and conpose a conbi ned graphi c data
representing an overall appearance of said information

processi ng device. .. The exam ner relies on Rasnussen to
supply the deficiency of Hayden, i.e., the divided graphic
data. However, it is clear that the displays LCDL and LCD2 of
Rasmussen are independent displays, either a display showi ng a

hook-on condition or a display show ng a hook-off condition.

Rasnmussen does not incorporate graphic data in a manner so as

13
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to conmbi ne the divided graphic data in order to create a
conposed graphic inage, as clained.

Accordingly, we will not sustain the rejection of claim
2, or of clainms 3 through 5 which depend therefrom under 35
U.S.C. 103, based on the evidence provided by the applied
ref erences.

Wth regard to i ndependent claim8, this claimrecites,
inter alia, the first and second nenories, wherein the second
menory has the first region for storing predeterm ned
character information as character code data and a second
region for storing predeterm ned graphic information as
external character codes. 1In addition, the claimrequires a
control neans for “conposing said character information with
said graphic data of said first nenory neans to display a
conposite image...” The examner cites Shirai for the
teaching of a conposite image formed fromdata froma first
and second nenory and contends that it would have been obvi ous
to nodi fy Hayden with Shirai “so that data comi ng from
different nmenory neans (11, 12) could be conbi ned together in
a tenporary store neans (16) and output to a display neans
(17)” [answer-page 3].

14
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W fail to see anything which would have | ed the artisan
to make the conbi nati on sought by the exam ner. As appellants
poi nt out [brief-page 5], Shirai’s conposing circuit conposes
an i mage by conbi ni ng background i nage data with character
data. Wile we do find that Hayden's graphic data (rel ating
to the tel ephone) does represent an appearance of an
i nformati on processing device (the actual tel ephone), the icon
in Hayden is not fornmed by conposing divided graphic data and
the inmage of Shirai is not fornmed fromdivided graphic data,
or fromcharacter information and graphic information, as
recited in instant claim8. Therefore, it is not clear why
the skilled artisan woul d have conbi ned the teachi ngs of
Hayden and Shirai in order to forma conposite inmage in Hayden
conprising character information froma second nenory and
graphic data of a first nmenory. It is especially unclear what
woul d have led the artisan to make such a nodification in
Hayden when Hayden is not concerned with conposing an i mage
from di vi ded graphi c data.

Accordingly, we will not sustain the rejection of
i ndependent claim8, nor the rejection of clainms 9 and 10

whi ch depend therefrom under 35 U S.C. 103.

15
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We have not sustained the rejection of clainms 2 through
13 and 15 through 18 under 35 U.S.C. 103. W have, however,
sustained the rejection of clains 1, 14, 19, 20 and 35 under
35 U.S.C. 103. Accordingly, the exam ner’s decision is
af firmed-

in-part.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED- | N- PART
ERROL A. KRASS )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
M CHAEL R. FLEM NG ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
ERI C FRAHM )
Adm ni strative Patent Judge )
bae
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