TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL
This is an appeal fromthe decision of the exam ner
finally rejecting clainms 1-7, 9-12 and 14-16, which constitute

all of the clainms remaining of record in the application.

! Application for patent filed Novenber 17, 1993.
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The appellants’ invention is directed to a clinbing net
that presents a diagonal stripe of contrasting color. The
cl ai ne on appeal have been reproduced in an appendi x to the

Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

aul I en 3,170, 611 Feb. 23,
1965
Di | bey 4, 000, 344 Dec. 28,
1976
Lockney 5,328, 310 Jul . 12,
1994

(filed Jan. 4, 1993)

THE REJECTI ONS

Claims 1, 2, 4, 5, 7, 9 and 10 stand rejected under 35
U S.C. 8 103 as being unpatentable over Dil bey in view of
aul I en.

Clains 3, 6, 11, 12 and 14-16 stand rejected under 35
U S.C. 8 103 as being unpatentable over Dilbey in view of

@l | en and Lockney.
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The rejections are explained in the Paper No. 12 (the

final rejection).

OPI NI ON
New Rej ection Entered By The Board

We are mndful that the appellants are free to claim
their invention in broad terns, and that they are entitled to
t he broadest reasonable interpretation of the clai mlanguage.
However, because a patentee has the right to exclude others
from maeki ng, using and selling the invention covered by the
patent, the public nust be apprised of exactly what the patent
covers, so that those who woul d approach the area
circunscribed by the clains of a patent may nore readily and
accurately determ ne the boundaries of protection involved and
eval uate the possibility of infringenent and dom nance. It is
to this that the second paragraph of 35 U S.C. § 112 is
directed (see In re Hammack, 427 F.2d 1378, 166 USPQ 204 ( CCPA
1970)), and wth regard to which we find the clains not to be
in conpliance.

Therefore, pursuant to our authority under 37 C. F.R
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8§ 1.196(b), we enter the follow ng new rejection:

Clainms 1-7, 9-12 and 14-16 are rejected under 35 U.S. C
8§ 112, second paragraph, as being indefinite in that they fai
to particularly point out and distinctly claimthe subject
matter which the appellants regard as the invention.

We begin by pointing out that in the second paragraph of
the body of claim1, first, second, third and fourth border
“sections” are set forth, whereas in the remai nder of the
cl ai mwhat appears to be the sane elenents are recited as
border “portions.” This also appears in independent clains 9,
14 and 16. Furthernore, these same elenents are | abeled as
border “lengths” in clainms 2 and 10, and nerely as “borders”

in clai mb5.
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The second problem of indefiniteness occurs in the third
par agr aph of the body of claiml, which sets forth a plurality
of weft nenbers along one of the first, second, third and
fourth length portions of the border. This is followed by the

statenent that the weft nenbers are connected to “the invol ved

ones of said . . . length portions . . . of said border”
(enphasi s added). There is no antecedent basis for the term
“invol ved ones,” and the neaning of this phrase thus is not
clear. This is repeated again in the fourth paragraph of the
claimwith regard to the warp nenbers (where it is recited as
being the involved “one”). The sane situation occurs in
i ndependent clains 9, 14 and 16.

| ndependent clainms 1 and 9 contain an indefiniteness with
regard to understanding the limtations regarding the coloring
of certain of the elenents. 1In each of these two clains it is
establ i shed that at | east one of the weft menbers, and at
| east one of the warp nenbers, is “differently colored from
the remai ni ng ones” of like kind. The final lIines of each of
these clains also focus on the color of the weft and warp
el ements, but what is nmeant there is unclear to us. The
| anguage in question reads as foll ows:

5
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at | east one of said weft and warp nenbers bei ng of

a different color displaying a diagonally directed

path along the net relative to the differently

col ored ones of the warp and weft nenbers.
The issue here is whether it is the intention of this
par agraph nmerely to refer back to and confirm what has been
recited in the previous paragraphs regarding the color of the
weft and warp nenbers, adding only that it causes a di agonal
pattern to be presented, or to add the further limtation that
the sel ected one of the weft nmenbers is a different color than
the selected one of the warp nenbers. W nust confess that
our confusion is heightened by considering Figure 1 of the
col ored version of the drawi ngs that was attached to the
Brief, where the three colors used for the wefts are repeated
in the warps, and which thus woul d appear not to represent
that the selected weft cannot be the sanme color as the
sel ected war p.

A problem exists in independent clainms 14 and 16 in the
par agraph that begins on line 38. Early in these clainms it is
establ i shed that first and second corners define “a first

border section,” and so on through second, third and fourth

corners and second, third and fourth border sections. Weft
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and warp nenbers connected to the border sections are then set
forth. The paragraph in issue states “the weft nenbers being
connected at one end thereof along said first border |ength
[sic, section] and said warp nenbers being connected at one
end thereof along said fourth border length.” The expl anation
that follows relates the weft and warp nmenbers to one anot her
and to the other border sections. However, as one proceeds
t hrough this paragraph, it would appear that the terns “weft”
and “warp” have been interchanged throughout, noting that |ine
51 states that “said first warp nenber is downwardly turned,”
when in fact it seens to be the first weft nmenber that is
downwar dl YheuEradi aert bi Repectht ons Under 35 U . S.C. § 103

Not wi t hst andi ng the new rejection that we have entered
above, we find ourselves able to understand the invention to
the extent necessary to evaluate the examner’s rejections of
the clains, and we have done so in the interest of judicial
econony. The test for obviousness is what the conbi ned
teachings of the prior art woul d have suggested to one of
ordinary skill in the art. See, for exanple, In re Keller,

642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). In
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establishing a prima facie case of obviousness, it is
i ncunbent upon the exam ner to provide a reason why one of
ordinary skill in the art would have been led to nodify a
prior art reference or to conbine reference teachings to
arrive at the clainmed invention. See Ex parte Capp, 227 USPQ
972, 973 (Bd. Pat. App. & Int. 1985). To this end, the
requi site notivation nmust stemfrom sonme teachi ng, suggestion
or inference in the prior art as a whole or fromthe know edge
generally avail able to one of ordinary skill in the art and
not fromthe appellants’ disclosure. See, for exanple,
Uniroyal ,Inc. V. Rudkin-Wley Corp., 837 F.2d 1044, 1052, 5
USPQ2d 1434, 1052 (Fed. Cir.), cert. denied, 488 U S. 825
(1988).

| ndependent clains 1 and 9 stand rejected as being
unpat ent abl e over Dilbey in view of Gullen. Anong the
appel l ants’ argunents against this rejection is that neither
of these references teaches that at |east one of the weft
menbers be differently colored fromthe renaining ones, and at
| east one of the warp nenbers be differently colored than the

remai ning ones, as is required by both of these clainms. The
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appel l ants point out that their invention is particularly
useful as a clinbing net for children, and that the col or

requi renents of these clains taken in conjunction with the
manner in which the net is constructed result in a diagonally
oriented “lightening bolt” pattern of color which is very
attractive. The exam ner acknow edges that this teaching is

| acking in the references, but takes the position that it
woul d have been obvious to form di agonal |y extendi ng col or
patterns “because the net would be nore aesthetically pleasing
to the eye” (Answer, page 5).

We do not agree with the exam ner. These clainms set
forth a specific arrangenent of weft and warp nenbers which
constitute the net construction, and recite a col or
requi renent for one of the weft nenbers and one of the warp
menbers which results in a particular pattern of col or across
the net. From our perspective, the issue is not sinply
whet her using color in a net would have been obvious to one of
ordinary skill in the art, but is nmuch nore limted, that is,
whet her incorporating it into the structure in the manner
recited in these clains would have been obvious. Based on the
evi dence and argunent the exam ner has provided on the record,

9
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we think not. This being the case, we will not sustain the
rejection of independent clains 1 and 9 or, it follows, of
dependent clains 2, 4, 5, 7 and 10.

Dependent clainms 3, 6, 11 and 12 stand rejected as being
unpat ent abl e over the references cited against clains 1 and 9,
taken further with Lockney, which is added for its teaching of
formng a net of polypropylene. Be that as it may, Lockney
does not alleviate the problem di scussed above with regard to
the color relationship between certain of the net nenbers that
is established in the independent clains, and therefore we
also will not sustain the rejection of clains 3, 6, 11 and 12.

| ndependent claim 16 al so stands rejected on the basis of
Di | bey, @Gullen and Lockney. As was the case with claim1,
this claimalso requires that at |east one of the weft and
warp nmenbers be of a different color, so as to display a
diagonally directed path along the net relative to the other
warp and weft nenbers. As we expl ained above, it is our view
that the conbined teachings of these references fail to render
this feature obvious and therefore, as was the case above,

fail to establish a prinma facie case of obviousness with

10
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regard to the claim This rejection therefore cannot be
sust ai ned.

The conbi ned teachings of Dilbey, Gullen and Lockney form
the basis for the exanminer’s rejection of independent claim
14. This cl ai mdoes not, however, include the limtations
regardi ng the color of the various nmenbers fromwhich the net
is constructed, and for this reason we find ourselves in
agreenent with the exam ner that a prinma facie case of
obvi ousness is established by the references. W begin our
anal ysis by noting that the Dl bey net is constructed in the
sane fashion as is required by claim14, that is, both weft
and warp nenbers (in the term nology of the appellants) are so
di sposed and oriented with respect to one another that each
weft menber and each warp nenber forns at |east one rung and
one rail of the net. Wile many of Dil bey's figures
illustrate the net as having the weft and the warp nenbers in
a diagonal relationship with the border nmenber, in Figure 5
they are in the sanme relationship as is required by the claim
except at the corner portions (54). Moreover, Qullen teaches
weft menbers and warp nenbers that intersect the border nenber
perpendicularly. It is our opinion that it would have been

11
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obvious to one of ordinary skill in the art to orient the
various nmenbers of the net in the manner recited in claim14,
in view of the disclosures in these two references. Making
the net nenbers of elongate extruded multifilanments of
pol ypropyl ene al so woul d have been obvious to one of ordinary
skill in the art, as is evidenced by Lockney (colum 3, line
15). Finally, Dlbey states that the net *“includes a border
cord 4 extending around its periphery” (colum 5, |ines 28-
29), and in Lockney the entire net, including the border
menber, is fabricated of a single length of rope (colum 3,
lines 15 and 16). W agree with the examner that it would
have been obvious to nmake the border nenber of a continuous
I ength of material, in view of these teachings, and we further
view splicing the ends of the material together to be a
notoriously old and wel | -known manner of working with ropes
and the |ike, which would have been obvious to one of ordinary
skill in the art

In the final analysis, while we have carefully considered
all of the argunents presented by the appellants that are
applicable to the exam ner’s rejection of claim14, we
conclude that a prima facie case of obvi ousness has been

12
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established with regard to the subject matter thereof, and we
will sustain the rejection.

Claim 15 adds to claim 14 the col or feature discussed
above with regard to claiml1l et al. As we explained there, we
find this to be lacking in the applied prior art, and we

therefore will not sustain the rejection of this claim

SUMVARY

The examner’'s rejection of clains 1-7, 9-12, 15 and 16
under 35 U . S.C. § 103 is not sustained.

The exam ner’s rejection of claim14 under 35 U S.C. §
103 i s sustai ned.

Pursuant to 37 CF.R 8 1.196(b), a new rejection of
claims 1-7, 9-12 and 14-16 has been entered under 35 U S.C. 8§
112, second paragraph.

The decision of the examner is affirned-in-part.

In addition to affirmng the exam ner’s rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR 8 1. 196(b) (anended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53,131, 53,197
(Qct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63,

13
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122 (Cct. 21, 1997)). 37 CFR 8 1.196(b) provides, “A new
ground of rejection shall not be considered final for purposes
of judicial review’

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori gi nal decision

37 CFR 8 1.196(b) also provides that the appellants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR § 1.197(c)) as to the rejected clai ns:
(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.
(2) Request that the application be reheard
under 8§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record. :
Shoul d the appellants el ect to prosecute further before

the Primary Exam ner pursuant to 37 CFR 8§ 1.196(b)(1), in

order to preserve the right to seek review under 35 U S.C. 88

14
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141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirmed rejection is
over cone.

| f the appellants el ect prosecution before the exam ner
and this does not result in allowance of the application,
abandonnment or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for final
action on the affirnmed rejection, including any tinmely request

for rehearing thereof.

15
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).
AFFI RVED- | N- PART, 1.196(b)
| RW N CHARLES COHEN )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
NEAL E. ABRAMS ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
|
CHARLES E. FRANKFORT )
Adm ni strative Patent Judge )
bae
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Joseph A. Fischetti
Perman & G een

425 Post Road
Fairfield, CT 06430
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