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This is a decision on appeal fromthe final rejection of
claims 1 through 12, all of the clains pending in the present
appl i cation.

The invention relates to an autonated paynent nethod and

systemw thin a Conputer Integrated Manufacturing (CIM
system Referring to page 9 line 15 et seq. of the
specification and figure 2B, a purchase order is created at
82, and released to a supplier at 84. A purchase order
pl anned receipt list is then generated at 86. After an
advanced ship notice is received fromthe supplier at 88
(listing each item, a conparison/validation is nmade at 90,
conparing the itens |listed on the advanced ship notice to
those itens listed on the planned receipt list. If the itens
on each list match at 92(figure 2C), an automatic
aut hori zation for paynent is issued at 94 to a bank at 96.
Al of these processes are acconplished el ectronically and
transmtted over a conmuni cations network using an El ectronic
Dat a | nt erchange (EDN).

A representative i ndependent claim1l1l is reproduced as

foll ows:
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1. An autonated paynent nethod for utilization within a
conmput er integrated manufacturing system which includes a
plurality of trading partners linked via an electronic data
i nt erchange system said nethod conprising the conputer
i mpl enent ed steps of:

creating within said conputer integrated manufacturing
system a purchase order listing itens to be purchased by a
first trading partner froma second tradi ng partner;

transmtting wthin said conputer integrated
manuf acturi ng system an advanced shipnment notice listing itens
to be delivered fromsaid second trading partner to said first
trading partner in anticipation of a planned shipnment of such
itens in response to said purchase order

conmparing within said conmputer integrated nmanufacturing
systemitens listed within said advanced shi pnent notice with
itens |isted within said purchase order; and

automati cal ly authorizing paynent in response to a
val idation of said itens listed within said advanced shi pnent
noti ce.

The Exami ner relies on the follow ng reference:
Shavit et al. (Shavit) 4,799, 156 Jan. 17,
1989

Clainms 1 through 12 stand rejected under 35 U.S.C. § 103

as being unpatentabl e over Shavit.?

2 The Exam ner's Answer incorporates by reference the
final rejection (Paper No. 13) which in turn incorporates by
reference the preceding rejection (Paper No. 10) as the
"grounds of rejection”. Both papers include a rejection under
35 U S C 8§ 101, however this rejection was w thdrawn by
the advisory action of Paper No. 15. Also, only those
statenments of grounds of rejection as appear in a single prior

(continued. . .)
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Rat her than reiterate the argunments of Appellants and the
Exam ner, reference is nmade to the brief (Paper No. 17) and

answer (Paper No. 18) for the respective details thereof.

OPI NI ON

W will not sustain the rejection of clains 1 through 12
under 35 U.S.C. § 103.

The Exam ner has failed to set forth a prim facie case.
It is the burden of the Exam ner to establish why one having
ordinary skill in the art would have been led to the clained
i nvention by the reasonabl e teachings or suggestions found in
the prior art, or by a reasonable inference to the arti san,
contai ned in such teachings or suggestions. In re Sernaker,
702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. Gir. 1983).

In regard to the rejection of clainms 1 through 12 under
35 U.S.C. 8§ 103 as being unpatentable over Shavit, Appellants

argue (1) that Shavit does not set forth an advanced shi pnment

2(...continued)
action nmay be incorporated by reference. An exam ner's answer
shoul d not refer, either directly or indirectly, to nore than
one prior Ofice action (MPEP § 1208).

4



Appeal No. 96-3540
Application 07/815, 654

notice, fromthe supplier, listing itens to be delivered
(Brief at the bottom of page 4, et seq.); (2) that Shavit does
not conpare the advanced shipnent list with a purchase order
list for validation (Brief at the top of page 5); and (3) that
upon val i dation, Shavit does not automatically authorize
paynment (Brief at the bottom of page 5). These limtations
are recited in both independent clains.

In response to argunent (1), the Examiner, at the mddle
of page 4 of the Answer, cites Shavit at colum 14, |ines 17-
27, which recites delivery notifications fromthe supplier
Columm 16, lines 35-38, recite that such notifications nay
contain "invoices fromthe suppliers”. |Invoices are defined
as "an item zed |ist of goods shipped usu. specifying the
price and the terns of sale", Wbster's Ninth New Col | egi ate

Dictionary (1986). Also note colum 11, line 55, of Shavit

for invoices. It is clear that, contrary to Appellants
argunment, Shavit does teach an advanced shi pnent notice
listing itens to be delivered.

In response to argunment (2), the Exam ner states, at the

bottom of page 5 of the Answer, that although Shavit does not
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recite a specific "itens conparing step”, normal business
practice would be to conpare the itens listed on a supplier's
notice of shipnent (i.e., invoice) with the itens listed on a
purchase order. Shavit recites several instances of conparing
items. Such a conparison would be inherent at columm 26,
lines 1-4, where orders are automatically confirned agai nst
avai |l abl e inventory, and substitutes are suggested for an
unavail able item Note also, the validation procedures
recited at colum 13, lines 51-68 (cited by the Exam ner in
the final rejection at the end of paragraph 5, and in Paper
No. 10, in the mddle of page 4). W agree with the Exam ner
that conparison of such itemlists is covered by Shavit.

In response to argunent (3), the Exam ner indicates that
automatical ly authorizing paynent is shown in Shavit at col um
8, lines 55-66; columm 14, |ines 35-44 (m ddle of page 4 of
the Answer). W are at a loss to find any autonati c paynent
aut hori zation, let alone the "automatically authorizing
paynment in response to a validation of said itens |isted" as

cl ai med by Appellants. Although Shavit allows for paynent
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aut hori zation, no automatic authorization can be found as
argued by Appel |l ants.

W find that all clains recite the automatic paynent
aut hori zation upon validation which is not found or suggested
in the applied prior art. Therefore we have not sustained the
rejection of clainms 1 through 12 under 35 U. S.C. § 103.

Accordingly, the Exam ner's decision is reversed.

REVERSED
)
LEE E. BARRETT )
Adm ni strative Patent Judge )
)
) BOARD OF PATENT
M CHAEL R FLEM NG )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
STUART N. HECKER )
Adm ni strative Patent Judge )

SNH cam

Fel sman, Bradley, Gunter & Dillon, LLP
Suite 350, Lakewood On the Park

7600B North Capital of Texas H ghway
Austin, TX 78731
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