TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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BEFORE THE BOARD OF PATENT APPEALS
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Ex parte SH NJI NAKATANI

Appeal No. 1996-3276
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HEARD: Novenber 4, 1999

Before JERRY SM TH, LALL and GRCSS, Admi nistrative Patent
Judges.

LALL, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection? of clainms 1

! Application for patent filed Novenber 20, 1992.

2An amendnent after the final rejection, changing claim
22, was filed [paper no. 22] and was entered in the record by
t he Exam ner [paper no. 23]. Oher anendnents after the final
rejection, [paper nos. 14 and 17] were al so entered, however,
t hey nmade no changes to the cl ai ns.
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and 11 to 25, other clainms having been cancel ed.

The di sclosed invention relates to the transfer of a
comuni cati on signal conposed of plural nessages, where a
group of pulse-string signals represents a nessage, the
comruni cati on protocol prescribes the maximumbit length in
one nessage and mnimmidl e time between successive
messages. The invention is directed to a nonitoring circuit
whi ch includes counting neans and idle tinme neasuring nmeans.
The counting nmeans counts pulses in a nessage and outputs an
abnormal signal indicating an abnormal situation of
conmmuni cati on devi ce when the counted nunber exceeds a
predeterm ned nunber. The idle time measuring neans inputs
t he comuni cation signal, neasures idle tinme between
successi ve groups of the pulse-string signals, and resets the
counting neans when the neasured idle tine exceeds a
predeterm ned tine. The invention is further described by the
follow ng representative claim

Claim1 is reproduced as foll ows:

1. A nmonitoring circuit for a conmunication device which
out puts a comuni cation signal including plural groups of
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pul se-string signals, wherein each one of said plural groups
of said pulse-string signals represents a nmessage, and wherein
there is a predeterm ned normal nmaxi mum nunber N, Of pul ses
in each said group of said pulse-string signals and a
predeterm ned normal mninumidle tine T,,between successive
ones of said groups of said pulse-string signals, said
nmonitoring circuit conprising:

counting means receiving said conmmunication signal, for
counting a nunber of pulses in each said group of said
pul se-string signals of said conunication signal, and when
sai d counted nunber of pul ses exceeds a predeterm ned maxi num
nunber of pulses which is equal to at |east said maxi num
nunber N, for

out putting an abnormal condition signal which represents an
abnormal condition of said comuni cation device; and

idle tinme nmeasuring neans, receiving a reference cl ock
signal and being responsive to said communication signal, for
measuri ng an anount of idle tinme between successive ones of
said groups of said pulse-string signals of said conmunication
signal by counting a nunber of pulses of said reference clock
signal, and for resetting said counting nmeans when said
nmeasured idle tine exceeds a predeterm ned m ni num anount of
idle tinme which is at nost said mninumidle tinme T,

The references relied on by the Exam ner are:

Mat suura et al. (Matsuura) 4,555, 702 Nov. 26, 1985
| hara et al. (Ilhara) 4,623, 884 Nov. 18, 1986

Class B Data Communi cation Network Interface-SAE J1850, Aug.,
1991 (APA)

Clains 1 and 11 to 25 stand rejected under 35 U S.C. 8§

103 over | hara, Matsuura and APA.
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Ref erence is nade to Appellant’s briefs® and the

Exam ner's answers for their respective positions.
OPI NI ON

We have considered the record before us, and we w ||
reverse the rejection of clains 1 and 11 to 25.

The Exam ner has rejected all these clains under 35
US. C 8 103 as being obvious over lhara in view of Mtsuura
and APA.

We first consider claiml. After explaining what each
reference discl oses, the Exam ner concl udes t hat

The artisan would have arrived at ... (Tmn, ... , Nlmax,

.) indicated for the pulse counting and idle time neasuring
functions sinply by perform ng a routine analysis of the
comuni cations signals and protocol defined in the SAE J1850
standard. It would then have been a matter of routine skil
for the artisan to adjust the operating paraneters of the
| hara and Mat suura counting and timng circuitry to operate to
det erm ne abnormal perfornmance of the conmmuni cations signal

transm ssion [answer, pages 5 to 6].

The Exam ner continues in the objective to establish a
prima

facie case and states

A reply brief was filed [paper no. 24] and was entered
in the record, however, no further response was deened
necessary by the Exam ner [paper no. 25].
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Thus, it would have been obvious ... to nodify the |hara
signal nmonitoring device to nonitor nultiple parts of a
transm ssion signal as taught Matsuura, .... It would have
been further obvious ... to operate the resulting systemin

accordance with the pulse and timng relationshi ps defined by
t he SAE J1850 standard thereby resulting in the system of
claims 1 ..., since the standard was well known ... and it
woul d have been a matter of routine skill ... to adjust the
operating paraneters of the signal nonitoring circuitry to
nmonitor the pulse and timng characteristics defined in the
standard [answer, page 6].

The courts have provided us a guidance in determning the
propriety of an obviousness rejection. In rejecting clains
under 35 U.S.C. § 103, it is incunbent upon the exam ner to
establish a factual basis to support the |egal concl usion of

obvi ousness. See In re Fine, 837 F.2d 1071, 1073, 5 USPQd

1596, 1598 (Fed. Cir. 1988). 1In so doing, the Examner is
expected to nake the factual determ nations set forth in

G ahamv. John Deere Co., 383 U S. 1, 17, 148 USPQ 459, 467
(CCPA 1966), and to provide a reason why one having ordinary

skill in the pertinent art would have been led to nodify the
prior art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or

know edge generally avail able to one having ordinary skill in

the art. Uniroval., Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,
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1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825 (1988); Ashland Q1. Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. G r. 1985),

cert. denied, 475 U. S. 1017 (1986); ACS Hosp. System, Inc. V.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the Exam ner are an
essential part of conmplying with the burden of presenting a

prima facie case of obvi ousness. Note In re Cetiker, 977 F.2d

1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992).

Furthernmore, the Federal G rcuit states that “[the] nere
fact that the prior art may be nodified in the manner
suggested by the Exam ner does not nake the nodification
obvi ous unless the prior art suggested the desirability of the

nodi fication.” Inre Fitch, 972 F.2d 1260, 1266 n. 14, 23

UsPQd 1780, 1783-84 n.14 (Fed. GCir. 1992), citing In re
Gordon, 773 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. G
1984). “Cbvi ousness may not be established using hindsight or
in view of the teachings or suggestions of the inventor.”

Par a- Ordnance Mg. V. SGS Inporters Int’l, 73 F.3d 1085, 1087,

37 USPQ 2d 1237, 1239 (Fed. Cir. 1995), citing W _L. CGore &
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Assocs., v. Grlock, Inc., 721 F.2d 1551, 1553, 220 USPQ 311

312-13 (Fed. Gr. 1983).

Here, the Exam ner uses |hara, Matsuura and APA to nake
the conbination to neet the limtations of claiml1l. W note
that lhara is directed to a transmission |ine control system
whi ch sel ectively connects and di sconnects a communi cati on
apparatus, Si, fromthe transmssion line, L. The nonitoring
devices W and W2, figure 3, nonitor the power |evels on |lines
ML and M2 and control the switches Cl, C2, C3 and 4 to
connect or disconnect the comruni cation apparatus fromthe
transm ssion line. Counters 17 and 21, figure 10, which form
a part of the nonitoring device, help determne the | ength of
time during which a given power |evel is present on |ines M
and M2. Matsuura, on the other hand, discloses a pul se
detector for recovering data signals froma pul se-nodul at ed
signal in an infrared renote control comrunication system
Mat suura counts the pul ses during different intervals of tine
and conpares the resulting nunber with a respective reference
nunber to distinguish the desired data signal froma noise

signal. Thus, we note that there is a concept of counting
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pul ses for a time interval in both Ihara and Matsuura.
However, the two references are counting pulses for entirely
di fferent purposes. The Exam ner introduces the teachings of
APA to bridge the gap between | hara and Matsuura. W note

t hat APA does di sclose the J1850 protocol which is a

recogni zed standard for comruni cating data signals anong
various devices in an autonotive environnent. However, we
find nothing in APA which would have |l ed an artisan to conbi ne
t he teachings of I hara and Matsuura, each one of which is
directed to solving a different problem Thus, the suggested
conmbination is tantanbunt to a reconstruction of the clained

i nvention by picking references fromdiverse arts and using
Appel lant’s invention as a blue print to nmake the conbi nati on.
That is inpermssible as di scussed above. Even if the

conbi nati on of |hara, Matsuura and APA were consi dered proper,
it still does not neet the limtations of claim1l. For
exanpl e, the conbination does not neet the limtation “idle
time... Tyx" (cl .1), notw thstanding the Exam ner’s
contention. Therefore, we do not sustain the obviousness

rejection of claiml over |hara, Matsuura and APA
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Wth respect to all the other clainms, 11 to 25, since
they are all rejected over the sane conbination of |hara,
Mat suura and
APA as claim 1 discussed above, their obviousness rejection
over |hara, Matsuura and APA is also not sustained for the
sane reason.

DECI SI ON

The decision of the Exam ner rejecting clains 1 and 11
to 25 under 35 U.S.C. 8§ 103 over |hara, Matsuura and APA is
rever sed.

REVERSED

JERRY SM TH )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
PARSHOTAM S. LALL )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
ANl TA PELLMAN GRCSS )
Adm ni strative Patent Judge )
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