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TH S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a | aw journal and
(2) is not binding precedent of the Board.
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ON BRI EF

Bef ore THOVAS, HAI RSTON and KRASS, Administrative Patent Judges.

THOVAS, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

Appel | ants have appealed to the Board fromthe examner’s
final rejection of clains 1 to 7, which constitute all the clains
in the application.

There are no references relied on by the exam ner.

! Application for patent filed January 28, 1992
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Clainms 1 to 7 stand rejected under 35 U S.C. § 112, first
par agr aph, as being based on a nonenabling disclosure.

Rat her than repeat the positions of the appellants and the
exam ner, reference is nade to the brief and answer for the

respective details thereof.

OPI NI ON

As the case law in appellants’ brief correctly indicates,
the exam ner bears the initial burden of setting forth a
reasonabl e basis as to why he or she believes the present
di scl osure does not enable the artisan to nake and use the
claimed invention, and that the correct neasure is that this
di scl osure nust be done in such a manner as to enable this
artisan to do so without undue experinentation. After due
consi deration of the present disclosure, including the draw ngs,
as well as the positions of the appellants and the exam ner, we
conclude that the exam ner has either failed to set forth an
adequat e basis to question the adequacy of the disclosure or
if so, the artisan would have been able to enable the clained
i nvention without undue experinentation.

Pages 12 and 13 of the brief show a direct correspondence
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of the elenents of each claimon appeal to the structural
configuration of the disclosed invention in Figure 1. The
operation of this figure is further detailed in exenplary
operational figures showi ng the outputs of various circuit

el ements of Figure 1 in Figures 2 and 3. Figure 1 shows

di screte, well-known circuit elenments which are described to
operate together in a certain manner. It is beyond the scope of
the present clainmed subject matter what device is controlled and
what inputs are derived fromsuch a controlled device to affect
the operation of the mcroconputer 16 in Figure 1. Simlarly,
the mcroconputer 16 is not directly clainmed.

The di scl osure nakes clear that the m croconputer 16 in
Figure 1 nust be programmed to performcertain operations to
yield the various outputs to affect the various circuit el enents
shown in Figure 1. The overall aimof the invention is to | essen
t he anount of program dependency to yield a variable output on
output 1. Thus, the invention represents a design tradeoff
bet ween har dwar e/ sof t war e dependencies. The details of the
m croconputer program and the inputs thereto are not necessary
for the artisan to enable the presently clainmed invention since
the details of all this is beyond the scope of the present

claims. Furthernore, what outputs exit fromthe m croconputer to
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feed the various circuit elenents in Figure 1 are well expl ai ned
in the disclosure as filed. The two exanples in figures 2 and 3
show to the artisan two exanples of the operation of the circuit
el ements of Figure 1. It is apparent to us, and we believe to
the artisan, that the overall aimof the invention is achieved,
that is, to mnimze programcontrol fromthe m croconputer 16 to
control the overall circuit operation with mninml nunbers and
types of signals outputted therefromto control the externa
circuitry.

Al t hough the exam ner is correct in concluding that the
noted declaration is based upon beliefs and presents concl usi ons
wi t hout nmuch factual support thereto, it does add sone neasure of
evi dence to that which we have al ready concl uded from our
i ndependent study of the disclosure as a whole that the subject
matter of the present clained invention is adequately disclosed
froman artisan’s perspective within 35 U S.C. § 112, first
par agr aph.

Finally, we note that appellants’ brief |lists and discusses,
in detail in a correspondi ng manner to the discl osed invention,
each of the questions raised by the examner in the final

rejection to our satisfaction.
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In view of the foregoing, the decision of the exam ner

rejecting clains 1 to 7 under the first paragraph of 35 U S. C

8§ 112 is reversed.

REVERSED

JAVES D. THOVAS
Adm ni strative Patent Judge

KENNETH W HAI RSTON
Adm ni strative Patent Judge

ERROL A. KRASS
Adm ni strative Patent Judge
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