TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 27

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 96-3174
Application 07/970, 608!

Bef ore COHEN, STAAB and CRAWORD, Adm ni strative Patent
Judges.

STAAB, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

Application for patent filed Cctober 8, 1992. According
to appellant, this application is a continuation-in-part of
Application 07/749,937 filed August 26, 1991, now abandoned.
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This is a decision in an appeal fromthe exam ner’s fina
rejection of clainms 1-20, all the clains in the application.?

Appel lant’ s invention pertains to a method (clains 1-17)
and an apparatus (clains 18-20) for formng an article froma
nolten plasticized resin using an injection nolding machine.

| ndependent nmethod clainms 1 and 10 are representative of the

The present application, filed pursuant to 37 CFR § 1. 62,
purports to be a continuation-in-part application of parent
application S.N. 07/749,937. As stated in the Manual of
Pat ent Exam ni ng Procedure (MPEP) 8§ 201.06(b) (6th ed., Rev.

2, July 1996, page 200-22), “[t]he original disclosure of an
application filed under 37 CFR 1.62 will be the original

parent application, anendnents entered in the parent
application, and anendnents filed on the filing date and
referred to in the oath or declaration by the inventor(s).”

In the present instance, a 37 CFR § 1.116 anmendnent originally
submtted on Septenber 4, 1992 (Paper No. 6) in the parent
application, has been entered in the present application as a
prelimnary anmendnment (Paper No. 11). However, this anmendnent
was not entered in the parent application and was not referred
to in the declaration filed on the filing date of the present
application. In light of these circunstances, appellant
shoul d take whatever steps he deens appropriate in order to
avoi d possi bl e questions of |ack of descriptive support in the
original disclosure (i.e., “new matter”) for the changes to
the clains effected by the previously unentered 37 CFR 8§ 1. 116
anmendnent originally submtted in the parent application, and
now entered in the present application as a prelimnary
amendnent .
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appeal ed subject matter and copies thereof, as they appear in

Appendi x A of the appeal brief3 are appended to this opinion.
The single reference of record relied upon by the

exam ner in support of rejections under 35 U.S.C. §8 102(b) and

35 U.S. C

§ 103 is:

Maus et al. (Maus) 4,828, 769 May 9,

1989

The following rejections are before us for review

The present application contains no | ess than three
appeal briefs. A first brief (Paper No. 19) was submtted on
March 22, 1995 and was found to be in non-conpliance with 37
CFR 8 1.192(c) for various reasons. See the notification of
non-conpl i ance mailed April 28, 1995 (Paper No. 20). A second
brief (Paper No. 21), entitled “New Conpl ete Appeal Brief,”
was submtted on May 31, 1995 and was al so found to be in non-
conpliance with 37 CFR
8§ 1.192(c). See the notification of non-conpliance nail ed
Novenber 3, 1995 (Paper No. 22). There followed a third brief
(Paper No. 25), entitled “Second New Conpl ete Appeal Brief,”
submtted on or about Decenber 5, 1995. Subsequently, the
second notification of non-conpliance was found to be in
error. See page 1 of the answer nmiled January 22, 1996
(Paper No. 24). Accordingly, like the examner, we wll
consi der the second brief (Paper No. 21) as a properly filed
appeal brief. Any reference to “the brief” in this decision
shoul d be understood as referring to the second brief (Paper
No. 21), i.e., the “New Conpl ete Appeal Brief.”
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a) clainms 17 and 18, rejected under 35 U.S.C. § 112,
second par agr aph,

b) clains 1-20, rejected under 35 U . S.C. § 112, first
par agr aph,

c) clains 1, 2, 5 and 7, rejected under 35 U S.C. 8§
102(b) as being anticipated by Mus, and

d) clains 3, 4, 6, and 8-20, rejected under 35 U S.C. §

103 as bei ng unpat entabl e over Maus.

The 35 U.S.C. § 112, second paragraph, rejection

In rejecting claim17 under 35 U S.C. 8§ 112, second
par agr aph, the exam ner considers that claim17 is
i nconsistent with claim 10, fromwhich it depends.
Specifically, the exam ner naintains that the injecting step
of claim17 calling for injecting plasticized resin “to
conpletely fill said pre-enlarged nold cavity” is inconsistent
with the injecting step of claim10, which calls for injecting
into each pre-enlarged nold cavity a volunme of plasticized
resin “insufficient to fill each pre-enlarged cavity.”

From our perspective, claim 17 does not nerely inpose a
further qualification on claim10 by requiring that the

4



Appeal No. 96-3174
Application 07/970, 608

insufficiently filled cavity of claim 10 be conpletely filled,
as argued by appellant on page 6 of the brief. Rather, claim
17 inposes a totally different requirenent on the claim10
met hod, which requirenent is inconsistent with the injecting
step previously required by claim10. Accordingly, the netes
and bounds of claim 17 cannot be determined with any
reasonabl e degree of certainty since it cannot be determ ned
whet her claim 17 calls for an injecting step that results in
insufficient filling of the nold cavity or conplete filling of
the nold cavity. It follows that we will sustain the standing
8§ 112, second paragraph, rejection of claim17.

Turning to the standing 8 112, second paragraph,
rejection of claim 18, the exam ner states:

Caim18 is rejected . . . as being indefinite

for failing to particularly point out and distinctly

clai mthe subject natter which applicant regards as

the invention. Caim18, as nost recently anmended

by the amendnent of August 1, 1994, in |line 12,

reads as follows: “contact of said frame wth the of

said nold nenbers”, such that “with the of said nold

menbers” is confusing. [answer, page 6]

Appel | ant, however, contends that “claim 18 is believed

to be in accordance with Appendix A [of the brief] and does
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not contain the | anguage to which the objection has been nade”
(brief, page 6).

Havi ng carefully reviewed the record of the present
application, we find that claim 18 was nost recently anmended
by the amendnent submitted on August 1, 1994 (Paper No. 16),

whi ch anmendnent contained the follow ng directive:

Claim18, line 10, delete “are”; line 11, delete
“the”; line 12, after “the” delete “other”; |ine 16,
change “the” to --a--, and insert --nold-- before

“cavity”. [enphasis added]

As a result of this amendnent, the whereby clause at the
end of paragraph (b) of claim 18 now reads “whereby said
oversi zed nold cavity is fornmed by contact of said frame with
the of said nold nenbers;”. |In that appellant is incorrect in
his belief that claim 18 does not contain the | anguage found
obj ectionabl e by the exam ner, and in that appellant has not
ot herwi se di sputed the exam ner’s determ nation that the claim
18 as witten is confusing, we are constrained to sustain the
standing 8 112, second paragraph, rejection of claim118. W
note, for conpl eteness sake, that we are in agreenent with the
exam ner’s position that the claimterm nology in question is

vague and indefinite to the extent that the recitation “wth
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the of said nold nenbers” appearing in the whereby cl ause of

paragraph (b) is confusing.

The 35 U.S.C. § 112, first paragraph, rejection

In rejecting clains 1-20 under the first paragraph of 35
US C 8§ 112, the exami ner nmaintains that “[t]he origina
clains, specification, and abstract lack a full, clear,
conci se, and exact disclosure of how the conpression of the
resin takes place sinultaneously with the injection of the
resin” (answer, page 5). It is apparent fromthis statenent
that the examner’s rejection is based on an alleged failure
of the original disclosure to conply with the enabl enent
requi renent, as opposed to the description requirenent, of the
first paragraph of 35 U S. C
§ 112.¢

The test for enablement is whether the disclosure, as
filed, is sufficiently conplete to enable one of ordinary

skill in the art to nmake and use the cl ai ned i nventi on w t hout

“The description requirenent found in the first paragraph
of 8§ 112 is separate fromthe enabl enent requirenent of that
provi sion. See Vas-Cath, Inc. v. Mihurkar, 935 F.2d 1555,
1560- 64, 19 USPQ2d 1111, 1114-17 (Fed. Cr. 1991).
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undue experinentation. See In re Scarbrough, 500 F.2d 560,
566, 182 USPQ 298, 302 (CCPA 1974). At the outset, we observe
that clains 10-14, 16 and 17 do not require that the
conpression of the resin takes place sinultaneously with the
injection of the resin. Thus, it is not clear how the

exam ner’ s concerns regardi ng enabl enent are rel evant to these
cl ai ns.

Wth respect to the remaining clains, independent claiml
and the clains that depend therefromrequire the step of
applying force to the nold nenbers to reduce a volune of the
nol d cavity and conpress the resin therein sinultaneously with
the injection of the resin, independent claim 18 and the
clains that depend therefromrequire neans for applying force
to the nold nmenbers to pressurize the resin therein
simul taneously with the injection of resin, and claim15,
whi ch depends fromclaim 10, requires that the force applying
step conprises sinultaneously conpressing and injecting the
resin.

Turning to appellant’s disclosure, the specification, as
originally filed, states that “[s]imultaneously with the
injection of nmelt, pressure is applied to reduce the vol unme of

8
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the closed nold cavity and redistribute the resin within the
nmold. This conpresses the resin, which solidifies” (page 17,
| ast paragraph).

We believe that one of ordinary skill in the art would
appreciate fromthis statenent that the act of redistributing
the plasticized resin nelt wwthin the nold cavity invol ves
“conpressing” the resin in the sense that a conpressive force
is applied thereto to bring about redistribution. Consistent
with the well established principle that claimlanguage nust
be read in light of the specification,® we consider that the
words “conpress” (claim1l1, paragraph (c)), “conpressing”
(claim15), and “pressurize” (claim18, |line 18) cover
appl ying a conpressive force to the plasticized resin nelt,
such that the claimlanguage questioned by the exam ner
enconpasses within its netes and bounds the act of applying a
conpressive force to the nelt as it is being injected to
redistribute the nmelt in the nold cavity. Gven this
interpretation, it is our view that one of ordinary skill in

the art would have no difficulty in adjusting the timng of

Si\n re Prater, 415 F.2d 1393, 1404, 162 USPQ 541, 550
( CCPA 19609) .
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the force applying and injecting steps of appellant’s nethod
so that the nelt is redistributed as it is being injected,
thereby resulting in sinmultaneously conpressing and injecting
the resin, as now cl ai ned.

In light of the foregoing, we will not sustain the
standing 35 U. S.C. §8 112, first paragraph, rejection of clains
1-20 as being based on a nonenabling discl osure.

For conpl et eness sake, we nake the foll ow ng observations
regardi ng the exam ner’s and appellant’s argued positions
regardi ng enablenent. It appears fromthe record that
appellant is of the opinion that the Maus reference applied by
the exam ner against the clains differs fromappellant’s
i nventi on because in Maus the oversized nold cavity is only
partly filled with nelt before injection is conpleted, whereas
in appellant’s invention the oversized nold cavity is
conmpletely filled with nelt before injection is conpleted.
According to appellant, “[b]ecause of this difference, the
present invention can achieve sinultaneous injection and
conpression, while Maus does not” (brief, page 13). 1In
calling into question the enabl enent of appellant’s clains,

t he exam ner has repeatedly questioned this above-stated
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position. In particular, the exam ner maintains that (1)
appel l ant’ s argunents and decl arations are not conmensurate in
scope with the appeal ed cl ai n8 because the clains do not
require that the oversized nold cavity be conpletely filled
with melt before injection is conpleted, and (2) it is not
clear that appellant’s argued position can be supported by the
ori gi nal disclosure.

It is questionable whether appellant’s opinion regarding
all eged differences in operation of the present invention vis-
a-vis Maus has any relevance to the 8§ 112, first paragraph,
question of enabl enent of the invention as presently clainmed.
As is made clear by our discussion above, it is our position
that (1) the sinultaneous conpressing (or pressurizing) and
i njecting |anguage of clains 1-9, 15 and 18-20 enconpasses the
act of applying a conpressive force to the nelt as it is being
injected to redistribute the nelt in the nold cavity, and (2)
the original disclosure provides an enabling disclosure for
this type of sinultaneous conpressing and injection. This
being the case, it is immterial whether the present

di scl osure al so provides support for appellant’s argunent that
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the oversized nold cavity of appellant’s apparatus is

completely filled with nelt before injection is conpleted.

The 35 U.S.C. § 102(b) rejection

Turning to the anticipation rejection of clains 1, 2, 5
and 7, independent claiml calls for the step of formng an
oversi zed nold cavity with respect to an opposing pair of
relatively novabl e nold nenbers, and the step of applying
force to said nold nenbers to reduce a volune of the nold
cavity and conpress the plasticized resin therein
sinmultaneously with the injection of the resin.

Maus di scloses two alternative nodes of utilizing a
vari able volune nold cavity to nold an article. |n each case,
a pair of relatively novable nold platens (e.g., elenents 82,
90) are first brought together in a so-called “soft” clanp-up
condition to close a parting line of a nold cavity (colum 13,
lines 42-48; Figure 4). 1In the first alternative node, after
the “soft” clanmp-up condition is achieved, injection of resin
commences and novabl e platen 90 noves toward stationary platen
82 through a pre-set stroke length to reduce the volune of the
nold cavity fromits “soft-close” volune to a final “full-

12
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cl anp-up” volune (colum 13, l|ines 62-68; colum 27, lines 7-
53; Figures 5 and 6). In the second alternative node, a nold
plate (e.g., elenent 74) “floats” relative to its platen such
that, after the “soft” clanp-up condition is achieved,
injected nold resin enters the nold cavity and nelt pressure
drives the floating nold plate backwards to enlarge the nold
cavity against a mniml deflection force required to displace
the floating nold plate (colum 14, lines 1-7; colum 29,
lines 3-23).

At the outset, it is readily apparent that the second
“floating” alternative node does not anticipate claiml. This
IS so because any m nimal conpression force that m ght be
applied to the resin by the floating plate during injection in
the “floating” alternative node occurs as the nold cavity
increases in volume fromthe initial “soft-close” volune. In
contrast, step (c) of claim1 calls for applying force to the
nmol d nmenbers to reduce a volune of the nold cavity and
conpress the resin sinmultaneously with injection.

As to Maus’ first alternative node, the reference

di scusses several schenmes for coordinating the injection and
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conpression steps of the nold process. Specifically, Mus
st at es:

The onset of novabl e platen conpressive cl anpi ng
force stroke can be alternatively controlled by
time; by the position of the reciprocating-injecting
screw of unit 101; or by a pressure sensor nounted
in the nold, for exanple. O these, clanping
triggering control on the basis of tine is probably
the | east precise. Control based on tine is also of
an “open | oop” nature. Cavity pressure triggering
of cl anping conpression also requires that the
injected nelt volune exceed the enlarged cavity
volune. This results in a pressurization of the

nol ten pol yner up to the preset cavity pressure

| evel. This last phase of cavity fill against

i ncreasi ng pressures, however, produces undesirable
nol ded-in stresses in the nolded optical plastic
part. [columm 27, line 56 through colum 28, |ine 2]

Wth respect to controlling novenent of the novable
platen by tine, Maus is silent as to whether or not
conpressive clanping force is applied sinultaneously with
I njection. Accordingly, this control schene does not provide
a basis for an anticipation rejection of claiml. As to
control ling novenent of the novable platen according to cavity
pressure, while the resin would certainly undergo
pressurization or conpression sinultaneously with injection
according to this control schene, such pressurization or

conpression is not achieved “by applying force to said nold
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menbers to reduce a volunme of the nold cavity and conpress
said plasticized resin therein,” as called for in step (c) of
claim1. Accordingly, this control schene al so does not
provide a basis for an anticipation rejection of claiml.

W are left with Maus’ third schene for controlling
novenent of the novable platen, i.e, by the position of the
injecting screw of the resin nelt injecting unit, as a
possi bl e basis for anticipation. Wth respect to this contro
schene, the exam ner points to several portions of the Mus
di scl osure, which, according to the exam ner, establish that
Maus’ third schenme for controlling novenent of the novabl e
platen results in applying force to reduce a volune of the
nold cavity and conpress the resin sinmultaneously with
injection, as called for in step (c) of appealed claim1.
These include: colum 14, lines 22-29 (“The conpression
portion of the nmolding cycle is initiated off of sensors
(preferably, screw position) even before the screw has
actually conpleted its travel and before subsequent ful
delivery of the pre-deternmined injection volune . . . shot
size is conpleted”); colum 19, lines 32-34 (“such is exactly
the case in preferred enbodi nents of the present invention,

15
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wher eby conpressive clanping force and noti ons commence before
rapid injection fill is conpleted”); and, colum 35, lines 14-
18 (“applying the main clanp force of the injection nolding
machi ne before conpletion of said injection, so as to reduce
the volune of the nold cavity”). |In addition, we also note
colum 17, lines 23-26 (“when transducer 67a signals the nelt
has nearly been conpletely delivered to the nold cavities, the
conpression portion of the process is conmenced”).

In responding to this rejection, appellant notes col um
28, lines 15-22 of Maus, which, in pertinent part, reads:

Once the injection unit 101 has delivered the

preci sely predeterm ned volunme of nelt which

corresponds to that screw position on transducer 67a

which triggers the start of clanping conpression,

the control system 88 causes cylinder 80b (in the

preferred enbodi nent) to el ongate, thereby advancing

novabl e nol d platen 90 towards stationary nold

pl at en 82.
According to appellant, this disclosure establishes that the
conpressi on phase of Maus does not start until after the
conpl etion of injection.

The issue here is whether Maus di scl oses applying a force

to the nold nmenbers to reduce the volunme of the nold cavity

and conpress, as by redistributing, the resin in the nold
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cavity sinmultaneously with resin injection. Upon careful
review of the entire disclosure of Maus, it is our conclusion
that there is no clear disclosure in Maus to this effect.

Wth respect to the above quoted portions of the Mus

di scl osure pointed out by the exam ner, initiating the
conpression portion of the nolding cycle prior to the

conpl etion of injection, as described, for exanple, in colum
14, lines 22-29, could perhaps result in applying a
conpressing force to the resin already in the nold cavity, but
this circunstance does not necessarily result.

Not wi t hst andi ng the examiner’s inplied position to the
contrary, without a nore conpl ete description of Maus’ nol ding
cycle, it is sinply not possible to discern precisely what
happens to the resin nelt already in the nold cavity upon
commenci ng the conpression portion of the nold cycle before
the conpletion of injection. In this regard, it is possible
that initializing the conpression portion of the cycle before
full delivery of the resin results nerely in displacing any
voi d volunme or gas in the oversized nold cavity, as occurs
during the initial portion of the faster phase of Maus’ multi -
stage conpression (colum 14, |ines 35-51; colum 28, |ines

17
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28-44). This interpretation is consistent with the statenent
in Maus, at colum 31, lines 64-66, that “[i]mediately after
injection and while the cavities’ nolten plastic is very hot
and nobile, the first stage of clanp-actuated profiled
conpression starts” (enphasis added).

It is well established that anticipation cannot be
predi cated on an anbi guous reference. In re Turlay, 304 F. 2d
893, 899, 134 USPQ 355, 360 (CCPA 1962). In the present
i nstance, Maus is anbiguous as to the timng of the resin
conpression and injection steps required to satisfy step (c)
of claiml1l. Accordingly, we shall not sustain the standing §

102 rejection of clainms 1, 2, 5 and 7 based on Maus.

The 35 U.S.C. § 103 rejection
Consi dering next the 8 103 rejection of clains 3, 4, 6, 8
and 9 as bei ng unpatentabl e over Maus, each of these clains
through their dependency on claiml1, calls for the step of
applying force to reduce a volunme of the nold cavity and
conpress the resin sinmultaneously with injection. As noted in

our di scussion above of the standing § 102 rejection, Maus is

18



Appeal No. 96-3174
Application 07/970, 608

anbi guous as to this claimrequirenent. |In addition, it is
not apparent to us, and the exam ner has not persuasively

poi nted out, where Maus suggests nodifying the timng of the
conpression stroke step and injection step to acconplish step
(c) of claiml1, such that the clainmed nethod as a whol e woul d
have been obvious to one of ordinary skill in the art. 1In
this regard, the nere fact that the prior art nethod of Maus
could be nodified in a manner which would result in the

cl ai med nmet hod does not make such nodification obvious unless
the prior art suggests the desirability of doing so. Inre

Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Gr

1984). W therefore shall not support the examner’s § 103
rejection of clainms 3, 4, 6, 8 and 9 as bei ng unpat ent abl e
over Maus.

As to nethod clains 10-17, independent claim10 in
paragraph (c) calls for the step of commonly and
simul taneously applying a main clanp force of the injection
nol di ng machi ne “before commencenent of said injection. . . .7
In support to her 8 103 rejection of these clains, the

exam ner has taken the position that “the overall process of
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Maus . . . is practically identical to appellant’s disclosure”
(answer, page 12) and that “the timng of the application of
force woul d have been readily determ ned through routine
experinmentation by one having ordinary skill in the art at the
time of appellant’s invention based upon the other variabl e
process paraneters and conditions” (answer, page 11-12).

Rej ecti ons based on 35 U. S.C. 8 103 nust rest on a
factual basis. In re Warner, 379 F.2d 1011, 1017, 154 USPQ
173, 177-78 (CCPA 1967), cert. denied, 389 U S. 1057 (1968).
In maki ng such a rejection, the exam ner has the initial duty
of supplying the requisite factual basis and may not, because
of doubts that the invention is patentable, resort to
specul ati on, unfounded assunptions or hindsight reconstruction
to supply deficiencies in the factual basis. 1d. 1In the
present case, the exam ner has failed to advance any factua
basis to support the conclusion that it would have been
obvious to one of ordinary skill in the art to nodify Maus in
a manner which would result in the method of claim 10. Again,
the nere fact that the prior art could be so nodified would

not have nade the nodification obvious unless the prior art

20



Appeal No. 96-3174
Application 07/970, 608

suggested the desirability of the nodification. 1In re Gordon,
733 F.2d at 902, 221 USPQ at 1127 (Fed. Cir. 1984)). Maus
contai ns no such suggestion. Accordingly, we shall not
sustain the standing 8 103 rejection of claim 10, or of clains
11-17 which depend therefrom as bei ng unpatentable over Maus.
I ndependent claim 18 is directed to an apparatus for
formng an article fromnolten resin conprising, inter alia,
first and second nold nenbers supported by first and second
pl aten nenbers, with both of said nold nenbers surrounded by a
relatively novabl e frane, whereby the oversized nold cavity is
formed by contact of said frame with one of the nold nenbers.®
Maus discloses in Figures 2-8, for exanple, a first nold
nmenber 5a, 70 and a second nold nenber 5b supported,
respectively, by first and second nold platens 82, 90. Maus

further discloses a relatively novable franme 74 surroundi ng

¢ As noted above, the whereby clause at the end of
paragraph (b) of claim18 is the subject of a rejection under
35 U S.C
§ 112, second paragraph, for indefiniteness. For purposes of
rendering a decision of the nerits of the standing 8 103
rejection of this claim we interpret the “whereby” cl ause at
the end of paragraph (b) of claim 18 as readi ng “whereby said
oversi zed nold cavity is fornmed by contact of said franme with
one of said nold nenbers.”
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the nold nenber 5b. Wen the platens 82, 90 are noved towards
each other, relatively novable frane 74 engages portion 70 of
the first nold nenber to define, with the nold nenbers, a nold
cavity. Unlike that which is called for in claim18, however,
the relatively novable frane 74 of Maus does not appear at any
time to surround both of the nold nenber 5b and the nold
menber 5a, 70.

In support of the standing 8 103 rejections based on
Maus, the exam ner states on page 11 of the answer that

appellant’s instantly clainmed injection nolding

apparatus was generally well known and conventi ona

in the art at the tine of appellant’s invention, and

was nostly illustrated by Maus et al . . . except

for specifically referring to the nold nenbers being

surrounded by a relatively novable frame .

But this type of nold orientation was generally wel |

known and conventional in the art at the tinme of

appel l ant’ s invention. [enphasis added]
Based on these allegedly well known and conventi onal
constructions in the prior art, the exam ner inplies that the
subject matter of claim 18 woul d have been obvi ous.

We cannot support this inplied position. As with the
other 8 103 rejections based on Maus, the exam ner has again
failed to supply the requisite factual basis to support a

conclusion that it would have been obvious to one of ordinary
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skill in the art to nodify Maus in a manner which would result
in the clainmed subject matter. Specifically, the exam ner has
not explained, and it is apparent to us, where Maus teaches or
suggests providing Maus with a novable franme that surrounds
both of the nold nmenbers, as called for in paragraph (b) of
claim18. Accordingly, we shall not sustain the standing §

103 rejection of claim18-20 based on Maus.

Sunmary
The rejection of clains 17 and 18 under 35 U S.C. § 112,
second paragraph, is affirned.
The rejection of clains 1-20 under 35 U.S.C. § 112, first
par agraph, is reversed.
The rejections of clainms 1-20 under 35 U S.C. 8§ 102(b)

and 35 U S.C. 8 103 based on Maus are reversed.
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The deci sion of the exam ner

is affirmed-in-part.

No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

AFFI RVED- | N- PART

| RWN CHARLES COHEN

Adm ni strative Patent Judge)
)
)

)
LAWRENCE J. STAAB )

Adm ni strative Patent Judge)

)
)

)
MURRI EL E. CRAWFCRD
Adm ni strative Patent Judge)
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APPENDI X

1. A nethod of form ng an article having a prescri bed
vol une and mass froma nolten plasticized resin using an
i njection nolding machi ne, conprising the steps of:

(a) formng an oversized nold cavity with respect to
an opposing pair of relatively novable nold nenbers of said
i njection nolding machi ne between which nold nenbers said
article is forned;

(b) injecting into said oversized nold cavity a vol une
of plasticized resin exceeding the prescribed volune of the
article to be forned and having a nass at |east equal to the
prescri bed nass of the article;

(c) applying force to said nold nenbers to reduce a
volume of said nold cavity and conpress said plasticized resin
therein sinmultaneously with the injection of said resin
thereby to formsaid article.

10. A nethod of formng a plurality of articles froma
nolten plasticized resin using an injection nolding nmachi ne
having first and second nold platens, first and second nold
menbers, each having a corresponding plurality of nold
structures, conprising:

(a) formng a plurality of pre-enlarged nold cavities by
adjusting rel ative positions of opposing nold nenbers, at
| east one of which is capable of novenent relative to the
ot her, said nold cavities having dinensi ons determ ned by
di stance between the platens, and said nenbers initially being
separated to formpre-enlarged cavities with vol unmes each
greater than a maxi mum vol une occupi ed at atnospheric pressure
by the nolten plasticized resin to be injected into the
cavity, thereby to receive plasticized resin wthout
i ntroduci ng back pressure;
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(b) injecting into each pre-enlarged nold cavity a
vol une of plasticized resin |arger than a volune of the
article to be formed but insufficient to fill each pre-
enl arged cavity;

(c) commonly and sinul taneously applying a nmain clanp
force of the injection nolding machi ne before comencenent of
said injection to reduce the volunmes of the nold cavities and
fill the reduced volunme nold cavities while venting gases; and

(d) maintaining the applied main clanp force until a
final clanp |ock-up position is reached, thereby conpressing
the resin until slight excess is forced into a pressure relief
outl et and the resin solidifies.
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