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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of
clainms 12, 45, 47, 50, 52 and 60°. dains 1, 6, 7, 8, 11, 13
through 17, 19 through 24, 26 through 44, 46, 48, 49, 51 and
53 through 59 have been indicated as allowable. Cains 2
through 5, 9, 10, 18 and 25 have been cancel ed.

Appel lant's invention relates to a nethod and appar at us
for fluorescence |ogging of underground fornmations surroundi ng
a bore hole. 1In particular, the invention relates to the
detection of hydrocarbons in pore fluid fromthe underground
formati ons. Representative clainms 15 and 45 are
reproduced as foll ows:

15. A nethod of locating in situ hydrocarbons in

under ground formati ons surroundi ng a borehole during drilling
with a bottom hole assenbly including a drill bit conprising:

2 An anendnent after final rejection, paper no. 12, was
entered. This effectively replaced claim 10 with claim®60 and
canceled clainms 2-5,9,10, 18 and 25. 1In doing so,the
dependency of clainms 11, 12 and 13 was overl ooked and shoul d
be adjusted. Also, a typographical error in clains 1 and 17
shoul d be corrected, where “greater the the” should be --
greater than the--.
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a) illumnating a wall of the borehole with |ight
froma source in the drill bit,

c) detecting any fluorescence fromthe wall with a
detector in the bottom hole assenbly, and

d) analyzing the detected fluorescence to detern ne

t he presence of hydrocarbon in the formation.

45. A nmethod as clained in claim15, conprising
illumnating the wall using a light source selected fromthe
group consisting of visible |ight sources, infrared |ight
sources, ultraviolet light sources and conbi nati ons thereof.

No references are relied on by the Exam ner.

Clainms 12, 45, 47, 50, 52 and 60 stand rejected under
35 U S.C 8§ 112, first paragraph, in that the specification
fails to provide an enabling disclosure for the enbodi nent
using an infrared source or for the enbodi nent using a
visible/infrared source to illum nate the wall of the
bor ehol e.

Rat her than repeat the argunents of Appellants or the
Exam ner, we nmake reference to the brief and the answer for
the respective details thereof.

OPI NI ON
After a careful review of the evidence before us, we do

not agree with the Exam ner that clainms 12, 45, 47, 50, 52 and
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60 are not enabled by the specification as required under 35
U S C
§ 112, first paragraph.

The Exami ner asserts that:

The specification fails to teach suitable

wavel engths in the infrared for causing fluorescence
of hydrocarbons in a borehole. On page 7, of the
specification is disclosure for using an LED source
produci ng |light of about 450nm a |aser diode
produci ng |ight of about 674nm and a tungsten

hal ogen lanp with a bandpass filter of 400-500nm
None of these wavel engths are in the infrared.
(Answer - page 3.)

Addi tionally the Exam ner states:

The near infrared wavel ength range is very broad,
and whil e one coul d concei vably use hundreds of

| aser diodes of differing wavel engths to determ ne a
sui t abl e wavel ength to i nduce hydrocarbon
fluorescence, it is unlikely that an experinmenter
woul d concl ude that undue experinmentation was not

i nvol ved. Appellants do not even give a “ball park”
range that would at |east direct the practitioner to
t he nost appropriate part of the near infrared
spectrum They do suggest filtering light froma
tungsten hal ogen | anp, but the only specific filter
that is disclosed is one that elimnates the

i nfrared conponent fromthe source light. (Answer-

page 6.)
Appel | ant s ar gue:

The Exam ner’s position is contrary to that of the
court inlnre Gaffe. To summarize the general case
here, the follow ng general points are to be borne
in mnd:
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(1) There is no suggestion, either in the
specification, the prior art or in the Examner’s
comments, that the area of technology is
particularly conpl ex or unpredictable. The Exam ner
has not provided one single piece of evidence to
support the position that the sel ection of

wavel engt hs requi res undue or unreasonabl e
experinmentation nor any evidence to refute the
Applicants’ assertion and showi ng that this would
not require a worker of ordinary skill to depart
fromwhat is considered normal in this art.

(ii) The exanples given indicate that there is a

wi de choi ce of wavel engths available to the user and
that the user is not to be bound to any one

wavel ength. By the Examiner’s |ogic, any wavel ength
not specifically recited in the specification could
not be validly clained.

(ti1) The specification gives the preferred, and
best node exanpl es sufficient [to] place the
invention clearly in the hands of a worker of
ordinary skill in the art and to indicate where
changes m ght be nade.

(iv) The Examiner is seeking to limt the clains to
t he specific sources and wavel engths given in the
specification and as the court stated in In re
Gaffe, “To demand that the first to disclose shal
[imt his claimto what he has found wi ||

wor k. ..woul d not serve the purpose of pronoting the
progress of the useful arts.” (Brief-page 6.)

Practice of the invention nmust not require undue
experinmentation. The key word is “undue” not
“experinmentation”. Wether undue experinentation is required
is a conclusion reached by wei ghi ng many fact ual
considerations. The only fact presented by the Exam ner is
that the particular exanples recited in the specification do
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not include infrared wavel engths. W see no evidence of the
guantity of experimentation necessary, the state of the prior
art, the relative skill of those in the art, or the
predictability or unpredictability of the art. Each of these
consi derations and others could be shown by technical
publications and/or patents issued in the relevant art, all of
which are available to the Examner. In the absence of such
evi dence, we find the Exami ner has failed to establish a prina
facie case. Therefore we will not sustain the rejection of

clains 12, 45, 47, 50, 52 and 60.

In view of the foregoing, the decision of the Exam ner
rejecting claim112, 45, 47, 50, 52 and 60 under 35 U.S.C. §

112, first paragraph is reversed.

REVERSED
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