TH S OPI Nl ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore MElI STER, FRANKFORT and NASE, Adninistrative Patent
Judges.

MElI STER, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

John T. Conpton (the appellant) appeals fromthe fina
rejection of clainms 1-3 and 5-12.2 Cdaim 13, the only other

claimremaining in the application, stands all owed.

! Application for patent filed October 13, 1994. According to appellant, the

application is a continuation of Application 07/968,952, filed Cctober 29, 1992, now
abandoned.

2 daims 1, 6, 10 and 12 have been amended subsequent to final rejection.
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W REVERSE

The appellant's invention pertains to a thermal printing
system adapted to conpensate for changes in power supply
vol tage as a function of the nunber of resistance el enents
that are sinultaneously energized, and to a nethod of
operating such a thermal printing system |ndependent clains
1 and 10 are further illustrative of the appeal ed subject

matter and copies thereof may be found in the appendix to the

brief.

The references relied on by the exam ner are:
Sasaki 5, 109, 235 Apr. 28, 1992
Bruch 0 458 507 Nov. 27, 1991

( Eur opean Patent Application)

Clainms 1-3 and 5-12 stand rejected under 35 U.S.C. § 103
as bei ng unpat entabl e over the European patent application in
vi ew of Sasaki

The exam ner's rejection is explained on pages 3-5 of the
answer. The argunents of the appellant and exam ner in

support of their respective positions nmay be found on pages 4-
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6 of the brief and pages 5 and 6 of the answer.

CPI NI ON

Havi ng careful ly considered the respective positions
advanced by the appellant in the brief and the examner in the
answer, it is our conclusion that the above-noted rejection is
not sustainable. In rejecting clains under 35 U S.C. § 103
the exam ner bears the initial burden of presenting a prinm
faci e case of obviousness. In re R jckaert, 9 F.3d 1531,
1532, 28 USPQ@d 1955, 1956 (Fed. Cir. 1993); In re Cetiker,
977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gir. 1992).
Only if that burden is net does the burden of com ng forward
wi th evidence or argunent shift to the applicant. 1d. If the
exam ner fails to establish a prima facie case, the rejection
is inproper and will be overturned. 1In re Fine, 837 F. 2d
1071, 1074, 5 USPQd 1596, 1598 (Fed. Cir. 1988).

Each of the independent clains on appeal requires that

the energy applied to the resistance el ements during



Appeal No. 96-3102
Application 08/322,971

successive drive pul ses be determ ned or neasured. The
exam ner recogni zes that the European patent application does
not teach such an arrangenent and relies on Sasaki to overcone

this deficiency. According to the exam ner:

The secondary reference to Sasaki is also
concerned with cal culating and determ ni ng
an appropriate anount of energy to apply to
a thermal print elenent. Sasaki is added
for conpleteness to explicitly shown [sic,
show] an energy or heating determ ning
neans (see figures 1, 2, 4 and 8) as
claimed. As shown in figure 8 and
described in colums 6-7, Sasaki enploys a
"heating anmount cal cul ati ng section"” (12)
and a "pul se nunber converting section”
(29) that performthe broadly recited
function of determ ning the energy applied
to the print elenments as found in claiml.
Therefore given that both the primry and
secondary references are concerned with
thermal print pul se conpensation as is
conventional, it would have been obvious to
one of ordinary skill in the art to nodify
"507 [the European patent application] with
the energy determ ning neans of Sasaki so
that energy levels may be determned with a
sinple circuit and a detail ed table of

val ues requiring substantial nmenory space
woul d be unnecessary. [Answer, pages 4 and
5.]

W will not support the examner's position. 1In
particul ar, we cannot agree with the exam ner's finding that
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the "heating anmount cal cul ating section” (12) depicted by
Sasaki in Fig. 8 (and described in colums 6 and 7), and the
pul se nunmber converting section (29) "performthe broadly
recited function of determ ning the energy applied to the
print elenents as found in claiml1l.” As we have noted above,
each of the independent clains on appeal (including claim1l)
require that the energy applied to the resistance el enents

during successive drive pul ses be determ ned or nmeasured. The

"heating anmount cal cul ati ng section"” (12) depicted by Sasak
in Fig. 8 (and described in colums 6 and 7), however,
performs no such function as the exam ner apparently believes.
That is, in colum 6, lines 60-62, Sasaki states (wth respect
to the enbodi nent of Fig. 8) that the "heating anount
cal culating section 12 have constructions simlar to those in
t he above-nenti oned enbodi nent."” This "heat anount
calculating section” 12 is in nore detail described in the
fol | ow ng manner:

Heati ng anmount cal cul ating section 12 is

conposed of a heating el enent (or heating

resi stor) nunber cal culating section and

cal cul ates the nunber of operated heating
el enents at each gradation | evel on the
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basis of the |evel frequency counted by
| evel frequency counter 11. [Columm 3,

lines 62-67.]
See also Fig. 4 and colum 4, line 56 through colum 5, |ine
16, of Sasaki. As to the pul se nunber converting section

(29), this section nmerely accunul ates the pul se nunbers

cal cul ated by the heating anount cal cul ating section 12 (see

Sasaki, colum 6, line 62 through colum 7, line 7).

Fromthe above, it is readily apparent that the heat
anmount cal cul ati ng section 12 of Sasaki sinply cal cul ates the

nunber of heating el enents operated at each gradation | evel

and the pul se nunber converting section 29 nerely accunul ates

the nunbers cal cul ated by the heat ampunt cal cul ati ng section

12, and these sections do not nmeasure or determ ne the energy

applied to the resistance el enents during successive drive

pul ses. This being the case, the exam ner has not established
a prinma facie case of obviousness with respect to the subject

matter defined by the clains on appeal.

The decision of the examner to reject clains 1-3 and 5-
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12 under 35 U.S.C. § 103 is reversed.

REVERSED

JAMES M MEl STER
Adm ni strative Patent Judge
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