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TH'S OPINILON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JAMES M FRARY

Appeal No. 1996-3084
Application 08/168, 1671

HEARD: OCTOBER 5, 1999

Bef ore THOVAS, FLEM NG and FRAHM Adm ni strative Patent
Judges.

THOVAS, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

Appel | ant has appealed to the Board fromthe exam ner's
final rejection of clainms 1 through 18, which constitute al

the clains in the application.

! Application for patent filed Decenber 17, 1993
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Representative claim 16 is reproduced bel ow
16. A physical volune conprising:
a housi ng;

a conputer readable medi um nounted in said housing for
storing data; and

an el ectromagnetic transponder, attached to said housing,
having a non-volatile nenory configured to store data
associated wth the physical volune.

The following reference is relied on by the exam ner:
Juengel 4,742,470 May 3, 1988

Clainms 1 through 18 stand rejected under 35 U.S.C. § 103.
As evidence of obviousness, the exam ner relies upon Juengel
al one. 2

Rat her than repeat the positions of the appellant and the
exam ner, reference is made to the brief and the answer for

the respective details thereof.?

CPI NI ON

2 An outstanding rejection of certain clains under the second paragraph
35 U S.C. 8 112 as set forth in the final rejection was withdrawn by the
exam ner as noted at pages 2 and 5 of the answer.

5 Appellant's reply brief filed on March 25, 1996 has been denied entry
by the exanminer in the comrunication dated April 5, 1996, as well as the
Interview Summary formissued on April 17, 1996. Therefore, we have not
considered it in our deliberations.
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For the reasons set forth by the exam ner in the answer,
we sustain the rejection as to clains 1 through 16, but
reverse the rejection as to clains 17 and 18 for reasons that
will be apparent in the ensuing discussion.

At the outset, we note that with respect to appellant's
argunents at pages 10 and 11 of the brief asserting that the
applied prior art Juengel patent does not solve the sane
probl em as appel | ant addresses in accordance with the
di scl osed and clained invention, it is noted that in an
obvi ousness determ nation, the prior art need not suggest
solving the sane problemset forth by appellant. In re
Dillon, 919 F.2d 688,

692-93, 16 USPQ@2d 1897, 1901 (Fed. Cir. 1990) (in_banc)

(overruling-in-part In re Wight, 848 F.3d 1216, 1120 6 USPQd

1959, 1962 (Fed. Cir. 1988)); cert. denied, 500 U. S. 904
(1991).

To the extent the prior art as a whol e includes
appel lant's discussion with respect to the prior art at the
bottom of page 1 through the top of page 3 of the disclosed
i nvention, appellant's argunents between pages 8 and 10 of the
brief on appeal relate principally to known prior art
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di sadvantages already identified in this portion of the
specification. Principally, the mpj or disadvantage known to
the prior art is that a tabl e-1ookup system was necessary to
identify various paraneters of prior art cartridges associated
with automated cartridge systens in a host conputer rather
than in or on the clainmed “physical volune” or cartridge per
se.

Juengel is significant in two respects with respect to
this understanding of the prior art. First, froman artisan's
per spective, both enbodiments in Jeungel relate to the
particular itemin question, in this case, a “machi ne tool
bit” carrying in an enclosed nenory therein information
relating to the itemor tool bit itself. Thus, in contrast to
the prior art deficiencies noted earlier in this opinion in
the early portions of the specification as filed requiring
such information to be located in tables external to the
“physical volune” itself, the series of problens associated
with this deficiency of the prior art is specifically
addressed in the teachings in this reference.

It is noted further that appellant admts at the bottom
of page 8, as well as at the bottom of page 11 of the brief,
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that transponders of the type clainmed have been utilized to
identify various types of objects in the prior art. On the
ot her hand, Juengel hinself identifies in a general way that
the teachings of his invention may be applicable to other
types of utilities outside the machi ne tool environnment as
expressed initially at colum 2, lines 1 through 4 and at

colum 4, lines 25 through 34.

As to the argunent presented at page 9 of the brief that
the clained and di scl osed invention permts information
relative to the clainmed physical volune to be determ ned
wi t hout | oading the physical volune itself in a drive, this
advant age over prior art systens is also net by the teachings
in Juengel. Most notably, the discussion associated with
Figure 7 and the show ng thereof indicates that a conputer
numeri cal control nmachine tool system 100 has associated with
it a tool rotating drum or nmagazine 102 on which various tools
104 are rotatable for selection by the machi ne tool system
itself for use on a selective basis. There is no need to |oad
the tool into the machine tool to determ ne the nature of the
tool or its various data attributes stored in the nenory
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internal to it in the transponder 112 of Juengel since the
transcei ver 114 associated with the machine tool reads the
data renotely by el ectromagneti c and/ or el ectrostatic, passive
means. The discussion of Figure 7 begins at colum 4, |ine
35. Note also the discussion of prior art tool holder pickup
stations at colum 3, lines 4 through 9.

To the extent appellant further argues at page 9 of the
brief that the claimed and disclosed invention does not
requi re the physical volune be tied to a particular system it
is noted that Juengel also solves these problens inherently
and it has generally been known in accordance with the
di scussion in the background of Juengel's invention at colum
1, lines 30 through 35 that a flexible nmanufacturing system
envi ronnment all ows machine tools to exchange or share tools
bet ween t hensel ves.

Juengel presents to the artisan a second nmj or advant age
Wi thin an assessnent of the prior art as a whole. To the
extent the earlier discussion has directly addressed the noted
deficiencies of the prior art recogni zed by appellant in the
early pages of the specification as filed, Juengel has further
significance to the artisan since the physical corollary of
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the clained type of “automated cartridge systeni is often in
the art called a “jukebox” cartridge storage system where
Juengel presents in Figure 7 to the artisan an anal ogous
structure since the tool rotating drum or magazine 102 in this
figure associated with the conmputerized nunerical control
machi ne tool system 100 is physically anal ogous to prior art
“] ukebox” systens utilized to store and search various tape
cartridge nechanisns. Thus, there would have been an obvi ous
| ogi cal comendati on anong the teachings of Juengel which
woul d have been clearly pertinent to an inventor's attention
in considering the problens or deficiencies of the prior art

as set forth inln re d ay,

966 F.2d 656, 23 USPQ2d 1058 (Fed. Cir. 1992). The di scussion
in the paragraph bridging colums 4 and 5 of Juengel also
lists various advantages to the approach taken according to
bot h enbodi nents set forth in this reference.

I n accordance with appellant's clai mgrouping, the above
argunment s have been principally addressed to the rejection set
forth of independent clainms 1 and 16. No argunents have been
presented by appellant with respect to dependent clains 2
through 8. It is noted that independent claim9 is identical
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to the subject matter of claiml1l with the further feature
recited that additional elenents permt determ ning the
relative positioning of the transceiver neans and the sel ected
| abel based on attributes of the signal received by the
transcei ver neans fromthe transponder. W sustain the
rejection of this claimfor the reasons set forth by the
exam ner and note further that appellant has presented no
argunments with respect to dependent clains 10 through 15.

Even a brief study of Juengel indicates that at |east
with respect to the showing in Figure 7 of the transceiver 114
communi cating with each of the tools 104 via transponder unit
112 therein as they rotate about the drum or magazi ne 102 for
selection of the tool in accordance with the known prior art
teachings identified as conventional in the art in the
di scussion beginning at colum 4, line 49, the ability to
sel ect between rotation tool bits determnes relative position
based upon received signals. Appellant's brief summary of
Juengel at the top of page 8 even recognizes that Juengel is
an i nterrogation-response-based system whi ch generally even
uses the term “transponder and transceiver” indicating

bi di recti onal conmmuni cati ons exi st between transceiver 114 and
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transponder 112. Relative position is obviously taught within
35 U.S.C. 8 103 in Juengel in the manner claimed based upon
the selectability or non-selectability of an individual tool
bit as it rotates around past the transceiver 114,

We reach an opposite conclusion and reverse the rejection
of independent claim 17 and its dependent claim 18 since this
met hod cl ai m goes beyond a nere determ nation of relative
position of the robotic hand assenbly to include the
adj ustnent of the relative position based upon the return
signal fromthe transponder at the transceiver. Even in view
of the examner's argunments with respect to the adjustability
feature, Juengel is silent as to utilizing any signals
received by the transceiver 114 fromthe transponder 112 for
relative position adjustnents.

In view of the foregoing, we sustain the rejection of
claims 1 through 16, but reverse the rejection of clains 17
and 18. Therefore, the decision of the examner is affirmed-
in-part.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).
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AFFI RVED- | N- PART

Janes D. Thonmas
Adm ni strative Patent Judge

M chael R Flem ng BOARD OF
PATENT
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

Eric S. Frahm
Adm ni strative Patent Judge

JDT/ cam
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