TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 12

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ARTHUR B. COLEMAN, LINH T. TRUONG
and JUAN GRAU JR

Appeal No. 96-3047
Appl i cati on 08/ 053, 191!

ON BRI EF

Bef ore THOVAS, BARRETT and LALL, Adnministrative Patent Judges.

LALL, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134

fromthe Exam ner's final rejection of clains 1 and 2, the

only clains in the case.

! Application for patent filed April 28, 1993.
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The di scl osed invention pertains to a wireless nobile
subscri ber network where to achi eve bidirectiona
comruni cation cel lul ar systens have been devised in which a
service area is divided into smaller zones, each zone having a
radio transmtter/receiver that is connected to the network by
awre line and nay be connected to nobile units across an air
interface. The radio transmtter/receiver functions as a
network access point. The invention desires to have a
w rel ess network which has tetherless access in which, as the
nobil e unit noves about, different network access points
cooperate to provide a seam ess, uninterrupted service to the
nobile unit. Wen the nobile unit noves out of the range of a
current network access point, it nust be switched over to a
successor network access point. This swi tchover between
network access points is known as "handoff". The capability
of handing off a nobile unit from one network access point to
anot her makes possible "roam ng" of nobile units fromcell to
cell. Roam ng has not been hitherto possible in certain
net wor ks such as Novell networks, which require that the
network 1D of a node remain constant during a session. In
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such networ ks where different access points have

different network ID s, and in which the network IDis not

al l owed to change during a session, the invention nmakes
roam ng possi ble by programm ng nobile units so as to appear
to the network as "virtual routers” able to change access
points during a session. These virtual routers, unlike
conventional routers, connect one sublet to one other sublet,
the one subl et being connected to a nobile unit having a fixed
network I D and the other sublet, through fault-tolerant

routi ng, being connected to a sel ectable access point and
therefore having a variable network |D.

Representative claim1l is reproduced as foll ows:

1. In a conputer network running under a network
operating system said network operating system providing
fault-tolerant internet routing of network communi cations
bet ween nodes and requiring that a network I D of a node remain
constant for the duration of a session, said nodes including a
plurality of nobile conputing devices and said network
including a wired network and a plurality of access points
providing wreless access of said nobile conputing devices to
said wired network, at |east sonme of said access points having
di fferent network IDs, a nethod of providing a capability of
said nobil e conputing devices to roamduring a session by
changi ng access points to said network, conprising the steps
of :
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programm ng said nobile conmputing devices so as to appear
to said network as virtual routers able to change access
poi nts during a session,;

wherein said virtual routers connect one subnet to one
ot her subnet, said one subnet being connected to a nobile
conputi ng device and having a fixed network I D and sai d ot her
subnet, through said fault-tol erant routing, being connected
to a sel ectabl e access point and therefore having a variable
network | D

The Exam ner relies on the follow ng references:

Benjami n et al.(Benjam n) 4,677,588 Jun. 30, 1987
Harri son 5, 181, 200 Jan.

19, 1993

Freitas et al.(Freitas) 5,321,542 Jun. 14,1994

(effectively filed Cct. 29, 1990)
Claims 1 and 2 stand rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over the teachings of Harrison, Freitas and
Benj am n.
Rat her than repeat the discussions of Appellants and the
Exam ner, we make reference to the brief and the answer for

the respective details thereof.

OPI NI ON

We have considered the rejections advanced by the
Exam ner and the argunments in support of the rejections. W

have, |ikew se, reviewed the Appellants' argunents set forth
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in the brief.

We concl ude that the rejection of claim1 under 35 U S. C
8§ 103 over Harrison, Freitas and Benjamn is sustained, but
the rejection of claim2 under 35 U.S.C. 8 103 over Harrison
and Freitas is not sustained. Accordingly, we affirmin-part.
Furthernore, we reject claim2 under 35 U S.C. 8§ 103 over

Harrison, Freitas and Benjam n under 37 CFR 8§ 1. 196(b).

We first consider the rejection of claiml under 35
UusS. C
8§ 103 as unpatentabl e over Harrison, Freitas and Benjam n.

As a general proposition in an appeal involving a
rejection under 35 U . S.C. § 103, an exam ner is under a burden

to make out a prinma facie case of obvi ousness. I f that burden

is nmet, the burden then shifts to the applicant to overcone

the prima facie case with argunent and/or evi dence.

Obvi ousness is then determ ned on the basis of the evidence as

a whole. See In re Cetiker, 977 F.2d 1443, 1445, 24 USPQd

1443, 1444 (Fed. Cr. 1992); In re Hedges, 783 F.2d 1038,

1039, 228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745

F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Gr. 1984); and In re
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Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).

1. Rejection of claim1l over Harrison, Freitas and
Benj am n

Wth respect to claim1, the Exam ner conbi nes Harrison
and Freitas to show wirel ess comuni cati on between the base
stations and the nobile units, but the conbination |acks the
teaching of a "virtual router". The Exam ner asserts that
Benj ami n shows the use of a gateway unit (item 10 in figure 1)

to virtually route

nessages between i ndependent networks using alias names and
real nanmes. The Exam ner concludes that it would have been
obvi ous,

to one of ordinary skill in the art at the tinme of the

i nvention, to conbine Benjamn with the conbi ned system of
Harrison and Freitas because it would allow the resulting
conmbi ned systemto nore efficiently interconnect independent
networks allow ng resources in one network to conmuni cate

resources in another network [answer, pages 5 to 6]. W note
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that Freitas at colum 8, |lines 29 through 33 nakes specific
reference for handoff procedures to Harrison by Serial Nunber
and filing date, thus indicating their conbinability.

Appel  ants argue that the references fail to teach or
suggest the particular nethod of routing and roam ng as
clained [brief, page 7]. Appellants then contend that, of the
references cited, only Harrison is particularly concerned with
roamng wthin a wireless network. However, in Harrison, when
nobil e unit noves fromone zone to another, and | oses contact
with the base station in one zone, the packets fromthe nobile
unit are queued up within a spooler until the nobile unit re-

est abl i shes

contact with another base station in another zone. The new
base station retrieves the spool ed packets and forwards them
to the nobile unit. Wen the queue of the spool ed packets is
enpty, subsequent packets are sent directly fromthe nobile
unit to the new base station instead of the old base station.

Appel l ants further argue that, in Harrison, nobile units have
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no routing capability [brief, pages 8 to 9].

The Exam ner reiterates the rejection and asserts that
roam ng and routing is taught by the applied prior art, and
the conbination of Harrison, Freitas and Benjam n does teach
the invention of claim1l [answer, pages 7 to 14].

At the outset, we find that roam ng and routing is shown
by the applied prior art. As for roam ng, Harrison discloses
it at colums 8 to 11, and even Appellants so acknow edge it,
see brief at page 8. Routing, too, is shown by the applied
prior art, for exanple see Benjamn at colum 4, line 56 to
colum 5, line 20.

W further find that Harrison discloses the wireless
networ k where the nobile units such as 10a conmuni cate
wirelessly with a base station such as 12, see figures 2 and
4. \Wen the nobile unit noves fromone zone to anot her zone
and | oses contact with the a base station in one zone, the
packets transmtted by the nobile unit are queued onto a
spooler until the nobile unit reestablishes contact with
anot her base station in another zone. The new base station
recei ves queued packets fromthe spooler and transmts themto

the nobile unit. After all the packets from
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t he spool er have been transmtted, subsequent transm ssion of
packets takes place directly between the nobile unit and the
new base station, see steps A through E, colum 9 of Harrison.
Appel  ants do acknow edge this nmuch, [brief, pages 8 to 9].
Appel | ants have not argued the conbination with any
specificity. W find that Benjam n does indeed show the
concept of creating virtual routers w thout changing the
network 1D of the logic units within a network configuration.
For exanple, gateway 10 in figures 1 and 2 enables the
communi cation fromlogical unit (LU 18 in network Ato LU 22
in network B, by creating a virtual router which is programred
to create a translations table. Aliases are used and no
change in the ID of LU 18 and LU 22 is done in respective
networks. The crux of the alias namng is that each network
uses an alias nane to identify resources in another network.
By using alias nanes the sane nane can be used to identify LUs
in separately controlled networks. Wen these networks are
connected via the gateway, a unique alias nane is used in the
address space of each of the attached networks, and gateway
makes the proper nane translation during the establishnent of

a session between the two LU s [columm 10, lines 37 to 48].
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W find, then, that the use of such a gateway router on a
nobile unit in Harrison obviously would have created a virtua
router each tine the nobile unit noved from one network
configuration, one zone, to another network configuration,
anot her zone. This would have nmade it possible to nmaintain
the network ID of the nobile unit constant in each network.
Therefore, we conclude that the conbination of Harrison,
Freitas and Benjam n woul d have nade obvi ous the invention of
claim1, and we affirmthe Exami ner's rejection based on said

conbi nati on under 35 U.S.C. 8§ 103.

2. Rejection of Claim2 over Harrison and Freitas

Wth respect to claim?2, the Exam ner contends that the
conbi nati on of Harrison and Freitas makes obvious the
i nvention of claim?2 [answer, page 6].

Appel I ants again do not argue the conbination of Harrison
and Freitas, but nerely discuss the Harrison reference al one.
According to the Appellants, as the nobile unit noves, the
network 1D of the nobile unit within the LAN is changed, which

is contrary to the invention of claim2 [brief, page 2].
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The Exam ner does not specifically respond to any
argunents regarding claim?2

We agree with Appellants with respect to claim2. The
rejection based on the conbination of Harrison and Freitas
does
not nmeet the negative limtation of “routing network ...
wi t hout changing the network I D of the nobile conputing
device.” [claim2, |ast paragraph]. W, therefore, reverse
the rejection of claim2 under 35 U.S.C. § 103 based on

Harri son and Freitas.

Rej ection of Caim2 under 37 CFR § 1. 196(b)

Regarding claim2, we note that limtations of claim?2
are net with the conbination of Harrison, Freitas and
Benjam n. As we discussed this conbination of references with
respect to claiml1, an alternate access point (or virtual)
route is created by the use of the gateway unit such as item
10 in figure 1 of Benjamin in Harrison, and the conbi nation
al so enabl es the communi cati on between LUs lying in two
separate networks "w thout changing the network I D of either
LU in their respective networks." W, therefore, reject claim
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2 under 35 U . S.C. § 103 as being unpatentable over Harrison,
Freitas and Benjam n, under 37 CFR

§ 1.196(b).

In conclusion, The rejection of claim11 under 35 U S. C
8§ 103 over Harrison, Freitas and Benjamn is sustained. The
rejection of claim2 under 35 U.S.C. §8 103 over Harrison and
Freitas is not sustained. However, claim2 is rejected under
35
U.S.C. 8 103 over Harrison, Freitas and Benjam n under 37 CFR
8§ 1. 196(b). Therefore, the decision of the Exam ner
rejecting clainms 1 and 2 is affirned-in-part.

In addition to affirmng the Exam ner’'s rejection of
claim1, this decision contains a new ground of rejection
pursuant to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997,
by final rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10,
1997), 1203 Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct.
21, 1997)). 37 CFR 8 1.196(b) provides, “A new ground of
rejection shall not be considered final for purposes of
judicial review”
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Regardi ng any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

origi nal decision

37 CFR 8§ 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of the followng two options with respect to the new

ground of

rejection to avoid termnation of proceedings (37 CFR
8§ 1.197(c)) as to the rejected cl ai ns:
(1) Submt an appropriate anendnent of the

claims so rejected or a showing of facts relating to

the clains so rejected, or both, and have the nmatter

reconsi dered by the exam ner, in which event the

application will be renanded to the exam ner.

(2) Request that the application be reheard under
8§ 1.197(b) by the Board of Patent Appeals and Interferences
upon t he sane record.

Shoul d Appellants elect to prosecute further before the
Primary Exam ner pursuant to 37 CFR 8 1.196(b) (1), in order to
preserve the right to seek review under 35 U. S.C. 88 141 or

145 with respect to the affirned rejection, the effective date

of the affirmance is deferred until conclusion of the
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prosecuti on before the Exam ner unless, as a nere incident to
the limted prosecution, the affirmed rejection is overcone.

I f Appellants el ect prosecution before the Exanm ner and
this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for fina
action on the affirnmed rejection, including any tinmely request

for rehearing thereof.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART: 37 CFR 1. 196(b)

JAMES D. THOVAS
Adm ni strative Patent Judge )
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LEE E. BARRETT BOARD OF PATENT
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

PARSHOTAM S. LALL
Adm ni strative Patent Judge

N N N N N N N N N N
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Burns, Doane, Swecker and Mathis
George Mason Bui |l di ng

Washi ngton and Prince Streets

P. O Box 1404

Al exandria, VA 22313-1404

psl / ki
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