TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper No. 15

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte EDWARD H. NORTRUP

Appeal No. 96-3038
Application No. 08/ 372,069

ON BRI EF

Bef ore URYNOW CZ, HAI RSTON and CARM CHAEL, Adninistrative
Pat ent Judges.

HAI RSTON, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
t hr ough 5.

The di scl osed i nvention relates to an arc tube.

! Application for patent filed January 12, 1995.
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Claiml is illustrative of the clained invention, and it

reads as foll ows:
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1. An arc tube conprising: a light transm ssive body
contai ning an arc generating and sustaining nmedium a press
seal forned at one end of said body, said press sea
conprising a planar portion separating opposed edges; a first
foil sealed in said planar portion; a |ead-in conductor
attached to said foil and extendi ng outside of said body and
an electrode attached to said foil and extending inside said
body; a first cavity forned on a first of said edges and a
second cavity fornmed on a second of said edges; a fill in each
of said cavities for supporting em ssion of ultra-violet
radi ation; and a second foil sealed in said planar portion and
being attached to said first foil, said second foil having a
first end termnating in said first cavity and a second end
termnating in said second cavity.

The reference relied on by the exam ner is:

Morri s 5, 323, 091 June 21,
1994

Clainms 1 through 5 stand rejected under 35 U . S.C. 8§ 103
as being unpatentable over Mrris.

Reference is nade to the briefs and the answer for the
respective positions of the appellants and the exam ner.

CPI NI ON

Morris discloses a single cavity 62 (Figure 4), and one
end of the second foil 60 termnates in this cavity.
According to the exam ner (Answer, page 4), the clained
“second cavity” is a “mere duplication of parts for a nultiple
effect,” and “is not patentably distinct where the operation
of the device would not thereby be nodified (see St. Regis
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Paper Co. v. Bemis Co., Inc., 193 USPQ 8, 11 (7th Cr
1977))."

Appel l ants argue (Brief, page 3) that:

The Exam ner’s reliance on St. Regis Paper Co. V.

Bemis Co. is msplaced. The St. Regis case is

i napposite in that it dealt with duplicating what

had previously existed in the prior art. In the

I nstant case, the clains define an invention that

has not previously existed and that has increased

benefits, untaught by the prior art, when nultiplied

in a particular way.

We agree with appellants that the St. Regis case is
I napposite to the facts before us on appeal. The exam ner’s
nmere conclusion that it would have been obvious to place a
second cavity on Mrris’ pinched seal, and then term nate the
ot her end of the second foil 60 in this cavity is too nuch for
us to believe in the absence of evidence in the record or a
convincing line of reasoning by the exam ner. Since neither
evi dence nor a convincing |line of reasoning has been presented
by the examiner, we will reverse the 35 U S.C. §8 103 rejection

of clains 1

t hrough 5.
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DECI SI ON
The decision of the examner rejecting clains 1 through 5

under 35 U.S.C. § 103 is reversed.

REVERSED
STANLEY M URYNOW CzZ, Jr. )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
KENNETH W HAI RSTON ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
JAMES T. CARM CHAEL )
Adm ni strative Patent Judge )
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