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This is a decision on appeal fromthe examner’s fina
rejection of clainms 1 through 14, which are all of the clains

pendi ng in the application.

Appel lants’ invention is directed to an oil cooler for
notor vehicles. Independent clains 1 and 8 are representative
of the subject matter on appeal and a copy of those cl ains,
reproduced fromthe Appendi x to appellants’ brief, is attached

to this decision.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed clains are:
Burne et al. (Burne) 3, 339, 260 Sep. 5, 1967
Roberts 3, 664, 928 May 23, 1972
Clainms 1 through 14 stand rejected under 35 U.S.C. § 103

as being unpatentable over Burne in view of Roberts.

Rat her than reiterate the examner's full statenent of
t he above-noted rejection and the conflicting viewoints
advanced by the exam ner and appellants regarding the
rejection, we make reference to the exam ner's answer (Paper
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No. 16, mumiled January 3, 1996) for the exam ner's reasoning
in support of the rejection, and to appellants’ brief (Paper
No. 15, filed Novenber 24, 1995) for appellants’ argunents

t her eagai nst.
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OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellants’ specification and cl ai s,
to the applied prior art references, and to the respective
positions articul ated by appellants and the exam ner. As a
consequence of our review, we have made the determ nation that
we wll not sustain the examiner’s rejection of the appeal ed
cl ai s under

35 U S.C. §8 103. Qur reasoning follows.

In review ng the teachings of Burne and Roberts, we nust
agree with appellants (brief, pages 5-14) that the applied
prior art references do not teach, suggest or render obvious
the oil cooler set forth in the above enunerated clains on
appeal. Even if we were to conclude that the distillation
appar atus of Roberts woul d have commended itself to the
attention of one of ordinary skill in the oil cooling art
involved in this application and in Burne, we see no
reasonabl e teachi ng or suggestion in the applied references
whi ch woul d have | ed one of ordinary skill in the art to use
the specialized dinpled heat transfer structures (e.g., 19,
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19a) of the distillation apparatus of Roberts, or the

teachings regarding the dinples therein, in the oil cool er of
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Burne. 1In this regard, we are of the view that the exam ner’s
position is based on inperm ssible hindsight gleaned from
appel l ants” own di sclosure and not fromany fair teaching or
suggestion found in the applied prior art references

t hensel ves. More specifically, we consider that the exam ner
has used appellants’ own disclosure and the clained invention
itself as a blueprint for piecing together unrelated el enents
fromdisparate references in the prior art so as to defeat
patentability of the invention as defined in appellants’

cl ai ns on appeal .

Absent the disclosure of the present application, it is
our opinion that one of ordinary skill in the art woul d not
have been notivated by the collective teachings of the applied
Burne and Roberts patents to use the sophisticated and
speci al i zed di npl ed evaporating surface of Roberts in the
relatively sinple oil cooler of Burne, where there is no
evaporation of the nediumflow ng through the cool er and
wherein the inportance of a |ow (m ninun) pressure drop has

been enphasi zed. Thus, the examner's rejection of clains 1
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t hrough 14 under 35 U.S.C. § 103 based on Burne and Roberts

will not be sustained.
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In accordance with the foregoing, the decision of the
exam ner is reversed.

REVERSED

MURRI EL E. CRAWORD
Adm ni strative Patent Judge

JAMES M MEI STER )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
CHARLES E. FRANKFORT ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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Appendi x

1. An oil cooler for notor vehicles, having an outer
tube and an inner tube which is disposed within the outer tube
and whose outer surface, together with the inner surface of
the outer tube are spaced form each other to establish a gap
t her ebetween and thus to form and annul ar channel, sealed in
both ends, for feeding oil to be cooled, froman inlet at a
first end of the tubes to an outlet at a second end of said
tubes, a neans provided in the annul ar channel for ensuring
heat transfer fromthe passing oil to the surroundi ng tube
wal I s, and a turbul ence-generating neans provided on the outer
surface of the outer tube for a coolant, in which the oi
cool er is subnerged, characterized in that the turbul ence-
generati ng neans consi sts of cup-shaped dinples fornmed on the
outer surface of the outer tube, said cup shaped dinples al so
bei ng spaced from said outer surface of said inner tube.

8. An oil cooler for notor vehicles, having an outer
tube and an inner tube which is disposed within the outer tube
and whose outer surface, together with the inner surface of
the outer tube are spaced fromeach other to establish a gap
t herebetween and thus to forman annul ar channel, sealed in
both ends, for feeding oil to be cooled, froman inlet at a
first end of said tubes to an outlet at a second end of the
tubes, a neans provided in the annul ar channel for ensuring
heat transfer fromthe passing oil to the surrounding tue
wal I s, and a turbul ence-generating neans provided on the outer
surface of the outer tube for a coolant, in which the oi
cool er is subnerged, characterized in that the turbul ence-
generati ng nmeans consists of bunp-like projections fornmed on
the outer surface of the outer tube, said bunp-Ilike
projections al so being spaced fromsaid outer surface of said
I nner tube.
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Mor gan & Fi nnegan
345 Park Avenue
New Yor k, NY 10154
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APJ FRANKFORT

APJ CRAWFORD

APJ MEISTER

REVERSED

Prepared: November 9, 1999



