THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Before KIMIN WALTZ and KRATZ, Adninistrative Patent Judges.

KIMLIN, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 3-
26, all the clains remaining in the present application. A

copy of claim?23 is appended to this deci sion.
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The exam ner relies upon the follow ng references as
evi dence of obvi ousness:

Tenud 4,021, 480 May 03, 1977
Sayo et al. (Sayo) 4,916, 252 Apr. 10, 1990

Appel lants' clainmed invention is directed to a process
for preparing a optically active carnitine ester in accordance
with formula (1). The process entails asymretrically
hydrogenating the ester halide of formula (l11) in the presence
of a rutheniumoptically active phosphine conpl ex defined by
formulae (I111), (IV), (M) and (VI1). The rutheniumoptically
active phosphi ne conpl ex serves as a catal yst for the
reaction. The optically active carnitine ester is an
internediate in the production of optically active carnitine,
whi ch has nedi ci nal uses.

The present application is a continuation of U S.
Application No. 07/455,023, filed Decenber 22, 1989. An
appeal was taken to this Board in the parent application and,
in a decision dated August 24, 1993, the Board affirned the
examner's rejection under 35 U.S.C. § 103 over prior art that
is presently applied by the exam ner. However, the present
claims on appeal are narrower in scope than those before the

Board in the parent application, and the present record
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contai ns decl aration evidence submtted by appellants that was
not considered in the prior appeal.

Appeal ed clainms 3-26 stand rejected under 35 U.S.C. § 103
over Tenud in view of Sayo.

We have thoroughly reviewed the respective positions
advanced by appellants and the examner. 1In so doing, we find
t hat appel |l ants' evi dence of nonobvi ousness outwei ghs the
exam ner's evidence of obviousness. Accordingly, we will not
sustain the exam ner's rejection.

To the extent it would have been obvious for one of
ordinary skill in the art to utilize the catal ysts di scl osed
by Sayo in the reaction of Tenud, we find that appellants
decl aration evidence, particularly the Kunpbayashi Declaration
of
January 30, 1995 and the Second Suppl enental Declaration of
Novenber 3, 1995, places of record evidence of unexpected
results that has not been adequately refuted by the exam ner.
The Kunobbayashi Decl aration executed January 30, 1995
denonstrates that a catal yst of the appeal ed cl ai ns provi des
99% conversion for the reaction in conparison with two ot her

catal ysts of Sayo which result in conversions of only 3%
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Wi | e the declarant characterizes these results as
"unexpected" (page 5 of Declaration), the exam ner dism sses
the probative value of the Declaration as only the result of
"routine experinmentation to determ ne the best catalyst for
t he hydrogenation of carnitine" (page 4 of Answer). However,
the exam ner msapplies the applicable law. It is well
settled that when a reference discloses that a nunber of
di fferent conpounds are effective for a particul ar purpose, an
applicant has the opportunity to denonstrate with objective
evi dence that a selection of a particular conmpound di scl osed
by the reference give unexpected results relative to the other
reference conpounds. Character-izing an applicant's discovery
as nerely the product of routine experinentation avoids the
i ssue of whether the applicant's discovery woul d have been
unexpected to one of ordinary skill in the art. 1In the
present case, the exam ner has not set forth a rationale why
the marked superiority for the clainmed catal yst denonstrated
in the Declaration woul d have been consi dered expected by one
of ordinary skill in the art.

Appel lants' Reply Brief was acconpani ed with a SECOND

SUPPLEMENTAL DECLARATI ON executed by M. Kunbbayashi on
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Cct ober 24, 1995. According to appellants, "routine
experimen-tation would have | ed one to use the Sayo catal yst
with the Sayo substrate rather than the present substrate in
the Tenud reaction, and, thus, routine experinentation would
not have led one to the present invention" (sentence bridging
pages 2 and 3 of Reply Brief). |In a paper dated Novenber 27
1995, the exam ner stated that the Reply Brief and the
Decl arati on "have been entered and considered but no further
response by the Exam ner is deened necessary."” However, the
examner's failure to substan-tively consider the nerits of
the Declaration, in and of itself, constitutes reversible
error.

We al so note that appellants provi de separate argunents
for clains 11-13, 14-19, 20 and 21, 22, 24, and 26 (pages 23
and 24 of principal brief). The examner's failure to respond
to these separate argunents al so constitutes reversible error.

I n concl usi on, based on the foregoing, the examner's
decision rejecting the appealed clains is reversed.

REVERSED

EDWARD C. KIM.I N )
Adm ni strative Patent Judge )
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THOVAS A, WALTZ
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge
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APPENDI X

23. A process for preparing an optically active

carnitine ester represented by fornula (1):

OH 0

CCH3)3N1\V//L\V/JL\ X" (1)
OR

wherein R represents a | ower al kyl group having two or nore
carbon atons; and X represents a hal ogen at om
whi ch process consists essentially of asymetrically

hydrogenating a (-trinmethyl ammoni um 3- oxabut anoi ¢ ester halide

repres ent ed
by for mul

(11) :
2 Con®yu N N (H):

(@]

6]
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wherein R and X are as defined above,

in the presence of a rutheniumoptically active phosphine
conpl ex as a catal yst,

and then recovering the optically active carnitine ester
represented by fornmula (1) which has been fornmed, wherein said
rut heniumoptically active phosphine conplex is selected from
the group consisting of a conpound represented by fornula

(111):
Ru,H,C ,(R- BI NAP) ,(Q, (1)

wherein R-BINAP represents a tertiary phosphi ne represented

by formul a

(rv): by

O
OO ) .

: : b@ﬂJ (IA)
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R represents a hydrogen atom a nethyl group or a t-butyl
group;
Qrepresents a tertiary amne; y is 0, x represents 2, z
represents 4, and p represents 1;
a conmpound represented by formula (Vl):

O

!

Ru( R:- Bl NAP) ( OCR?) ,

(V1)
wherein R-BINAP is as defined above; and R represents a | ower

al kyl group or a trifluoronmethyl group; and a conpound

represented by fornula (VI1):

[ Ru( R™- Bl NAP) MCL,] X', (VI 1)

wherein R-BINAP is as defined above; Mrepresents Zn, A, Ti
or Sn; X! represents N(CH), or CH,CO,; in the case that X!
represents N(CH),, Ris 2 and mis 1, and when M represents
Zn, then k is 4, when Mrepresents Al, then k is 5, and when M
represents Ti or Sn, then k is 6; and in the case that X
represents CH,CO, Ris 1 and mis 2, and when Mrepresents Zn,
then k is 2, when Mrepresents Al, then k is 3, and when M

represents Ti or Sn, then k is 4.
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